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RECOGNITION OF INGREDIENT MARKS AS TRADEMARKS 
By Frederick Breitenfeld* 


Patent Office practice in the registration of trademarks de- 
noting ingredients seems to have undergone a marked change in 
recent years. This modification appears to be an example of an 
adjustment in the interpretation of the law which brings it into 
closer conformity with business and advertising practices of the 
day. 


A glance at a selected list of well-known ingredient marks will 
indicate how popular these marks have become. Some of them 
are set forth in a simple direct manner: 


‘‘cHiFFON Flakes with arcric BRIGHT’’ 

‘‘roamy contains K-34’’ 

‘‘La FRANCE Bluing with LuMINEss”’ 

‘*suPERGLOW liquid make-up containing LuMIuM”’ 

‘*New wituiaMs Lather contains LANOTRATE””’ 

‘‘THANTIS lozenges—each containing MERODICEIN’’ 

‘*RINso soap with sotium’”’ 

‘‘vaAsELINE Cream Hair Tonic contains vrratTou with Lanolin’’ 
‘*New viratis with V-7’’ 

‘forest toothpaste with FLUORISTAN’’ 


Many of them are coupled with a description of the qualities 
or purpose of the ingredient: 


‘*suPERGLOW fluid make-up combines also another beautifying 
ingredient—G-62’’ 

‘‘kKocAL is a scientific ingredient that whitens as it brightens’’ 

(PINE-SOL) 

‘*BYE-GENE contains soothing LEXATOL’’ 

‘‘New mum with M-3 kills odor bacteria’’ 

‘‘MENNEN’s Spray Deodorant for men contains a special ingre- 
dient PERMATEC’’ 

‘“woopBurRY Cold Cream has pENATEN, the ingredient that 
makes cream penetrate deeply into pores’”’ 

‘‘stmoniz floor wax, fortified with srmoniTE’”’ 

‘‘TPpANA with enzyme destroying WD-9’’ 


* Member of the bar of the State of New York; Associate Member of U.S.T.A.; member 
of the Sub-Committee on Trademark Law Revision of the New York Patent Law 
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Some of the marks characterize ingredients that are ‘‘magi- 
cal’’ or ‘‘amazing’’. A few of the ingredients are merely ‘‘miracu- 
lous’’: 

‘*praL Soap contains amazing AT-7”’ 

‘‘peBoNaAIR Deodorant Stick has magic ingredient G-11”’ 

‘‘Only BLUE say has new wonder drug PHENYLLIUM”’ 

‘‘riLT contains the miracle ingredient NATURALIZER’’ 

‘‘sace Air Refresher contains wonder-working ingredient 613’’ 

‘‘Only new coteate Dental Cream with Miracle anti-enzyme 

ingredient Garpou has the clinical proof”’ 

The excluswity of the ingredients is stressed in a large num- 
ber of cases: 

‘‘PpEPSODENT toothpaste alone contains mRIuM”’ 

‘‘TIFEBUOY soap with puRALIN—exclusive new deodorizing 

ingredient’’ 

‘‘ WHITE SABLE liquid cleansing cream... made with LANOLITE, 

Revlon’s exclusive skin softening ingredient’’ 

‘‘Only cHEEer has BLUE mMacic Whitener’”’ 

‘‘Only KREML shampoo contains FOLISAN’’ 

‘‘Only eLEEM contains GL-70’’ 

‘‘Only HELENA RUBINSTEIN’s Young Look lipstick contains 

MEDILENE’’ 
‘Only arrip contains PERSTOP’’ 
‘Only sLug gay has new wonder drug PHENYLLIUM”’ 


Many of these marks have been registered in the Patent Office 
in recent years. However, it is doubtful that any of them, or others 
like them, would have been approved for registration prior to 1947, 
had the specimens submitted to substantiate trademark use em- 
ployed the kind of wording shown above. Why was this so? And 
how did a change in viewpoint come about? It is the purpose of 
this discussion to attempt an answer to these questions, and to 
examine the present policy of the Patent Office. 

The classic case illustrating the early Patent Office viewpoint 
is Ex parte The Pepsodent Co., 36 USPQ 75, 28 TMR 152, decided 
in 1937. In that case the applicant had sought registration of the 
mark rium, and submitted labels which showed that ‘‘pEPsopENT 
toothpaste alone contains rr1um’’. The Examiner refused regis- 
tration and the Commissioner of Patents sustained his ruling. 
The Commissioner said: 


‘*T am clearly of the opinion that this record conclusively 
shows the word trum to perform no trademark function .. . 
All Applicant has done is to inform purchasers of the fact that 
its toothpaste contains a new ingredient known as 1ir1um. The 
word identifies that ingredient rather than the toothpaste ...’’ 
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This decision seems to be in line with the general thinking at 
that time. The Examiners, the Commissioner, and the Courts 
were unanimous in a rather strict and narrow interpretation of 
what a trademark is, and what constitutes true trademark use. 
As late as January 1947, the Commissioner adhered to this type 
of thinking in an opposition proceeding (The B. F. Goodrich Com- 
pany v. The Tremco Manufacturmg Company, 72 USPQ 177, 
37 TMR 276). In that case B. F. Goodrich, owner of the registered 
mark KorosEAL for ‘‘plasticized polymerized vinyl chlorides’’ 
opposed the registration of the mark corosorom for ‘‘corrosion 
resistant liquid coating for wood and metal surfaces’’. The 
Examiner, in sustaining the opposition, had said: 

‘“The corrosion resistant properties and other characteristics 
of the (Opposer’s) product render it specially adapted for 
use as the primary and active constituent of paints and the 


like coating compositions which fall directly within the de- 
scription of goods for which applicant seeks registration.’’ 


But the Commissioner reversed the Examiner, holding that ‘‘the 
Examiner appears to have overlooked the fact that such paints 
and coating compositions are not sold by opposer under its KorRo- 
SEAL mark’’. Later B. F. Goodrich petitioned for a rehearing, and 
in denying the petition, the Commissioner said: 

‘‘In opposer’s advertising, and possibly on some of its labels, 

such merchandise (paint) sold under other trademarks is 

referred to as ‘a KOROSEAL product’ or ‘a solution of KOROSEAL’ 
but that does not constitute trademark use of the word 

KOROSEAL. ’”’ 

The first time the Commissioner of Patents reached a conclu- 
sion contrary to this general thinking was in November 1947, in 
the much-quoted BoNDERMETIC case (Hx parte Libbey-Owens-Ford 
Glass Company, 37 TMR 864). Strangely enough, the case does 
not actually deal with ingredients at all, but relates to the com- 
ponent parts of a mechanical device. Libbey-Owens-Ford Glass 
Company sought to register the trademark BONDERMETIC SEAL for 
‘‘metal seals for multiple glass sheet glazing units for buildings, 
display windows, display cases and the like’’. The specimens 
originally submitted by the applicant showed a shield-like back- 
ground bearing various words including the mark THERMOPANE 
which was the name for the entire glazed insulating unit. Under- 
neath the words THERMOPANE PATENTED INSULATING UNIT the words 
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‘‘with BONDERMETIC SEAL’’ appeared. These words were thus used 
for the seal keeping the various glass sheets together and were not 
intended to designate the entire units. The applicant admitted 
that the BonpERMETIC seals were not sold separately and apart 
from the insulating unit, but were sold only as a part of the entire 
product. The Examiner refused registration 

‘fon the ground that the specimens fail to show proper trade- 

mark use of the word BONDERMETIC and that, moreover, a term 

may not be registered under the Trademark Act of 1905 unless 

the article which it identifies is separately transported or 

sold in commerce.”’ 
Commissioner Kingsland, who heard the appeal from the Exam- 
iner’s ruling, reversed the decision and ordered the mark regis- 
tered. He stated that the Court of Customs and Patent Appeals 
had never in the past ruled on the issue raised by the appeal, and 
he differentiated the decisions which seemed to express a contrary 
view from the one before him. One of these was a 1935 case on 
which the Examiner had relied, dealing with an application of 
Eastman Kodak Company, 26 TMR 20, to register the word 
TwinpDaR for a photographic lens. The Court of Customs and 
Patent Appeals, in that case, refused to approve the registration 
on the ground that the word did not appear on the lens itself, but 
on a metal plate on the front of the camera. The Commissioner, 
in his BONDERMETIC ruling, pointed out that in the TwinpaR case: 

‘There was no indication in the Court’s opinion to the effect 
that there may not be a separate trademark for the lens, if 
the mark had actually been placed on the lens as such, or on 
its mounting. Nor did the Court hold that the lens must be 
capable of being sold separately and apart from the camera. 
The actual holding in the Eastman case went no further than 
to determine that a trademark for a separable part of a com- 
posite unit, if it otherwise satisfied the statutory registration 
requirements, must be clearly affixed to or identified with such 
separable part and may not be applied so as to leave the public 
in the dark as to whether the mark refers to only one part 
of the article or to the entire unit.’’ 

Another line of cases that had been cited by the Examiner in 
his rejection of the application to register BONDERMETIC, dealt with 
situations in which the component part of the entire product was 
not manufactured by the same producer as the product itself. 
Typical of that line of cases is In re Maiden Form Brassiere Co., 
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Inc., 30 TMR 286. There, a manufacturer of women’s garments 
sought to register a trademark for use on certain parts of the 
garment which the manufacturer did not make himself. In re- 
jecting the application, the Court of Customs and Patent Appeals 
ruled that the applicant 
‘*should not be permitted to register a mark for a component 
part of an article where he neither produces nor separately 
sells the same’’. 
The Court expressly refused to pass upon the question present in 
the BONDERMETIC case, which concerned a situation where both the 
entire unit and the component part were made by the applicant. 
The Commissioner, in the BoNDERMETIC decision, expressed 
his opinion that ‘‘the only other precedent which may at first blush 
be deemed in conflict with the view here expressed is the Commis- 
sioner’s decision in In re The Pepsodent Co.’’, but went on to 
explain that he felt there was a distinction between the Pepsodent 
case and the one before him. The difference lay, he said, in the 


fact that 
‘‘The sticker used in that case carried the notation ‘PEPsOoDENT 
Toothpaste alone contains mum’. It seems to me that such 
generic reference to the word mr1um may, perhaps, be held not 
to satisfy the requirement of proper trademark use, while use 
of language such as ‘X camera with Y shutter’ or as here, 
‘THERMOPANE Unit with sonpERMETIC Seal’ would immediately 
dispel any notion that the word sought to be registered is a 
generic term rather than an arbitrary designation used in 
conjunction with the generally accepted generic description 
of a product’’. 

The Commissioner then made this important statement with re- 

spect to ingredients and component parts of devices: 
‘‘T have reached the conclusion that there is nothing in either 
the Act of 1905 or the Act of 1946 which would prevent a 
manufacturer from separately registering a series of marks 
which identify separable component parts of his product. Such 
marks are registrable even though the article identified by 
them may not be separately offered for sale in commerce. 
A different result may be justified only in situations in which 
(contrary to the facts here involved) the component part is 
not made by the person who is the manufacturer of the entire 
product (as in the Brassiere case, supra), or where the mark 
used on the component part is employed so as to create the 

erroneous impression that the name refers to the entire article 

rather than a separate and separable part. . . In the absence 
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of such particular circumstances, a term which meets all other 

qualifications for a registrable trademark should not be held 

unregistrable solely because of its use as means of identifica- 

tion for one individual feature of a composite product.’’ 

The wording of the decision is such that it could be inter- 
preted to refer to ingredients of compositions as well as to com- 
ponent parts of devices. ‘‘One individual feature of a composite 
product’’ describes an ingredient as accurately as a component 
part; and the implication that it was the ‘‘ generic reference to the 
word 1rtuM”’ rather than the fact that mium was an mgredient of 
the article of commerce that caused the refusal of its registration, 
would seem to indicate that the Commissioner meant his words 
to read upon ingredients as well as component parts. 


Despite the effect of the BponpEeRMeTIc ruling in elevating 
ingredient designations to the dignity of trademarks, registrable 
as such, there were two decisions as recent as 1954 which reverted 
to the rr1um interpretation of the law. The first was Dobeckmun 
Co. v. D-Con Inc., 44 TMR 735, in which the owner of the mark 
LUREX for metallic yarns and threads opposed the registration of 


the identical mark for ‘‘a comminuted vegetable substance ad- 
mixed as an attractant with a rodenticide’’. Although the opposi- 
tion was dismissed (on the grounds that the goods were so 
dissimilar that confusion was unlikely) the application to register 
the trademark LUREX as an ingredient was rejected, the Com- 
missioner holding: 
‘¢ Applicant makes and sells a rat poison, or rodenticide, iden- 
tified by the mark p-con, to which it adds an attractant, or lure, 
described as ‘a comminuted vegetable substance’. It is not 
making and selling a comminuted vegetable substance—it is 
making and selling a rodenticide. The use of the word LurEx 
to identify an additive substance in the nature of an ingredient 
is not a trademark use within the meaning of the statute. The 
decision of the Commissioner in The Pepsodent Company 
case ... is applicable to the facts here and is deemed to be 
controlling.’’ 


The second 1954 case that seems inconsistent with the BonDER- 
METIc philosophy was John H. Woodbury Inc. v. Penaten, 44 TMR 
1215. Woodbury petitioned to cancel the registration of the trade- 
mark PENATEN on the grounds of abandonment. Exhibits showed 
such uses of the petitioner’s mark as ‘‘woopspury DeLuxe Cold 
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Cream—with PENATEN’’ and ‘‘woopsury cleanses deeper. It con- 
tains PENATEN’’. The Commissioner said: 


‘¢ Although Petitioner has not asserted that PENATEN is a trade- 
mark for an ingredient of its creams, it is observed that 
Petitioner’s use of PENATEN cannot be considered to have 
given it rights in the word as a trademark for an unidentified 
and unidentifiable ingredient for face creams. It does not 
appear that Petitioner has any trade in ingredients used for 
face creams. Petitioner’s brief states in another connection 
that ‘It is axiomatic under our law that without trade there 
ean be no trademark rights’, in other words ‘no trade—no 
trademark’, and this maxim can very well find applicability 
here.’’ 


However, the picture seems now to have cleared. In August, 
1955, in Wimthrop-Stearns Inc. v. Milner Products Company, 45 
TMR 1512, the Commissioner reviewed the decisional law on the 
subject of ingredient marks, pointed out the apparent inconsisten- 
cies among the prior decisions, and clarified the current attitude 
of the Patent Office, once again throwing support to the rationale 
of the BONDERMETIC case. 


The Winthrop-Stearns case was an opposition proceeding in 
which the owner of the trademark roccat, for an industrial germi- 
cide, opposed the registration of the mark xocau for an ingredient 
in a sanitizing, disinfecting and deodorizing disinfectant, known as 
PINE-sOL. The labels used by the applicant on its finished product 
say ‘‘Improved with xocat Whitener-brightener’’; its advertise- 
ments feature such phrases as ‘‘Only prng-sou contains KocaL, the 
miracle neutralizer of yellow-gray dinge ete.’’ 


The issue of possible confusion between the marks was dis- 
missed on the ground that purchasers probably would not ask for 
the detergent by the name of its ingredient KocaL, and that mistake 
or deception was not likely. The remainder of the decision was a 
searching review of the law relating to ingredient marks. It was 
pointed out, on the one hand, that the BonpERMeETIc case (1947) 
seemed to give the green light to the registration of ingredient 
marks properly used and indicated, while on the other, the LuREx 
and PENATEN cases (1954), appeared to ‘‘present inconsistencies 
which should be reconciled in order that consistent and effective 
administration might result in the future.’’ 
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The Commissioner noted that since the rwinpaR and BONDER- 
METIC cases had not been overruled 

‘*. .. it must be assumed that the facts in each of the later 
cases were such as to distinguish them. 
‘The question is one of fact. If the mark is used to identify 
a component—e.g., an ingredient, an added substance, a finish, 
or a part—and distinguishes such component from those of 
others, and it is properly used on or in connection with the 
goods, or on displays associated with the goods, and the goods 
are sold or transported in commerce, it is registrable even 
though it may have originally been an ‘advertising gimmick’ 
to aid in sales promotion. As stated, the question is a fact 
question, namely does the mark, as used, identify and dis- 
tinguish the goods for which registration is sought? 

‘‘The record here indicates that applicant’s mark was adopted 

and is used to identify and distinguish a whitening and 

brightening agent used as an ingredient in a detergent. If the 
application is amended so to identify the goods, the registra- 
tion should issue.’’ 

The inconsistencies in decisions during the transition period 
between the BoNDERMETIC case (1947) and the Winthrop-Stearns 
ruling (1955) is paralleled, to an extent, by inconsistencies in 
administrative Patent Office proceedings. It may be of interest 
to review some of these. 

File histories of ingredient marks registered in the Patent 
Office that were examined in this study, group themselves con- 
veniently into three main sections for discussion. There are (1) 
the typical early registrations; (2) registrations which indicated 
the subject of the registration as an ‘‘ingredient’’, and in which the 
trademark was later shown, in Sections 8 and 15 Affidavits, to be 
used in a manner different from that appearing on the specimen 
label originally submitted with the application; and (3) registra- 
tions granted under present Patent Office practice. 

(1) Some of the early registrations of trademarks now used 
for ingredients, were originally issued for articles of commerce 
on which they are no longer commonly seen. Typical of such 
registrations is the history of the trademark GaRpoL. 

The mark was originally registered by Colgate Palmolive Peet 
Company (No. 285,260) in 1931, for an ‘‘antiseptic and germicide 
for use as a mouth wash, gargle, deodorant, nasal spray or douche, 
and as a mitigant for offensive breath’’. The specimen label show- 
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ing actual use of the mark, submitted with the application, was a 
gaily colored box on which the word garpoL was displayed, and 
on the lower edge of each of the four faces of the box were the 
words: ‘‘Germicide’’, ‘“The antiseptic lotion’’, ‘‘ Antiseptic’’ and 
‘‘Gargle and Deodorant’’. It is possible that carpot is still sold 
separately as a gargle, germicide or antiseptic, but today we are 
more familiar with the product as an ingredient because of the 
familiar slogans that advertise ‘‘Only coteate Dental Cream with 
miracle anti-enzyme ingredient Garpou has the clinical proof”’’. 

Another of the early registrations was perstop (No. 309,996) 
issued in 1934 to Feminine Products, Inc., for a ‘‘liquid deo- 
dorant’’. The attractive little black and gold specimen label sub- 
mitted with the application said ‘‘persrop, Antiperspirant’’. The 
registration was renewed in 1954 by Carter Products, Inc., and 
it is their advertising of the name as an ingredient that makes 
the term so familiar—‘‘Only arrip contains PERSTOP’’. 

(2) In the second group of cases the ingredient itself was 


specifically indicated, as an ingredient, and as a separate article 


of commerce, in the application for registration. 


VIRATOL (Registration No. 503,534, issued in 1948 to the Chese- 
brough Manufacturing Company) is typical of this group. The 
original labels submitted showed these words: 

VIRATOL 
Trademark 
Chesebrough 


and the registration was issued for an ‘‘emulsifiable compound 
of oils and waxes used as an ingredient in hair preparations and 
for hair dressings and hair tonics’’. 

This application for registration indicates, of course, that 
the emulsifiable compound of oils and waxes, later to be used as 
an ingredient in hair preparations, had been transported in inter- 
state commerce. The registration of the mark was granted on 
the allegation that such interstate commerce of the compound, 
by itself, and not in conjunction with any other product, had 
taken place. However, five years later the label to substantiate 
continued use of the mark on this product (i.e., the label that 
accompanied the affidavit submitted in accordance with Sections 8 
and 15) showed: 
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VASELINE 
CREAM 
Hair Tonic 
contains VIRATOL* with Lanolin 
*This special compound gives lustre 


Apparently this label showing use of the emulsion already wmcor- 
porated in the ultimate product was considered sufficient to show 
continued use in commerce of the ingredient emulsion by itself, 
for which the registration was originally issued. 

Similarly, the application for registration of the trademark 
FOLISAN indicates that the goods upon which the mark was used 
was a ‘‘preparation for shampoo, enhancing the soil removing 
properties of soap, having water softening properties prevent- 
ing the formation of soap curds in hard water, and increasing 
the foaming properties of soap’’. The specimen label that accom- 
panied the application said merely rotisan. The label which was 
submitted five years later (in connection with the affidavit under 
Sections 8 and 15 of the 1946 Act) showed the following: ‘‘KREML 
shampoo with routisan’’ and ‘‘Only KRemL shampoo contains 
FOLISAN. This remarkable ingredient enables KREML shampoo to 
provide a richer creamier lather, ete.’’ 


(3) In the third group of registrations, the labels submitted 
with the applications were those with which the public is familiar. 
It was not indicated that the ingredient was ever sold by itself 
as a separate article of commerce, but instead, the specimen labels 
submitted with the applications for registration designated the 
trademarked ingredient as part of another article of commerce. 

One of the earliest of such ingredient applications to be 
successfully prosecuted concerned the trademark PHENYLLIUM 
(No. 561,850, issued in 1952 to The Kendall Company). The 
specimen label submitted with the application said: 


BLUE JAY 
New Medical Discovery 
contains PHENYLLIUM* 


*The Kendall Company brand of Phenoxyethanoie Acid 


The registration was refused in May 1950, the Examiner ruling 
that 
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‘‘the term PHENYLLIUM performs no trademark function, it 
merely identifies an ingredient used in callus plasters that 
is apparently not sold apart from the callus plasters’’. 

The attorney for Kendall responded, citing the BoNDERMETIC case, 
and in November of 1951, the Examiner, relying upon the rium 
case, again rejected the application, holding that the BonpERMETIC 
case referred to separable units, and not to ingredients : 

‘Applicant is selling a chemical compound that contains 

‘PHENYLLIUM’ as an ingredient in solution and thoroughly 

mixed into the compound.”’ 

Early in 1952 the attorney wrote that he and the Chief of Trade- 
mark Operations had discussed the mrum and BONDERMETIC deci- 
sions, and that the Chief had agreed that the pHENYLLIUM case 
was closer to the issues involved in the BonDERMETIC decision than 
those in the rrtum case. The attorney argued, to substantiate this 
opinion, that 

‘‘the cartons on file in the present application clearly show 

that PHENYLLIUM is used as a trademark because asterisks 

are used to key the mark pHENYLLIUM with the notation ‘The 

Kendall Company brand of Phenoxyethanoic acid’’ 
and that therefore the use was not ‘‘generic’’, as was tue holding 
in the rrrum case, but was a true trademark use. 

The marked change in Patent Office viewpoint over the years 
is readily seen by a comparison of the long drawn-out hard-fought 
prosecution of the pHENYLLIUM application with the thin unevent- 
ful file history of the subsequent application for registration of the 
trademark V-7, by Bristol-Myers (No. 595,310). The application 
sought registration of the mark for ‘‘polyglycol in a hair tonic’’. 
The Examiner suggested that the words ‘‘for use’’ be inserted 
between ‘‘polyglycol’’ and ‘‘in’’, but made no other objection 
to the application, and approved it with only this minor amend- 
ment, although the specimen label substantiating trademark use 
was a box bearing only the words ‘‘vrrauis with V-7’’! 

It is true that present Patent Office policy, in recognizing in- 
gredient marks as valid trademarks, is in step with modern com- 
mercial practice. This kind of progress, in which the law keeps up 
with what is actually happening in the market place, eliminating 
the necessity for subterfuge and round-about methods, is commend- 
able. Yet there seems to be an ethical question involved in the use 
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and advertising of these trademarks which should also be con- 
sidered. If a manufacturer states that his product is the only 
product that contains XY-93, and XY-93 is merely his own coined 
symbol for a familiar chemical, freely usable by all, is this not 
misleading? If the symbol XY-93, designating merely an ingredi- 
ent, for example table salt, acquires the status of a trademark, with 
exclusive ownership, is it legitimate for an advertiser to claim that 
only his product contains XY-93? Another manufacturer cannot 
call his ingredient XY-93, it is true, but if the ingredient is the 
same, isn’t the statement ‘‘Only par contains XY-93’’ misleading 
and deceptive? Is it not the obvious implication that only the 
efficient and painstaking producers of par have had the wisdom to 
use this valuable ingredient, all competing products being deficient 
in this respect; whereas the fact is that perhaps many in the 
industry use the same ingredient and are fully justified in doing 
so? It would seem that the marking and advertising of an in- 
gredient should inform the public that the ingredient mark, XY-93, 
for instance, is the par brand of, say table salt. In line with the 
requirement spelled out in the pENATEN case, i.e., that valid trade- 
mark use requires that a mark refer to an ‘‘identified and identi- 
fiable’’ ingredient, many firms now follow this practice, and key 
their ingredient trademarks to such notes as the following: 

‘‘caPROKOL designates Sharpe and Dohme’s brand of 
hexylresorcinal’’ 

‘‘MERODICEIN (Hynson, Westcott and Dunning, Incorporated 
brand of diiodooxymercuriresorcinsulfonphthalein- 
sodium) ’’ 

‘‘wew MuM with M-3 . . (hexachlorophene)’’ 

‘‘PpHENYLLIUM, the Kendall Company brand of phenoxy- 
ethanoic acid’’ 

‘‘garDoL (sodium N-lauryl sarcosinate)’’ 

‘*WD-9—1Pana’s special type of sodium lauryl sulfate’’ 


It is entirely proper that ingredient marks be recognized as 
serving true trademark function, because in their own way they 
do actually distinguish and identify the products on which they are 
used. Mrs. Leeds, in her admirable book, ‘‘The New Trade-Mark 
Manual’’*, explains that the functions of a trademark are three- 
fold: ‘‘the function of origin, the guaranty function, and the 


* Published under the name of Daphne Robert, by The Bureau of National Affairs, 1947, 
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function of advertising and selling’’, and she states that ‘‘ Perhaps 
one of the most important functions of the trademark in modern 
business is to create and perpetuate a market through use of the 
mark in advertising’’. Undoubtedly the purchaser who has become 
enamored of sotium as a ‘‘brightener’’, GL-70 as a ‘‘bacteria 
fighter’’, stmoLite as a ‘‘floor wax fortifier’’, or WD-9 as an 
‘‘enzyme destroyer’’, will insist on the products that are desig- 
nated as containing these wonderful ingredients. 

From this standpoint, the ingredient mark is indeed a true 
trademark, and, to judge by its current advertising popularity it 
fulfills its trademark functions effectively. It is heartening to see 
that the Patent Office has kept in step with business practices and 
that it is present Patent Office policy to approve straightforward 
applications for registration as trademarks of the distinctive 
words and symbols that are nowadays so frequently applied to 
ingredients. 
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SWITZERLAND 


The following information on Swiss trademark law was sub- 
mitted by the firm EK. Blum & Co., Zurich.* 


Historical Background 


Federal regulations of trademarks in Switzerland date back 
to the year 1879, when the first federal trademark law was adopted 
by both legislative assemblies. 

Shortly afterwards, efforts to reach an understanding on the 
international field culminated in the signing of the Paris Con- 
vention for the Protection of Industrial Property, which bears 
the date of March 20th 1883. Switzerland has been a member of 
this Convention right from the outset. 

Partly as a result of this Convention, partly as a conse- 
quence of rapidly evolving economic conditions, the need was 
felt, very soon, for a revision of the law of 1879. Thus originated, 
on 26th September 1890, the new law on the protection of trade- 
marks. The most important features of the law of 1890 were, 
by comparison, the recognition of mere words and fancy names 
as trademarks and the protection of indications of origin. More- 
over, protection was extended to marks applied to agricultural 
products. The duration of protection was increased from 15 to 
20 years. Finally, as a feature peculiar to Swiss law, the law of 
1890 provided that a cancelled mark may not be validly deposited 
by a third party for the same products or merchandise until after 
the expiration of five years counting from the date of cancellation. 

Whereas the law of 1890 has remained in force until the 
present day, it underwent important changes as a result of both 
economic development and international conventions. It is no 
exaggeration to say that the latter have greatly contributed to 
modify the Swiss national law on trademarks so as to adapt it 
to modern concepts. 

Some of the most important changes introduced on the basis 
of international ‘‘legislation’’ will be commented on further below. 


* Mr. Eugen E. Blum and his son Dr. Rudolf E. Blum head the firm of E. Blum & Co. 
in Zurich which handles trademark, patent and design patent matters. Mr. Eugen E. 
Blum is Permanent Secretary of the International Federation of Patent Attorneys 
and is the co-author of books on the Swiss patent law and has written articles on 
the A.I.P.P.I. of which he is General Secretary. Dr. Rudolf E. Blum is Assistant to 
the General Secretary of the A.I.P.P.I. and the author of various publications on 
industrial property. 
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Switzerland is also a member of the Madrid Arrangement 
of April 14, 1891 in its final text adopted in London on June 2nd 
1934 which provides for international registration of trademarks. 
Under the said Arrangement, persons within the jurisdiction of 
each of the contracting countries may, in all the other countries, 
secure the protection of their trademarks registered in the country 
of origin by depositing the said marks at the International Bureau 
for the Protection of Industrial Property at Berne through the 
intermediary of the Administration of the country of origin. 


Eligibility for Registration 


It goes without saying that in order to be eligible for regis- 
tration on the Swiss Trademark Register, a trademark must not 
be offensive, immoral, descriptive, imitative of national emblems, 
a geographic term, a term in general use, and generally speak- 
ing, a term which might in any way be deceptive for the public. 

The practice of the Swiss Patent Office is rather strict. Asa 
recent instance of marks that are considered by the Office as 
possibly giving rise to error in the mind of the public, one might 
mention marks which contain the syllable -ny or -nyl. The Patent 
Office has taken the view (corroborated by a decision of our 
Federal Court) that unless such marks refer to products made of 
nylon, they are misleading. Names of firms may be registered 
although such names are considered to be entitled to full trade- 
mark protection without their being registered on the Trademark 
Register, if they are used as trademarks, i.e. applied to products 
and/or their packages and subject to their registration with the 
Registry of Commerce. Surnames may also be registered, alone 
or accompanied by pictorial elements. 


No Protection of Service Marks 


Service marks are not protected under Swiss trademark law. 
They are not even admitted for registration. 


Appeal 


A decision by the Patent Office refusing a mark for which 
registration has been sought may be referred to the Federal Court 
by way of an administrative appeal. 
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Registration of similar and identical Marks in Respect of 
similar and identical Goods 
No provision of Swiss trademark law provides for refusal of 
registration by the Office of trademarks similar to or even identical 
with prior registrations in respect of similar or identical goods. 


Procedure of Patent Office in Case of similar and identical Marks 


If the applicant’s trademark is found to be similar to prior 
registered marks, the Patent Office will inform the applicant of 
such prior registrations by means of a ‘‘confidential letter’’. It is 
to be noted, however, that the search made by the Patent Office 
is very incomplete, limited to registrations beginning with the 
first two letters of the applicant’s mark. 

This search system will bring identical marks to the notice 
of the applicant, but it fails to bring out very similar marks which 
have a different initial letter. Thus, the applicant’s mark being 
e.g. ACOFIL, the prior registration Lacorim will not be pointed out 
to him, although it is of course confusingly similar. The ‘‘con- 
fidential letter’’ does not therefore involve the responsibility of 
the Patent Office and should not be looked upon as conferring any 
degree of certainty that all conflicting marks are brought to the 
attention of the applicant. 

Having received a ‘‘confidential letter’’, it is then up to the 
applicant to decide whether to maintain, withdraw or modify his 
application. In case he does not answer the Examiner’s letter 
within the set time, the Patent Office assumes that the applicant 
intends to maintain the application and therefore proceeds with 
the registration at the applicant’s sole risk. 


No Opposition Procedure 


In the procedure before the Patent Office there is absolutely 
no possibility of opposition. Owners of prior registrations are 
not informed of applications that might be an infringement of 
their marks. 

Exclusive Role of Courts 

In the Swiss system, the only authority to decide’ whether a 
trademark is conflicting with prior registrations is a court of 
justice. In other words, the owner of a prior registration must 
bring an action in Court against the owner of the more recent 
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registration, if he feels that the latter is an infringement of his 


ights. 
— Use and Registration 


Swiss Trademark law considers use as the fundamental 
requisite of the right to a trademark. 

Coming into existence and maintenance of rights to a trade- 
mark are subject to use, except in one important instance which 
will be dealt with later. Paradoxically, this principle, though fun- 
damental, is not expressly embodied in the law. It is implied in 
Art. 5 which reads ‘‘until proof is brought to the contrary, the 
first registrant is supposed to be the person entitled to the full 
rights to the registered mark.’’ 

This provision has always been interpreted, both by legal 
literature and jurisprudence as meaning that registration only 
creates a legal presumption which falls if use prior to the date 
of registration is proved. In other words, he who proves to be the 
first user of a mark will win against any registrant of an identical 
or confusingly similar mark. 

Thus, use is fundamental and it may be said that use creates 
the right to a trademark, and is a condition for its maintenance 
and in the face of a registration supersedes the latter. 

This contention needs to be modified in one respect: there is 
one instance where the right to a trademark may come into exist- 
ence and be maintained independent of use, i.e. as an effect of 
mere registration. A trademark newly registered need not be used 
during three years following the date of registration. In other 
words, anyone may create valid rights to a mark by registration. 
However, use must be seriously intended and taken up within a 
period of three years. 

Similarly, if use is interrupted up to three consecutive years, 
such interruption shall not prejudice the rights to a mark. In the 
event of the initial period of non-use or the interruption being in 
excess of three consecutive years, the registrant lays himself open 
to a cancellation action which may be brought by any interested 
party and which will be successful, unless the owner is able to 
satisfy the Court as to his reasons for not using the mark. 


Defensive Marks 


This leads to the problem of defensive marks. If it is clear 
from the circumstances that a registrant has no intention what- 
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soever of using a mark, any interested person may ask for can- 
cellation even before the end of the above mentioned three years 
period. We should therefore qualify the above statement in the 
sense that registration and intention of use is needed to create 
valid rights to a trademark. 

In other words, defensive marks are not granted any pro- 
tection under Swiss trademark law. Use, or at least intention to 
use a registered mark is fundamental. This view has been con- 
stantly supported by decisions of our Federal Court. 


Defensive Lists of Goods 


Neither Swiss law nor the practice of the Federal Patent 
Office require the goods in respect of which trademark protection 
is sought to be limited. It is possible, consequently, to obtain 
registration for the whole range of goods. However, effective 
protection can only be claimed in respect of those goods for which 
the trademark is actually used and, in addition, of all goods 
which may not be considered totally different from the latter. 
Thus, registration may be obtained e.g. for pharmaceutical and 


dietetic food products. In case the trademark is only used in 
respect of pharmaceuticals the owner of the registration will not 
enjoy protection for dietetic food products, the latter being con- 
sidered totally different from pharmaceuticals. 


Use no Condition for Registration 


Whereas use is fundamental, no use has to be shown to 
obtain registration; nor is there any provision obliging the owner 
of a mark to prove the use thereof at any moment during the 
protection period. Lastly, there is no ex-officio cancellation of 
a mark on the ground that it is not used. 


Registration 


While only use is capable of creating fully valid rights to a 
trademark, registration also has its importance, although, as 
has been pointed out, registration alone (without at least intended 
use) may in no case create fully valid rights to a mark. How- 
ever, registration is of consequence in that it entails certain clearly 
defined effects in favor of the registrant. 

The first and most important consequence of registration is 
to create a refutable presumption in favor of the registrant. Until 
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proof to the contrary, the first registrant is supposed to be the 
person entitled to the rights to the mark. This places the regis- 
trant in a more favorable position in case of litigation. 

The second effect is to equip the naked right to a trademark 
existing by virtue of use with the arms to defend the right in Court. 
Article 4 of the Swiss trademark law provides that a trademark 
ean only claim judicial protection, if it has been duly deposited 
and registered on the trademark Register. 


Who may Register? 

The Swiss Trademark law considers the trademark to give 
evidence of the origin of goods in addition to its function to dis- 
tinguish goods of the same kind. 

It follows from this basic principle that whereas a trademark 
is supposed to establish a link between the goods and the manu- 
facturer or dealer thereof, a registrant must of necessity be a 
manufacturer, a producer or a merchant. In other words, trade- 
marks cannot be registered in the name of individuals or com- 
panies and bodies that are not directly engaged in industrial or 
commercial activity. Whether this legal requirement has been 
fulfilled is within the jurisdiction of the Patent Office, but also 
of the Courts in case of judicial contest. In Swiss law, this is a 
material, and not a formal condition. 

The circle of registrants has, however, been widened both 
by law and judicial practice. 


Collective Marks 


The law of 1890 carried already regulations of collective 
marks. However, the final regulations were embodied in the law 
in 1928. Collective marks are defined as marks owned by an 
association and which are destined to be used by its members. 

Thus, collective marks are not owned by the individual mem- 
bers of an association, but by the association as such, which in 
most cases, will not be engaged in actual business. 

The law, therefore, states expressly that associations, pro- 
vided they are a legal entity, may validly own marks even if they 
themselves do not engage in any activity in agriculture, manu- 
facture or trade. 
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Holding Societies 


In 1949, the Federal Court handed down a decision which 
recognized the right of holding companies to have trademarks 
validly registered in their name. There are different types of 
holding companies, none of them being directly involved in manu- 
facture or trade. However, certain holding companies exercise 
so direct a control on manufacturing companies whose activities 
they supervise and coordinate, that they may be likened to manu- 
facturing companies. The Swiss Federal Court has permitted 
this type of holding company to register trademarks validly, but 
companies whose only purpose is to hold shares of several enter- 
prises in a given branch (pure financial holdings) continue to be 
refused the right to register trademarks. 


Fundamental Principles 


One of the fundamental principles recurring in the trademark 
law of every civilized country is that no mark shall be valid if 


it is confusing. 

Swiss trademark law embodies this principle very strongly 
and the Court’s practice has upheld it unfailingly as absolutely 
fundamental. 

The law provides that to be valid a trademark must have 
distinctive features from prior registrations or used marks. On 
the other hand, Swiss law expressly permits valid registration of 
identical or similar marks provided that the goods to which the 
later mark is applied are totally different. If this condition is 
fulfilled, it is considered that there is no more risk of the public 
being confused as to the origin of the goods. 


The notion of wholly different goods has not been defined 
by the law. The task of defining it is left entirely to the Courts 
in every particular case which is brought before them. There are 
hardly any general rules. Every case has to be considered in the 
light of its special circumstances. However, in the event of the 
marks being very similar or even identical, the question of simi- 
larity of goods has to be considered more severely. Conversely, 
very similar goods or even identical goods will make the judge 
more exacting as to the distinctiveness of the respective marks. 
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Assignments 


The fact that it is not necessary under the Swiss trademark 
law, to register trade names on the Trademark Register and the 
concept that a trademark is supposed to indicate the origin of 
products, show the very close relation between the trademark and 
the business whose products it serves to distinguish. Consequently, 
it was held that the assignment of a trademark without the corre- 
sponding business would tend to deceive the public. Logically, the 
Swiss law provides that no valid assignment of trademarks is 
possible without the simultaneous transfer of the business. 

This principle, absolute in the law of 1890, was mitigated 
through a change of the law in 1939, which was to put Swiss law 
in harmony with Art. 6 quater of the Paris Convention, and 
Art. 9ter, par. 1 of the Madrid Arrangement. 

In accordance with Art. 6 quater of the Paris Convention, 
it shall be sufficient to establish validity of the assignment if the 
portion of the business or good will situated in Switzerland is 
transferred to the assignee, provided however that the use of the 
trademark thus assigned shall not deceive the public. 

Moreover, according to Art. 9ter, par. 1 of the Madrid 
Arrangement, the modified Swiss law provides that the assign- 
ment of a trademark shall be valid in case the assignment is 
made in respect of only part of the goods for which it was 
registered, provided, that the part of the business corresponding 
thereto be transferred simultaneously and that the goods in respect 
of which the assignment is made are totally different from those 
for which the mark remains registered. 


Institutional Marks 


Regulations of institutional marks date back to 1939. They 
were to put the Swiss Trademark law in line with Art. 5, lit.C, 
par. 3 introduced in the Paris Union Convention on June 2nd, 1934. 
This is another instance of the influence of international conven- 
tions on Swiss national laws. Switzerland went even a step further 
than Art. 5 mentioned above, by admitting registration not only 
in favor of co-owners of a mark, but in general, in favor of 
producers, manufacturers and traders closely linked economically. 

Where such close economic bonds exist, concurrent registra- 
tion of the same mark for identical or similar goods is valid, 
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provided that the use of such a mark does not result in confusion 
of the public and is not in any other respect contrary to the public 
interest. 

The law does not define the concept of close economic links. 
However, they may be considered sufficiently close in the follow- 
ing cases: 

(1) Concerns; firms under the administration of a holding 
company; manufacturing and distributing companies; parent 
eompanies. 

(2) Manufacturing or trading companies on the one hand 
and firms appointed as exclusive agents by the former on the 
other hand. 

There is no provision in the law governing the situation in 
the event that the close economic links are terminated. The ex- 
clusive rights to the trademark, following the general principles, 
will belong to the first user. However, what is to be decisive, the 
first use of the mark anywhere, or the first use of the mark in 
Switzerland? The question has never been decided by a Court. 
We think that in accordance with the modern concept of territori- 
ality, it may be said that the first use in Switzerland will be 
given preference, except in cases where trademark rights have 
been conferred by contract and shall explicitly or implicitly end 
with the termination of such contract. 


Licenses 


A situation of this kind has been dealt with by the Federal 
Court in connection with the problem of the validity of the trade- 
mark license. A Swiss agent of a German firm, entitled to use 
the latter’s mark by virtue of an agreement after termination of 
the same, alleged that through his sole use of the mark in Switzer- 
land, he had acquired exclusive rights to this mark in this country. 
The Federal Court dismissed his claim. It recognized the validity 
of the trademark license under certain conditions, and in the 
particular case, came to the conclusion that the licensee had no 
rights at all to the trademark as against the licensor, considering 
that he had been using it by contractual permission only. The 
Court held, on the contrary, that such use was effected in favor 
and to the sole benefit of the licensor. The licensor was conse- 
quently allowed to withdraw his contractual permission and to 
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entrust another firm with the agency for his products, together 
with the right to use his trademark. 

The Court expressly stated that in a case like this, it was not 
possible to disregard the contractual relations between the parties 
and to consider the problem only from the point of view of the 
first user of the mark in Switzerland. Incidentally it should be 
noted that, in this particular instance, the Federal Court applying 
the theory of territoriality, could have given preference to the 
Swiss firm. It did not, but protected the German firm’s exclusive 
rights. 

The Court pointed out the similarity existing between the 
trademark license and the license agreement, insofar as the licensee 
may not claim any rights of ownership against the licensor neither 
during the agreement nor upon its termination. 

In a later decision, the Federal Court went a step further 
declaring that the use of a mark even by a sub-licensee was to 
the advantage of the licensor to the exclusion of the sub-licensor 
and the sub-licensee. 

In a decision of 1953, the Court again recognized the validity 
of a trademark license. However, in every instance, the Court 
explicitly subjected the validity to the general requirement that 
such a license would not lead to confusion of the public. 


Famous Marks 


The tendency has been to increase the number of owners of 
one and the same mark both in respect of dissimilar as well as 
similar and identical goods (institutional marks). This trend 
clearly disfavors a certain category of trademark owners, i.e. 
owners of the so-called ‘‘Famous Marks’’ many of which are 
actually known all over the world. Efforts have been made to 
grant such marks special protection. Unfortunately, the Swiss 
Federal Court so far never had an opportunity of handing down 
a decision on this question. However, without a previous change 
of the law, which in its present state, expressly allows registra- 
tion of identical marks for totally different goods, it is hard to 
imagine how the Federal Court could construe the law such as 
to grant special protection of famous marks. 

However, the fact that Swiss trademark law yields no basis 
for special protection of famous marks does not mean that such 
















264 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


marks enjoy no special protection whatsoever in this country. 
Legal authorities express the opinion that special protection 
could be granted on the basis of the general provision assuring 
the integrity of the individual as well as under the law on unfair 
competition. 

This opinion has been embodied in a recent decision of impor- 
tance handed down by the Berne Court of Commerce in which 
the Court came to the conclusion that while the plaintiff’s mark 
could not be protected under the Swiss trademark law against an 
infringer who used the same mark for totally different goods, 
the use of the plaintiff’s mark by the defendant was neverthe- 
less an infringement of the former’s rights. The Court found 
that the plaintiff’s mark had been in constant use for so long a 
period and had become so well known both in Switzerland and 
abroad, that from a symbol originally meant to distinguish goods 
of the same kind, it had developed into a sign which bears direct 
and immediate reference to the person of the owner. Thus, the 
plaintiff’s trademark was felt to have acquired the status of an 
individual right and as such, was worthy of special protection, 
i.e. the protection granted in respect of individual rights. 


A Special Pitfall 


A peculiar feature of Swiss trademark practice is the right 
of any defendant in a cancellation suit to plead that the plaintiff’s 
own mark is an infringement of prior registrations. This right 
is the source of many unpleasant surprises in the course of law- 
suits. Many a plaintiff who thinks his position to be strong in 
the face of an infringer will suddenly have to cope with the 
counter-claim that his own mark infringes prior registrations 
which—and this is the worst—he had never heard of and by the 
owners of which he had never been disquieted. 

It is therefore of the utmost importance, before starting a 
lawsuit, to ascertain whether there are any prior registrations 
which might be held against the plaintiff’s own mark. 


If such prior registrations exist, and if they appear to be 
confusingly similar to the plaintiff’s mark, the basis for conduct- 
ing a successful lawsuit no longer exists, except if such prior 
registrations are no more in use or have never been in use. 





Vol. 46 T. M. R. SWITZERLAND 265 


The theory is that a trademark which is contrary to law is 
absolutely null. There is no reason to grant such a mark provi- 
sional protection. Public interest is considered to be implied 
and therefore anyone may invoke this nullity. Actually, in a 
series of decisions which have never been disavowed, the Federal 
Court considered that the defendant who shows the plaintiff’s 
mark to be an infringement of prior registrations, invokes the 
public interest in his defense, whatever the status of his own 
mark. 

The Federal Court holds that it would be immoral to grant 
the protection of the law to the plaintiff, even provisionally, if 
it is established that he is in pari delicto. This theory and prac- 
tice may seem harsh and unjust on the plaintiff considering in 
particular that he may have used his mark undisturbed for many 
years and that prior registrants may have had special reasons 
not to oppose registration and use of the plaintiff’s mark. Such 
considerations are, however, overruled by the abstract funda- 
mental principle of public interest. 

Terminating this short review of Swiss Trademark law, ref- 
erence might be made to a recent decision of our Federal Court 
in a matter in which institutional marks were implied. The plain- 
tiff was the Swiss Sunlight Co., only owner in Switzerland of the 
registration Lux in respect of soaps. The Lever Brothers Co. in 
New York uses the same trademark Lux on the soaps sold in the 
United States. Both companies belong to the Unilever Concern. 
A third party bought soaps from the Lever Brothers Co. in New 
York, imported them into Switzerland and sold them under the 
trademark tux. The Swiss Sunlight Co. brought an action against 
the said third party alleging infringement of its exclusive rights 
to the trademark Lux in Switzerland. The Federal Court, before 
which the matter was taken by way of appeal, decided in favor of 
the Swiss Sunlight Co., on the grounds that this company was 
the only owner of the trademark Lux in Switzerland and that, 
although a member of the Unilever Concern, it had the sole and 
exclusive right to use the trademark Lux in Switzerland, with 
respect to any third parties, but also against any members of 
the Unilever Concern so long as the latter could not avail them- 
selves of a Swiss registration of the trademark Lux. 


EE 
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PRINCIPLE UNDERLYING DEFENSIVE REGISTRATION 
By K. S. Shavaksha 


The following paper was read on March 11, 1955 before the Trade Marks Owners 
Association of India, Ltd. and carried in the Monthly Reports of the Trade Marks 
Patents and Designs Federation for July, 1955. It is reprinted here with the kind 
permission of the author and the Federation. 

Mr. Shavaksha, a former Registrar of Trademarks in Bombay, is practising law at 
the Bombay High Court Bar and the Supreme Court at New Delhi. He is the author 
of several law books, which include “The Trade Marks Act, 1940”.—ED. 


Defensive registration is dealt with in Section 38 of the Trade 
Marks Act, 1940. For the purposes of this address the relevant 
words in that section are as follows: 

‘*Where a trade mark consisting of any invented word has 
become so well-known as respects any goods in relation to 
which it is registered and has been used, that the use thereof 
in relation to other goods would be likely to be taken as in- 
dicating a connection in the course of trade between those 
goods and a person entitled to use the trade mark in relation 
to the first-mentioned goods, then, the trade 
mark may on application in the prescribed manner by such 
proprietor be registered in his name in respect of those other 
goods as a defensive trade mark 

It is to be noted that the section is restricted to invented 
words and is not applicable to marks other than invented words. 
It is also to be noted that even with regard to invented words 
there should be proof that the public would be confused as to the 
source of origin if the mark were used on the goods with regard 
to which defensive registration is sought. 

Two questions require to be considered—(1) whether the sec- 
tion should be extended to marks other than invented words and 
(2) whether certain marks, which have an international reputa- 
tion, should receive protection in respect of all goods irrespective 
of whether the user on certain goods would deceive purchasers as 
to the source of origin of such goods or not. 


A ease recently arose in Bombay which must give us all food 
for thought. The well-known Bombay confectioners, Bombelli, had 
apart from their name the device of a chef on their board out- 
side their shop. A person having no connection with Bombelli 
opened a laundering business and placed outside his shop an exact 
replica of the board outside Bombelli’s, the confectioners. An 
electrician was called to wire the premses of the laundering 





Vol.46T.M.R PRINCIPLE OF DEFENSIVE REGISTRATION 267 


business which he did and he sent the bill to Bombelli, the con- 
fectioners, who thereupon came to know for the first time of the 
wrongful user. 

To what extent could judicial imagination go in cases of this 
kind? If a Court of law were asked to decide in the absence of 
evidence of confusion whether a laundering business could be con- 
fused with a confectioner’s business, what would it decide? 

The system of defensive registration no doubt first came into 
existence in 1938 as a result of the recommendation made by the 
Goschen Committee but the principle underlying it has been one 
of general acceptance not only in countries like the United States 
of America and Canada but also in the United Kingdom and India. 
Defensive registration is only one way of giving effect to the prin- 
ciple that nobody should deceive the public if in fact that is the 
result of using a mark even on goods on which no one has previ- 
ously used that mark. 

Before there was any attempt to codify this principle of law, 
a number of passing-off actions had firmly established the prin- 
ciple underlying defensive registration. As stated in Kerly on 
Trade Marks, Seventh Edition at page 531, ‘‘the ground of the 
interference of the Court is, that the use of the defendant com- 
pany’s name, or its intended name, is calculated to deceive, and 
so to divert business from the plaintiff to the defendant, or to 
occasion a confusion between the two businesses.’’ As pointed 
out in the footnote, ‘‘under the word ‘property’ may well be in- 
cluded the trade reputation of the plaintiffs.’’ Many cases indeed 
have laid down this principle. 

This principle is embodied in Section 8 of the Trade Marks 
Act, which says that no trade mark shall be registered if it is 
likely to cause confusion or deception such as is disentitled to 
protection in a Court of Justice. It is obvious that if a person 
can be stopped from using a mark through the medium of a 
passing-off action then he would be disentitled to protection and 
thus have his application for registration refused. A good illus- 
tration of this is the Eno v. Dunn ease. As is well known, ENO’s 
FRUIT SALT is a trade mark for an aperient. Its reputation has 
been great. A Mr. Dunn applied to register a trade mark con- 
sisting of a label which contained the words DUNN’s FRUIT SALT 
BAKING POWDER in respect of baking powder. The application was 
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opposed by Eno and was ultimately refused by the House of 
Lords under the section corresponding to our Section 8 of the 
Trade Marks Act. Mr. Dunn, however, went on selling baking 
powder under the name of DUNN’s FRUIT SALT BAKING POWDER and 
he also put on the market a medicinal preparation in the form of 
tablets under the title of DUNN’s FRUIT SALT AND POTASH TABLETS 
Or DUNN’S FRUIT SALT AND CHLORATE OF POTASH TABLETS. Eno com- 
menced a passing-off action against Dunn & Co. and an injunc- 
tion was decreed against Dunn & Co. (10 R.P.C. 261). Obviously 
the goods were different and it mattered not whether the goods 
were of the same description or not. Mr. Justice Kekewich stated 
as follows: 
‘‘After all the question of the deception of the public not 
only comes in, but comes in as the one question which has to 
be decided. The Court will not interfere to prevent Mr. Dunn 
or any other trader imitating the trade mark, whether reg- 
istered or not, of another trader unless by so doing, the per- 
sons attacked, the Defendants, are likely to deceive the public. 
That is the essence of the Plaintiff’s complaint, that is the 
foundation of the relief granted.’’ 


Later on the learned Judge stated as follows: 


‘‘Apply them (i.e. the words Fruit saLtT) to an umbrella if 
you please, or apply them to a chemical preparation if you 
will, but you must not apply them so as to deceive.’’ 


This case is particularly interesting because FRUIT SALT are 
ordinary English descriptive words and yet the principle under- 
lying defensive registration was applied to them at the stage of 
the application for registration as well as in the passing-off action. 

In the United States the relevant part of Section 32 of the 
Trademark Act of 1946 is as follows: 

‘¢Any person who shall, in commerce, (a) use, without the 
consent of the registrant, any reproduction, counterfeit, copy 
or colorable imitation of any registered mark in connection 
with the sale, offering for sale, or advertising of any goods 
or services on or in connection with which such use is likely 
to cause confusion or mistake or to deceive purchasers as to 
the source of origin of such goods or services.’’ 


It will, therefore, be seen that it does not matter what the 
registered mark might be. If it is proved that the use of that 
mark, whether an invented word or not, on any goods whatsoever 
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deceives purchasers as to the source of origin of such goods, such 
use is an infringement. 


The question before the Goschen Committee was whether 
statutory rights could not be given to well-known marks in re- 
spect even of goods on which the marks were not used having 
regard to the fact that there would be confusion in respect of the 
source of origin if used by another on those goods. The Goschen 
Committee no doubt could well have adopted the method pre- 
vailing in the United States and other countries of giving such 
protection to well-known marks by extending the section relating 
to infringements. There is, however, one obvious objection to this 
mode of dealing with the problem. The whole purpose of an in- 
fringement action on a registered trade mark is to shorten liti- 
gation. If, however, the rights conferred on a registered pro- 
prietor are of such a nature that it would involve a deep scrutiny 
into the reputation of a mark, then the very purpose of the regis- 
tration of a mark would be defeated. Furthermore, it would also 
mean considerable expense to the litigants. No doubt it was some 
such consideration that weighed with the Goschen Committee lead- 


ing them to adopt another method of protecting well-known marks. 
It is worth while quoting some paragraphs from the Committee’s 
Report in order to appreciate both the principle underlying de- 
fensive registration as well as the reason why the Goschen Com- 
mittee restricted defensive registration to invented words. 


‘*73. Evidence was given us by several witnesses to the 
effect that there are a number of registered trade marks which 
are so well-known in connection with certain goods that the 
use of such marks in relation to other goods would be likely 
to cause confusion in the mind of the public, even though these 
goods may not be of a like description to those in connection 
with which the mark is already registered and used, and it 
was suggested that such a mark should be registrable by the 
proprietor as a general trade mark for all classes of goods, 
and should not be held invalid on the ground that the regis- 
trant had no intention to use the mark in respect of some 
goods and that he had not in fact so used it. 


‘*74. There was some difference of opinion as to the nature 
of the marks to which these suggested provisions should apply. 
It was generally agreed that the scheme should apply to in- 
vented words, and some witnesses suggested the inclusion of 
invented devices, some witnesses thought that surnames should 
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be excluded, others that, if any surnames were included, they 
should be only those on the Register at the date of any amend- 
ing Act. There was general agreement that ordinary words 
and geographical names should not be included. 

‘*76. We think that where a trade mark has become iden- 
tified with the proprietor to such an extent that the use of 
the mark by others on any goods is likely to create the im- 
pression that there may be some connection between the goods 
in question and the proprietor of the mark, it is reasonable 
and desirable that the proprietor should be able to obtain 
protection for the mark in classes in which he has no inten- 
tion of using it, and we suggest that for this purpose provision 
should be made for the registration of a form of trade mark 
to be called a ‘‘Defensive Trade Mark.’’ Having regard 
however to the exceptional nature of the privilege contem- 
plated by this proposal, we think that the registration of 
such marks should be restricted to invented words, as we 
are apprehensive as to the results that might follow from 
the registration of ordinary words, surnames or devices under 
these proposed provisions. We also suggest the imposition 
of several other conditions in connection with the registration 
of these marks as set out below.’’ 


It will be noted that it is expressly stated that there is no 
difference in principle between an invented word and other trade 
marks. That there is no such difference between an invented word 
and other trade marks is recognized by the learned Master of the 
Rolls in what is known as the Ferodo case (1945) 62 R.P.C. 111. 
In the course of his judgment the learned Master of the Rolls 
stated as follows at page 122: 


‘‘To take as another illustration a word which does not hap- 
pen to be an invented word (for the principle seems to me to 
be the same) ™ 


No doubt the reason why the Goschen Committee restricted 
defensive registration to invented words was because then it was 
in the nature of experimental legislation. Furthermore, they were 
not in charge of the drafting of the section and they were not 
aware of the interpretation which Tribunals would give to the 
contemplated section. Now, however, there are a number of de- 
cisions which have clarified the position as to the extent to which 
defensive registration should be allowed in respect of invented 
words and the principle of those decisions is equally applicable 
to all other trade marks. 
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Sixteen years have now elapsed since the passing of the United 
Kingdom Trade Marks Act of 1938. There can be no doubt that 
the commercial public feels that even with regard to invented words 
the provisions of Section 38 are somewhat narrow. In any ease, 
whether the provisions of the section are narrow or not, there is 
a growing feeling in the various countries of the world that the 
principle underlying defensive registration should be extended to 
other marks. The hesitation which was felt by the Goschen Com- 
mittee in 1938 would, I am sure, not be felt by them today, for in 
various parts of the world there is a strong inclination not only 
to protect invented words but also other well-known marks. 


Perhaps one of the reasons why some members of the com- 
mercial community feel nervous with regard to the extension of 
Section 38 to marks other than invented words is due to the fact 
that they are not quite conversant with the principles of law ap- 
plicable to defensive registration. They concede that as far as a 
novel design is concerned like the famous HIS MASTER’S VOICE OF 
PASSING SHOW Or JOHNNIE WALKER there should be the same kind 
of protection as is given to invented words. It may, however, be 
noted that apart from the provisions of the Trade Marks Act, 
such a novel design would also be protected for a certain number 
of years under the Copyright Act. Apart from that, however, most 
men would concede that a well-known and novel design should 
have as a trade mark the same protection as a well-known in- 
vented word. On the other hand, there are marks which would 
at the most, although well-known, be protected within narrow 
limits in respect of goods on which the marks are not used. For 
instance, if a device of an elephant is well-known even throughout 
the world in respect of hair oil and soap, it might be protected 
defensively in respect of other toilet articles. It would be impos- 
sible to protect that mark in respect of other goods if only 
for the reason that the public are well aware that a device of an 
elephant is used by different proprietors in respect of different 
goods. This illustration should allay the anxiety of those who are 
under the impression that the Trade Marks Registry would reg- 
ister defensively a mark like that in respect of goods other than 
toilet articles. Even with regard to other toilet articles, if the 
mark in fact has been used by other traders, then however well- 
known the elephant mark might be with regard to hair oil and 
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soap, it could not possibly be registered defensively in respect of 
any other toilet articles. As it has been often stated, each case 
depends on its own facts and it would be absurd to maintain that 
marks other than invented words and device marks could possibly 
have as wide a protection under Section 38 as well-known invented 
words and well-known novel device marks. 


The way in which some members of the commercial community 
express themselves is that they would be hard put to it to find a 
trade mark. This, it appears to me, if carefully considered, is 
a fallacy. One has to regard what actually occurs today in the 
Trade Marks Registry in respect of applications to register. 


We can consider only the case of an honest trader, who wants 
to adopt a mark which does not in any way conflict with another 
person’s mark. He first makes an application on a form for a 
search of the marks in the Trade Marks Registry and for a report 
as to whether any marks resemble the mark which he proposes 
to adopt. In such a case, of course, the Trade Marks Registry will 
most certainly look up the marks in relation to the goods on 
which the proposed mark is to be used. It is also the duty of the 
Trade Marks Registry to look at the marks used on goods of the 
same description as the goods on which the proposed mark is to 
be used. It has, however, to be noted that whether certain goods 
are goods of the same description depends very often on the 
evidence led by the parties before the Registrar. Without such 
evidence it is often very difficult, if not impossible, for the 
Registry to decide whether certain goods are or are not of the 
same description. We shall assume in the illustration given that 
the Trade Marks Registry reports that there is no mark which 
is similar to the proposed mark. The applicant, therefore, makes 
an application and in due course it is advertised in the Trade 
Marks Journal. Now it very often happens that in spite of the 
fact that the mark is passed for advertisement in the Journal, 
it is opposed not only on the ground that the mark is similar 
to another mark used on the same goods but also on the ground 
that it is similar to another mark used on goods of the same 
description. The question then is gone into at great length and 
a decision is arrived at one way or the other. Even if the appli- 
cant is successful, it is obvious that he has to contend with the 
argument that certain goods are goods of the same description. 
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Apart from that, under the provisions of Section 8, as already 
pointed out, it is not necessary that the goods should be goods 
of the same description. Even if they are not, it may well be 
that the use of the mark on the goods would cause confusion and 
deception disentitling the applicant to protection in a Court of 
Justice. If the Registrar finds that there is a likelihood of any 
kind of confusion, it is his duty to refuse the mark. I shall pres- 
ently give a number of illustrations from decided cases but I 
should like to state the point that is sought to be made. If defen- 
sive registration is extended to other marks, then the proprietors 
of well-known marks who are anxious to protect them as far as 
possible would make applications for defensive registration in re- 
spect of goods on which those well-known marks are not used. 
The Registrar would go into the facts and decide whether they 
are entitled to defensive registration and thus decide in anticipa- 
tion matters which would otherwise arise under Section 10(1) and 
Section 8 of the Trade Marks Act. The applicant who requests 
the Trade Marks Registry to make a search would be informed 
that the mark proposed by him or a very similar mark has been 
registered defensively for those very goods and an honest trader 
would immediately think of another mark. From this point of 
view, if defensive registration is extended to marks other than 
invented words, it would assist the honest trader. As far as my 
experience goes, I have never known of an honest trader adopting 
another person’s invented word as a trade mark and indeed it is 
difficult to assume that anybody having any sense of morality or 
honesty would do such a thing. It is usually the dishonest trader 
who takes bodily other people’s invented words as his trade marks. 
The persons who adopt such a mark undoubtedly do so with some 
purpose which cannot be considered wholly honest. However, as 
regards other word marks, it is possible to come to the conclusion 
that an honest trader adopts them without realising that he is not 
entitled to do so, and he has to face litigation. From his point of 
view the extension of defensive registration to other marks would 
be beneficial to him, for the Registry could be in a better position 
to make the desired report. 

In order to appreciate the position under the Act as it stands, 
we can take a number of illustrations from decided cases in order 
to illustrate just one fact that applications which have been ad- 
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vertised have been opposed on the ground that they conflict with 
marks used on goods either of the same description or on the 
ground that the facts bring the case within the purview of Sec- 


tion 8 of the Trade Marks Act. The facts to be taken into consid- 
eration under these two sections are the same as those to be 
considered under Section 38. 


In the Matter of A. C. Shreeve’s Trade Mark (1914) 31 R.P.C. 
24 the mark had been registered in respect of corsets and busks 
used in corsets. The same mark was registered by another person 
in respect of bandeaux for hats. Rectification proceedings were 
taken and it was held on the evidence that bandeaux for hats and 
corsets and busks used in corsets were goods of the same descrip- 
tion and accordingly the registration was expunged. It will appear 
from the judgment that the sections corresponding to Section 
10(1) and Section 8 of the Trade Marks Act were considered in 
the case. 

In the Matter of Gutta-Percha and Rubber Manufacturing 
Company (1909) 26 R.P.C. 428 there was an application to reg- 
ister a mark, which was advertised in the Journal. The applicant 
wanted to register a mark in respect of boots and shoes. The 
opponents successfully opposed the application on the ground that 
they were using a similar mark on India-rubber goods. It was 
held that as shoes were also made to a large extent of rubber, 
they would be considered India-rubber articles and, therefore, 
were goods of the same description. 

In the Matter of the Columbia Graphophone Co. Ltd. (1932) 
49 R.P.C. 483 there was a motion to rectify a mark which was 
registered for cinematograph films. The applicants for rectifica- 
tion contended that cinematograph films should not include means 
for the reproduction of sound. This case amply illustrates what 
would today be done under Section 38 of the Trade Marks Act, 
for there is hardly any film which is not accompanied by means 
for the reproduction of sound. It would be difficult now to sepa- 
rate a film from the means for the reproduction of sound. 

In the Matter of an Application by J. Brown & Co. Ltd. (1921) 
38 R.P.C. 15 the applicants applied for the registration of a 
mark in respect of chemical substances used for agricultural, hor- 
ticultural, veterinary and scientific purposes. This application 
was opposed by the opponents who used a similar mark in respect 
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of medicines for human use and it was held that the goods were 
of the same description. 

In the Matter of an Application by Egg Products Ltd. (1922) 
39 R.P.C. 155 the application was for a mark in respect of dried 
eggs. This was advertised in the Trade Marks Journal and op- 
posed on the ground that a similar mark was being used for eus- 
tard powders, blanc mange powders, baking powders and egg 
powders. It was held that dried eggs and egg powders were goods 
of the same description and the application was, therefore, refused. 
In fact in this ease the evidence was led that there was actual 
confusion. Such evidence would, of course, bring the case under 
the provisions of Section 38 of the Act except that defensive 
registration cannot be in respect of marks on Part B Register. 

In the Matter of Applications by Ernest Marshall (1943) 
60 R.P.C. 147 an application was made for the registration of a 
mark in respect of semi-liquid food preparations of honey and 
malt. These goods were held to be goods of the same description 
as edible fat emulsions. 

In the Matter of The Australian Wine Importers’ Trade Mark 
(1889) 6 R.P.C. 311 an application was made to register a mark 
in respect of wines and it was held in opposition proceedings that 
wines and spirits were goods of the same description or, at any 
rate, so near the line that registration should not be allowed. 
In other words, the provision of both Section 10(1) and Section 8 
were applied to the case. The mark was a device mark. 

In the Matter of an Application of The Compagnie Industrielle 
Des Petroles (1907) 24 R.P.C. 585 an application was made in 
respect of spirit for motive power. These goods were held to be 
of the same description as lubricating oils and it was also held 
that under the provisions of Section 8 the mark was calculated 
to deceive. 

The next case is indeed a good illustration of the point under 
consideration. It is reported in (1927) 44 R.P.C. 335. NuJoL as 
everybody knows, is a very well-known mark for medicinal and 
curative preparations for human use. The applicants applied for 
the word nvvot in respect of illuminating, heating and lubricating 
oils. It was held on the evidence that the case fell under the 
provisions of Section 8 and did not fall under the provisions of 
Section 10(1) and, therefore, the applicants’ mark was refused. 
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The enquiry that was made in this case is exactly the enquiry 
which would be made under Section 38 of the Trade Marks Act. 

In the Matter of Turney and Sons’ Trade Mark (1894) 11 
R.P.C. 37 the mark had been registered for beer. A similar mark 
was sought to be registered for rum. The application was refused 
on the ground that whether beer and rum are or are not goods of 
the same description, there was such a probability of deception 
that the Court ought not to say that the mark must be registered. 
Here again clearly the case fell as much under the provisions of 
Section 8 as under the provisions of Section 10(1). 

There are many other cases in which the question was gone 
into as to whether the goods were of the same description or not 
or whether notwithstanding the fact that the goods were not of 
the same description there was a likelihood of confusion. In many 
cases it was held that there was no likelihood of confusion whereas 
in many cases it was held that there was a likelihood of confusion. 
If, however, an opportunity had been given to the registered 
proprietors to register trade marks defensively and they had 
taken that opportunity, many of the applicants would have been 
saved litigation and considerable expense and trouble. 

If, therefore, the practical side of the working of defensive 
registration is look at, there indeed should not be any anxiety on 
the part of the commercial community that there will be an abuse 
of the provisions of Section 38 of the Trade Marks Act or that 
if properly applied it will in any way inconvenience honest traders. 

The principle of defensive registration is based upon the 
ground that the public should be protected from confusion or 
deception. To the extent to which this principle is applicable, 
the wording of Section 38 appears to be appropriate. 

Although the wording of Section 38 would be in accordance 
with the common law even if it were to give defensive protection 
to other marks also, that wording, it has been felt, is not sufficient 
to protect well-known trade marks from being used by other 
persons. Endeavours have been made on the continent to have 
some special provisions for what they call ‘‘ Notorious Marks’’, i.e., 
marks which are well-known throughout the world. The view has 
been expressed that nobody except the true proprietor should be 
allowed to use the mark on any goods whether such user has the 
effect of confusing the public or not. This is not based on any 
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common law principle but on the principle of morality. For in- 
stance, the device known as HIS MASTER’S VOICE might be used on 
cigarette lighters and it may be held that notwithstanding the 
great reputation attached to that mark, the public are not likely 
to be confused. It cannot be denied that there is something repug- 
nant in another trader taking bodily a well-known mark used on 
other goods. Such a person takes the trade mark because it is 
well-known to the public and if applied to his goods will not 
require the same amount of advertisement as an unknown mark. 
To that extent he benefits from the use of such a mark but at the 
same time the public is neither confused nor deceived with regard 
to the source of origin of those goods. The true proprietor under 
such circumstances is helpless. 

As far as the true proprietor is concerned, he certainly does 
not like to see his well-known mark used by other persons on other 
goods. It has also to be conceded that there is no reason why 
a trader should use such a well-known mark for the purposes of 
his trade. Except for the fact that the laws are not sufficiently 
ample to prevent such user, there is nothing which can be said 
in favour of such a trader. I can quite appreciate that the pro- 
prietors of the JoHNNIE WALKER device would not like that device 
to be used on dhotis or any other goods. In the Trade Marks 
Registry the user of passtnc sHow on hosiery and PLAYERS PLEASE 
on coffee by other persons has been opposed by the true pro- 
prietors. There can be no doubt that they have a feeling of 
repugnance at the very thought that their trade marks should be 
bodily taken by other traders even though they may be in respect 
of goods which cannot possibly be confused with their goods. 

In my opinion, it is only fair that by some provision of law 
a discretion should be conferred on the Registrar to refuse marks 
on the ground that it is against commercial morality to use such 
well-known marks on goods which are not those of the proprietors 
of the marks. Perhaps an agreement embodied in the International 
Convention that such marks should not be registered in respect 
of any goods other than the goods of the true proprietor may 
confer the proper discretionary power upon the Tribunal under 
the Trade Marks Act. It may also be done in some other way. 


I may be allowed to repeat that the principle underlying de- 
fensive registration is no other than the principle of the common 
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The enquiry that was made in this case is exactly the enquiry 
which would be made under Section 38 of the Trade Marks Act. 

In the Matter of Turney and Sons’ Trade Mark (1894) 11 
R.P.C. 37 the mark had been registered for beer. A similar mark 
was sought to be registered for rum. The application was refused 
on the ground that whether beer and rum are or are not goods of 
the same description, there was such a probability of deception 
that the Court ought not to say that the mark must be registered. 
Here again clearly the case fell as much under the provisions of 
Section 8 as under the provisions of Section 10(1). 

There are many other cases in which the question was gone 
into as to whether the goods were of the same description or not 
or whether notwithstanding the fact that the goods were not of 
the same description there was a likelihood of confusion. In many 
cases it was held that there was no likelihood of confusion whereas 
in many cases it was held that there was a likelihood of confusion. 
If, however, an opportunity had been given to the registered 
proprietors to register trade marks defensively and they had 
taken that opportunity, many of the applicants would have been 
saved litigation and considerable expense and trouble. 


If, therefore, the practical side of the working of defensive 
registration is look at, there indeed should not be any anxiety on 
the part of the commercial community that there will be an abuse 
of the provisions of Section 38 of the Trade Marks Act or that 
if properly applied it will in any way inconvenience honest traders. 


The principle of defensive registration is based upon the 
ground that the public should be protected from confusion or 
deception. To the extent to which this principle is applicable, 
the wording of Section 38 appears to be appropriate. 

Although the wording of Section 38 would be in accordance 
with the common law even if it were to give defensive protection 
to other marks also, that wording, it has been felt, is not sufficient 
to protect well-known trade marks from being used by other 
persons. Endeavours have been made on the continent to have 
some special provisions for what they call ‘‘ Notorious Marks’”’, i.e., 
marks which are well-known throughout the world. The view has 
been expressed that nobody except the true proprietor should be 
allowed to use the mark on any goods whether such user has the 
effect of confusing the public or not. This is not based on any 
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common law principle but on the principle of morality. For in- 
stance, the device known as HIS MASTER’sS VOICE might be used on 
cigarette lighters and it may be held that notwithstanding the 
great reputation attached to that mark, the public are not likely 
to be confused. It cannot be denied that there is something repug- 
nant in another trader taking bodily a well-known mark used on 
other goods. Such a person takes the trade mark because it is 
well-known to the public and if applied to his goods will not 
require the same amount of advertisement as an unknown mark. 
To that extent he benefits from the use of such a mark but at the 
same time the public is neither confused nor deceived with regard 
to the source of origin of those goods. The true proprietor under 
such circumstances is helpless. 

As far as the true proprietor is concerned, he certainly does 
not like to see his well-known mark used by other persons on other 
goods. It has also to be conceded that there is no reason why 
a trader should use such a well-known mark for the purposes of 
his trade. Except for the fact that the laws are not sufficiently 
ample to prevent such user, there is nothing which can be said 
in favour of such a trader. I can quite appreciate that the pro- 
prietors of the JOoHNNIE WALKER device would not like that device 
to be used on dhotis or any other goods. In the Trade Marks 
Registry the user of passinc sHow on hosiery and PLAYERS PLEASE 
on coffee by other persons has been opposed by the true pro- 
prietors. There can be no doubt that they have a feeling of 
repugnance at the very thought that their trade marks should be 
bodily taken by other traders even though they may be in respect 
of goods which cannot possibly be confused with their goods. 

In my opinion, it is only fair that by some provision of law 
a discretion should be conferred on the Registrar to refuse marks 
on the ground that it is against commercial morality to use such 
well-known marks on goods which are not those of the proprietors 
of the marks. Perhaps an agreement embodied in the International 
Convention that such marks should not be registered in respect 
of any goods other than the goods of the true proprietor may 
confer the proper discretionary power upon the Tribunal under 
the Trade Marks Act. It may also be done in some other way. 

I may be allowed to repeat that the principle underlying de- 
fensive registration is no other than the principle of the common 
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law that a person is not entitled to use a mark on any goods so 
as to confuse or deceive the public. Apart, however, from this 
principle, it is desirable from the point of view of commercial 
morality that certain well-known marks should not be used by 
anyone except the true proprietors of those marks. Both these 
principles should be considered in the light of modern develop- 
ments and in the light of the true concept of a trade mark. Today 
the reputation of a business depends upon the goodwill of its 
trade mark or trade marks. In fact the trade marks often wholly 
constitute the goodwill of the business and the assignment of such 
trade marks to a different business makes no difference to the 
sale of the goods under those marks because the trade mark is 
looked upon as a guarantee of quality whoever may be the manu- 
facturer. It is in the light of the changed conditions that the 
commercial community should consider the ways and means for 
the protection of well-known marks. 

Defensive registration, like all other matters, in the Trade 
Marks Statutes, when looked at historically is a natural and logi- 
cal development of the law. The Trade Marks Act of 1875 gave 


statutory title to a mark and statutory sanction to the infringe- 
ment action, which was developed on the Chancery Side, and 
unknown at Common Law. 


In the course of time trade marks have become more and more 
important to traders and have become almost like any other vend- 
ible commodity. It is for this reason that assignments in gross 
of trade marks have received statutory recognition, thus altering 
the common law. That passing-off actions stand on a different 
footing from infringement actions has been recognized in the Act 
itself (Sec. 20(2)), but defensive registration in so far as the 
law is contained in Section 38 is a codification, within limits, of the 
passing-off action. It is limited to an invented word. As already 
pointed out it has always been recognized that the principle 
applicable to other marks is in no way different. Whatever may 
have been the anxiety felt in 1938, has not the time come, after 
sixteen years of experience, to consider whether it is not in the 
nature of a natural development of trade marks legislation that 
Section 38 should be extended to other marks also? Apart from 
the fact that this appears to be a logical extension of Section 38 
to other marks, would not such a provision actually assist the 
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commercial public in so far as it would eliminate a great deal of 
litigation? 

When well-known marks have been involved in passing-off 
actions, for the most part the plaintiffs have been successful but 
at enormous cost to both sides. The ENo’s FRUIT SALT cases, the 
KODAK CYCLE Case, HARROD’s case and other cases are examples of 
the amount of moneys that can be spent in such litigations. 


The whole purpose of this address is to ask you to consider 
the pros and cons of defensive registration in respect of marks 
other than invented words, but of course you and I must proceed 
on the footing that the Trade Marks Registry will properly apply 
the law to such marks. 

The infringement action was, if one may put it that way, an 
extension of the passing-off action. It was found that a defendant 
might well use the plaintiff’s mark without passing off his goods 
as those of the plaintiff. The Chancery Side took the view that 
whether it was a passing-off or not, it was wrong to adopt another 
man’s mark. This view has now prevailed for more than a hun- 
dred years, and there are cases in which it was held that the use 
of the mark was an infringement, although not amounting to pass- 
ing-off. 

I refer to this aspect of the matter merely to point out that 
if it is considered that very well-known marks of a novel nature 
should not be used by anyone whether there is passing-off or not, 
such a view has its counterpart in the infringement action, which 
was based, apart from the legal reasons given, on the view that 
it is repugnant to commonsense and morality that anyone should 
adopt another man’s mark and argue that there has not been 
passing-off. 

From the point of view of the proprietors of well-known marks 
is it or is it not repugnant to them that their marks should be 
cheapened in the eyes of the public by use upon other goods, par- 
ticularly if those goods are of an inferior quality. Let us take an 
extreme illustration. Suppose the soHNNIE WALKER label were 
to be used on urinals. Apart from any breach of copyright, what 
principle of trade marks law would come to the assistance of the 
whisky manufacturers? Apart from the feelings of the true pro- 
prietors. what would the man in the street think about it? Would 
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he not feel a sympathy for the true proprietor and would he not 
feel at the back of his mind that there was something wrong with 
our laws which allowed such a use? This might be an extreme 
ease illustrating how repugnant such a use of another man’s 
very well-known mark might be, but such user on other kinds of 
goods would also be objectionable although not to the same extent. 


To deny such marks to other traders is neither an embarrass- 
ment nor harassment to them. Nor does such denial hamper the 
development of trade or commerce. 


Apart therefore from traders who are either dishonest or 
without a proper sense of commercial morality or without any 
originality in selecting a mark, who could object to a law for- 
bidding the use of such well-known marks except by the true 
proprietors thereof? 


These are a few observations which are meant to interest you 
in two particular aspects of trade marks law. If they have had 
the effect of making you consider for yourselves how far defen- 
sive registration should be extended, it will have served my 


purpose. 
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COINING COMMON NAMES* 
By Austin M. Patterson** 


Common, or ‘‘trivial,’? names are a necessity in chemical 
nomenclature, for at least two reasons: first, when the structure 
is not known (as when a natural substance is isolated) or known 
only in part. Second, because systematic names are often too long 
for constant use, or they contain numerals or other symbols which 
are necessary to their meaning but confusing to laymen. We may 
recognize three classes of common names: scientific, proprietary, 
and non-proprietary or ‘‘generic.’’ Scientific short names are 
usually called trivial names. They arise in the course of labora- 
tory research and are very useful, especially if they name com- 
pounds having many derivatives. ‘‘Benzene’’ and ‘‘butyric acid’’ 
are examples of trivial names which have become a part of 
systematic nomenclature. 


Proprietary names are legion. They are coined at will by the 
persons interested and their use by the owners is protected by law 
under certain conditions. Many of them are registered trademarks 


and are distinguished by a capital initial, by the symbol ® after 
the name, or in some other way. 


The class of non-proprietary or ‘‘generic’’ names has arisen 
because a compound may have two to a dozen proprietary names 
and it is necessary for it to have also a good, short, nonproprietary 
name for general use. BARBITAL is a non-proprietary name for 
5,5-diethylbarbituric acid, known also by several proprietary names 
such as VERONAL and MALONAL. 


Scientific trivial names are commonly derived from the source 
of the compound (e.g., ‘‘carotene’’ from carota, carrot), which is 
an aid to memory. They cause little difficulty unless there are too 
many of them, when they become a burden on the memory. A 
number of hydrocarbon names such as hemimellitene and prehni- 
tene have recently been disapproved as no longer useful. 


In C&EN 31, 5117 (1953) we discussed ‘‘So-Called ‘Generic’ 
Names’’ in their relation to proprietary names. We are now con- 


* Reprinted by permission from Chemical and Engineering News, November 7, 1955. 

** Dr. Patterson, professor emeritus of chemistry at Antioch College, passed away on 
February 26, 1956; he was an authority on chemical nomenclature and contributed a 
monthly column on the subject to Chemical and Engineering News. 





282 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


cerned with the coining of both these types. There have been so 
many criticisms of particular coined names that an effort is being 
made to see whether helpful rules can be established for the guid- 
ance of persons wishing to form such names. For what they may 
be worth we submit our own suggestions, gathered from various 
sources: 

1. A name for common use should be fairly short; some set 
four syllables as the limit. It should also be easy to pronounce. 


2. Systematic names (i.e., forming part of a scientific system, 
whether trivial or not) may also, if suitable, serve as common 
non-proprietary names. Examples are ‘‘acetic acid’’ and ‘‘meth- 
anol.’’ Their meaning must not be changed. 

3. Coined names, however, should not resemble systematic 
names so closely as to lead to confusion. For example, it was 
originally proposed to call 5-ethyl-5-phenylbarbiturie acid ‘‘ pheny]- 
barbital’’; the coiner was persuaded to change the spelling to 
PHENOBARBITAL. 


4. The use of a chemical suffix is not objectionable provided 
it is used with its appropriate meaning, but not otherwise. BARBITAL 
was coined in imitation of vERonaL, but neither name is good be- 
cause the compound is not an aldehyde. CHLORDANE is not good 
because the compound is not saturated as the -ane suggests. (On 
this account it is also spelled cHLoRDAN.) 


5. More ingenuity might be used in devising suffixes that do 
not have a chemical meaning. Many such are waiting to be used, 
as -ac, -ad, -ec, -el, -em, -ip, -or, -ot, to name a few. 


6. Coining of unnecessary non-proprietary names should be 
avoided; if an acceptable name already exists it should be used. 


7. Some common names are abbreviations of systematic 
names, aS SULFATHIAZOLE (from 2-sulfanilamidothiazole). This 
practice does not seem objectionable where there is no danger of 
confusion with systematic terminology. However, some nomen- 
claturists would discourage all such abbreviations. 


8. If a compound can occur in the form of salts or the like 
it is best to apply a common name to the parent compound and 
indicate the salt separately; as, thiamine hydrochloride, suramin 
sodium. 
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9. It is considered desirable that non-proprietary names do 
not imply physiological, pathological or medical suggestions. 


10. Coining of new names liable to be confused with existing 
systematic or proprietary names, because of too close resemblance 
in spelling or pronunciation, should be avoided. 


The above are not ‘‘ten commandments’’ but merely represent 
our own present ideas. It would be well if nomenclatural, pharma- 
ceutical, and other agencies would cooperate in setting up some 
such standards and in trying to see that they are followed. It is 
understood that a committee is now working on this problem. 


TR — 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Ansteatie Opposition Proceedings 


An application to register the trademark soUTHERN CROss in 
respect of ‘‘Gas absorption refrigerators and electric refrigerators 
and parts thereof’’ was filed in the name of an Australian Com- 
pany, Southern Cross Refrigerating Co., on April 23, 1947. This 
application was opposed by another Australian Company, Too- 
woomba Foundry Pty. Ltd., who are the owners of the trademark 
SOUTHERN cross which had been registered in Australia in respect 
of (1) Manual and power well drilling and boring machinery; (2) 
milking machines; (3) engines and wind mills. In addition the 
opponent also owned registrations covering a trademark consisting 
of the letter ‘‘S’’ over a cross in respect of (1) wind mills, engines, 
well drilling, machinery, pumps, pumping machinery, pump rods, 
pump rod joints, crab winches, saw benches, motor pull-out 
winches, belt-driven or motor-driven pump heads; (2) all kinds of 
tubing and valve cocks and fittings for same (of metal); and (3) 
milking machines. The opponent established that it adopted the 
words SOUTHERN CRoss as a trademark in 1901 and had used the 
mark on an increasingly wide range of goods ever since. It was 
also established that the opponent had a great reputation with re- 
spect to the goods for which its mark had been registered and with 
respect to agricultural machinery in general. Evidence was submit- 
ted from traders and members of the general public alleging that 
they would assume that a refrigerator bearing the trademark 
SOUTHERN CROSS had been made by the opponent. The opposition 
was based on two grounds, namely: (a) that the applicant was 
disentitled to registration of souTHERN cross because the op- 
ponent had already registered the same mark in respect of the 
same goods or description of goods; and (b). apart from the op- 
ponent’s prior registrations the use of souTHERN cross by the appli- 
cant would be likely to deceive the public in view of the opponent’s 
use of SOUTHERN cross. On October 25, 1950 the Registrar of Trade 
Marks held that the goods covered by the opposed application were 
similar to the goods covered by the opponent’s registrations and 
decided in favor of the opponent on both of the above grounds. 

The applicant took an appeal to the Law Officer and at the 
outset the applicant indicated that it desired registration for 
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SOUTHERN Cross in respect of ‘‘Domestic refrigerators’’ only. The 
attention of the Law Officer was drawn to seven other Australian 
registrations for the words souTHERN Cross in the name of differ- 
ent parties in respect of various goods including pickles, paper, 
hosiery, wines, chemicals, galvanized iron and other metal prod- 
ucts, etc. The Law Officer overruled the Registrar and held that 
the limited specification of goods for which the applicant sought 
to register SOUTHERN cross are not similar to the goods for which 
the opponent had registered the mark. The Law Officer based 
this holding on the fact that domestic refrigerators would be sold 
in stores and through channels of trade different from those used 
for the opponent’s goods. Furthermore, after considering the 
evidence which had been submitted the Law Officer held that ‘‘ The 
risk of any person buying a domestic refrigerator bearing the 
trademark souTHERN cross thinking that he is buying the goods 
of the respondent is .. . so remote as to be negligible and to hold 
otherwise would be to extend the effect of the registration of the 
respondent’s trademark to a greater extent than is justified.’’ The 
Law Officer ordered that the Registrar proceed with the applica- 
tion for registration of souTHERN cross in respect of ‘‘ Domestic 
refrigerators’’. 

The opponent thereafter took an appeal to the High Court of 
Australia and Kitto, J. held that the Law Officer was correct in 
deciding that ‘‘ Domestic refrigerators’’ are not goods similar to 
those for which the opponent had registered souTHERN cross. How- 
ever, Kitto, J. decided that there was a probability of deception 
and that the use of souTHERN cross ‘‘on refrigerators produced by 
the respondent, whether station or domestic, would be very likely 
indeed to cause confusion amongst a substantial portion of the 
public.’ The judge pointed out that the onus is on the applicant 
to satisfy the Tribunal that there is no reasonable probability of 
confusion. It is sufficient if a number of persons will be caused to 
wonder whether two products come from the same source. The 
judge stated that the existence of the other seven registrations for 
SOUTHERN Cross could not affect his decision. 

Thereafter the applicant took a further appeal to the Full 
High Court from the decision of Kitto, J. The Full High Court 
reviewed all of the evidence and stated the issue as follows: ‘‘The 
question whether a particular mark is calculated to deceive or cause 
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confusion is not the same as the question whether the use of the 
mark will lead to passing-off. The mark must be held to offend... 
if it is likely to cause confusion or deception in the minds of per- 
sons to whom the mark is addressed, even if actual purchasers will 
not ultimately be deceived’’. The Full High Court held that the 
evidence established the probability of confusion and dismissed the 
appeal. 26 Official Journal of Patents, Trade Marks and Designs 
79. 
Italy 

Unfair Competition — Imitation of External Shape or Form 

Plaintiff was the first party in Italy to use a handle made of 
Bakelite for coffee-making machines. Defendants were companies 
which had thereafter also adopted Bakelite as the material for the 
handles of coffee-making machines, and had imitated the shape, 
color, form, ete. of plaintiff’s handles. The Supreme Court held 
that the external shape, color and appearance of products is pro- 
tectible against slavish imitation only when these elements are 
capable of ‘‘individualizing’’ the product to the trade, i.e., are 
fanciful and are an indication of the origin of the product. The 
Court rejected the thesis of the plaintiff that the external shape, 
color and form are protectible whenever a party is the first to 
adopt and use the same. The Court found in this case that the 
imitated elements were not capable of ‘‘individualizing’’ plaintiff’s 
products, and affirmed the lower Court’s judgment for defendants. 
(Supreme Court, March 21, 1954.) 

Utility Model Infringement and Unfair Competition 

Defendant was an exhibitor of goods infringing plaintiff’s 
utility model registration. Defendant appealed from Lower Court 
decision holding it liable for damages for the infringement. The 
Appeal Court, noting that the Civil Code establishes a presumption 
of bad faith in the case of acts which, if done in bad faith, con- 
stitute unfair competition, held that the same presumption does 
not apply to the recovery of damages for unfair competition, which 
recovery depends upon actual proof of bad faith. The Court held 
that in this case, defendant had no duty to investigate whether 
the goods infringed any private rights, and that the bad faith of 
the defendant for purposes of recovery of damages had not been 
proved. Judgment for defendant. (Court of Appeal of Milan, 
February 25, 1955.) 
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TRADEMARK INSTITUTE 


University of California 


On April 19, 20 and 21, 1956 a Trademark Symposium will be con- 
ducted by the School of Law of the University of California at Berkeley, 
California under the direction of Professor Adrian A. Kragen, co-sponsored 
by The United States Trademark Association. 

The speakers, many of whom have been active in USTA work for 
many years, will address the Trademark Institute on current topies in the 
trademark field, such as: 

The Lanham Act from the Government Agency Viewpoint, Daphne 

Leeds 
The Lanham Act from the Viewpoint of Private Industry, Kenneth 
Perry 

Protectibility of Trademark Values against False Competitive Adver- 

tising, Gilbert Weil 
The Advertising Agency’s Role in Selection and Use of Trademarks, 
Sigrid H. Pedersen 

Foreign Use of Trademarks and Trade Names, George H. von Gehr 

The Problem of Trademark Dilution and the Antidilution Statutes, 
Walter J. Derenberg 

The new Law of Unfair Competition: Stauffer v. Exley revisited, 
Henry Gifford Hardy 

Economies of the Law of Trademarks, Trade Names and Unfair 
Competition, Andreas G. Papandreou 

Counterfeit Trademarks—a Phase of Unfair Competition, Sherwood 
E. Silliman 

The Law and Generic Terms, William G. MacKay 

Tax Problems in the Trademark and Trade Name Field, Adrian A. 
Kragen 

The Right of Privacy in Relation to Trademarks and Trade Names, 
Herman Selvin 

Trial Procedures in Trademark and Unfair Competition Cases, James 
M. Naylor 

The Use of Public Opinion Polls, Surveys and Sampling as Evidence 

in Litigation, Reginald E. Caughey 


Registration fee, including Reception and Dinner at Spenger’s Fish 
Grotto, is $25.00. All reservations should be sent directly to: Department 
of Conferences and Special Activities, University Extension, University of 
California, Berkeley 4, California. 
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From May 28 to June 2, 1956 the Congress of the International 
Association for the Protection of Industrial Property will be held in 
Washington, D. C. The preliminary program for this meeting which for 
the first time will take place in the United States has just been made 
available and includes the following events: 
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MONDAY, MAY 28, 1956 
Meeting—AIPPI Executive Committee 
Formal Opening of the 27th Biennial 

Congress of the AIPPI 

TUESDAY, MAY 29, 1956 
First Session of The Congress 
Luncheon 


Second Session of The Congress 


Reception tendered for Cabinet Officers of 
United States Government, Ambassadors, 
Consuls and Members of AIPPI Congress 


Buffet Supper 


WEDNESDAY, MAY 30, 1956 
Third Session of The Congress 
Luncheon 


Fourth Session of The Congress 


Al Freseo Cocktail Party Tendered by 
National Council of Patent Law Associa- 
tions and Affiliated Bar Associations 


Buffet Supper 


THURSDAY, MAY 31, 1956 


Tour of U. S. Patent Office, Supreme Court, 
U. 8. Capitol and White House 


Boat Trip to Mt. Vernon, Virginia, 
birthplace of George Washington 
(Lunch aboard) 


Return to Washington via Alexandria, 
Pentagon Building and Arlington 
National Cemetery 


Concert of American Music by National 
Symphony Orchestra 


FRIDAY, JUNE 1, 1956 
Fifth Session of The Congress 
Luncheon 


Meeting of Drafting Committee 
Forma: Banquet and Ball 


SATURDAY, JUNE 2, 1956 
Meeting of Drafting Committee 
General Assembly and Closing Session of 
The Congress 


Meeting of the Newly Elected Executive 
Committee 


Continental Room* 
Grand Ballroom 


Grand Ballroom 


Burgundy Room and 
Continental Room 


Grand Ballroom 


National Art Gallery 
(6th St. and 
Constitution Ave., N.W.) 


Grand Ballroom 


Burgundy Room and 
Continental Room 


Grand Ballroom 


Shoreham Terrace 
(Shoreham Hotel) 


Grand Ballroom 


Washington & Vicinity 
(Departure from 
Sheraton Park Hotel) 


S.S. Mt. Vernon 
(Maine Ave. Dock) 


Grey Line Bus 


Constitution Hall 
(18th and Constitution 
Ave., N.W.) 


Grand Ballroom 


Burgundy Room and 
Continental Room 


Continental Room 
Grand Ballroom 


Continental Room 
Grand Ballroom 


Burgundy Room 


* All work sessions and other functions of the Congress will be held in the Sheraton Park 
Hotel unless otherwise indicated. 
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The registration fee is $10.00 and should be sent directly to: Mr. 
Francis C. Browne, Washington Congress of A.I.P.P.I., 1050 Munsey 
Building, Washington 4, D. C. Hotel accommodations can be made also 
through Mr. Browne. It is hoped that in view of the great interest in 
the purposes and aims of the A.I.P.P.I. it will be possible for many of our 
members and subscribers to attend this forthcoming Congress. 


INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 
PROPOSED BY W. H. O. 


Lists of names for 152 additional drugs moving in international 
commerce which are under consideration by the World Health Organiza- 
tion were carried in the following publications: Chronicle of the World 
Health Organization, vol. 10, No. 1, January 1956, pp. 26-35; Official 
Gazette (Trademark Section), Vol. 704, No. 1, March 6, 1956, pp. TM2- 
TM5; Patent and Trade Mark Review, Vol. 54, No. 5, February 1956, 
pp. 129-133). Reference is also made to the information published in 
The Trademark Reporter, February 1956, p. 178. 
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jh ane tsetse neediest 


LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Bahrein. 

The Bahrein, Patents, Designs and Trade Mark Regulation, 1955. (Patent and 
Trade Mark Review, v. 54, nos. 2-5, November 1955—February 1956, pp. 23-29, 
71-78, 105-111, 133-135). 

Cunningham, Ross M. 

Brand Loyalty—what, where, how much? (Harvard Business Review, v. 34, 
no. 1, January-February 1956, pp. 116-128). 

Report on study financed by the Sloan Research Fund of the School of 
Industrial Management of the Massachusetts Institute of Technology, “which 
management will want to take into account in its marketing and promotion strategy 
because of the new light they throw on... Brand Loyalty”. 

Day, Cameron 

How do you crack a wrapped-up Market? (Printers’ Ink, February 24, 1956, 
pp. 24-25). 

ALCOA thinks it has the answer in this colorful ad splurge. 

Diamond, Sidney A. 

Trademark—Copyright Confusion. (Advertising Agency Magazine, December 
23, 1955. Pp. 6. 

Greeley, Bill 

Outdoor Advertising hits new High. (Printers’ Ink, February 24, 1956, pp. 
38-40, 43-44). 

New Slogans add to P. I. Clearing House. (Printers’ Ink, February 24, 1956, 
pp. 75-76). 

Turkey. 

Trade Marks. Arrangement of Madrid for International Registration. (Patent 
and Trade Mark Review, v. 54, no. 5, February 1956, p. 143). 

Union of South Africa. 

New South African Law to control Monopolies. (Foreign Commerce Weekly, 
v. 55, no. 5, January 30, 1956, p. 12). 

United States Senate. 

Hearings before the Subcommittee on Patents, Trademarks and Copyrights of 
the Committee on the Judiciary, 84th Congress, lst Session, pursuant to S. Res. 92. 
October 10, 11 and 12, 1955. Washington, Gov’t. Printing Office, 1956. Pp. 361. 
United States Senate. 

Review of the American Patent System. Report of the Committee on the 
Judiciary, 84th Congress, 2nd Session, pursuant to 8S. Res. 92. Washington, Gov’t. 
Printing Office, 1956. Pp. 16. 

LEGAL NOTES 
Arond v. Grossman. 

Unfair Competition: Effect of Covenant not to Compete. (University of 
Florida Law Review, v. 8, no. 3, Fall 1955, pp. 351-354). 

Bernstein v. National Broadcasting Co. 

Torts—an unauthorized Television Broadcast based on Events of a Public 
Nature in Plaintiff’s past Life. The Right of Privacy. (Georgetown Law Journal, 
v. 44, no. 1, November 1955, pp. 159-163). 

Mastercrafters Clock ¢ Radio Co. v. Vacheron § Constantin-Le Coultre Watches, Inc. 

Unfair Competition—Copying of Clock Design. (Harvard Law Review, v. 69, 
no. 2, December 1955, pp. 392-394). 

Swift Company, In re. 

Trademarks—Polka Dot banding on the Label of a Can may constitute a 
Trademark Device. (Georgetown Law Journal, v. 44, no. 1, November 1955, 
pp. 163-166). 


———_—_—_ rrr —_—_--—————— ee eer 


* Copies of these articles and legal notes are available in the Association’s library. 
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WEBB’S CITY, INCORPORATED v. BELL BAKERIES, INC. 
No. 15472 — C.A. 5 — November 9, 1955 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Florida law requires more than establishment of secondary meaning and con- 
fusing similarity of names as applied to same goods for relief. Protection only 
granted where competitor so disguises his product or by promotion or otherwise 
leads casual buyer to purchase infringing article believing it to be the original. 
Customer confusion must be shown. So where plaintiff for 14 years sold bread as 
DANDY and acquired secondary meaning and defendant then sold bread in same 
city under mark DANDEE and plaintiff was unable to show sales damage or customer 
confusion and defendant introduced “certain evidence that no confusion would 
occur” a district court finding for defendant is affirmed. 


Action by Webb’s City, Incorporated v. Bell Bakeries, Inc. for unfair 
competition. Plaintiff appeals from judgment of District Court for 
Southern District of Florida for defendant. Affirmed. 

Wu §. Frevpinea, of St. Petersburg, Florida, for appellant. 

Baya M. Harrison, JRr., of St. Petersburg, Florida, for appellee. 

Before Hutcuesson, Chief Judge, and TuTTLE and Brown, Circuit Judges. 
TUTTLE, Circuit Judge. 


This appeal presents the question of whether, under Florida law, one 
whose unregistered trade name has acquired a distinctive meaning in the 
minds of the buying public is entitled to the exclusive use of that name, or 
whether he has a cause of action only where a competitor so names, pack- 
ages, or promotes his own product as to create a substantial likelihood of 
confusion between the two products in the mind of the ordinary purchaser. 


For fourteen years prior to the bringing of this action, Webb’s City, 
Inc., a large department store in St. Petersburg, Florida, sold its own bread 
to the public, under the trade name paNpy. Although the markings of the 
wrapper were changed from time to time, the trade name remained con- 
stant. Webb’s City spent thousands of dollars yearly in advertising its 
product, both over the radio and, at least three times weekly, in the news- 
papers. As a result of these promotional activities—the trial court found— 
the name DANDY, in reference to bread sold in the plaintiff’s store, acquired 
a distinctive, secondary meaning in the minds of the buying public of 
St. Petersburg. 


On October 18, 1953, the defendant for the first time offered DANDEE 
bread for sale in St. Petersburg, accompanying its introduction with ad- 
vertising and other promotional measures. For several months prior to this 
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time, the defendant had sold DANDEE bread in North Carolina, Michigan and 
Illinois. On October 26, 1953, Webb’s City brought suit in Florida state 
court for an injunction, alleging unfair competition, in the selling of 
DANDEE bread in St. Petersburg. Thereafter the defendant removed the 
ease to the District Court for the Southern District of Florida, on the 
ground of diversity. The case was there heard without a jury, and the 
trial court made findings of fact and conclusions of law, the former being 
substantially accepted and the latter challenged on this appeal. 


The trial court found that Danby bread is sold exclusively in the plain- 
tiff’s department store, while DANDEE bread is not offered for sale there. 
It also found that the wrappers are substantially different. DANDEE bread 
has thus far been packaged in a wrapper which has a yellow background, 
with the word DANDEE most prominent thereon, in red script, and ENRICHED 
BREAD in brown letters underneath. There also appears on the wrapper the 
representation of a sliced loaf of bread, in natural brown and white colors. 
DANDY bread has been sold in wrappers which apparently have always been 
similar in design, although different in color. The two wrappers which are 
attached to the record on appeal are respectively red, white and black, and 
orange, white and brown. In each the word DANpDy is written most prom- 
inently, in script, and the Tail of the “Y” in that word is continued under- 
neath the word so as to underline it with the word “Sliced” superimposed 
in another color across this part of the letter. Beneath this appear the 
words “White Enriched Bread” on one wrapper, and “White Bread” on 
the other, on a circular colored background. The name of the manufac- 
turer appears clearly on the wrappers of both DANDEE and DANDy bread. 


The trial court found that panpy bread sells for about 11 cents to 12% 
cents per 14-ounce loaf, while DANDEE bread retails for approximately 18 
cents per 15-ounce loaf. It also found that “(t]he defendant’s bread is said 
to be of better quality than that of the plaintiff.” The trial court further 
found that the plaintiff’s sales had actually increased since the introduction 
of DANDEE bread, compared with a like period of time before DANDEE bread 
appeared on the St. Petersburg market; that there was no showing of any 
actual damage, or any evidence of customer confusion between the two 
since DANDEE bread has appeared in St. Petersburg; and that “the defend- 
ant introduced certain evidence that no confusion would occur.” It ac- 
cordingly granted judgment for the defendant. 


The plaintiff argues that it is not required to show any actual instances 
of customer confusion in order to establish a right to injunctive relief here. 
It contends that to prove a cause of action, it has only to establish that 
the name DANDY has acquired a distinctive, secondary meaning in the minds 
of the buying public of St. Petersburg, and that there is a similarity be- 
tween DANDY and DANDEE. Under this theory, customer confusion is only 
an element of damage, and, for the purposes of securing injunctive relief 
in such a case, “injury will be presumed.” . 
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We cannot agree with this reasoning. Under the law of Florida, as 
under the common law of most states, customer confusion is the gist of 
the actionable wrong. The common law does not give anyone the exclu- 
sive use of a trade name, even where that name is distinctively associated 
by the public with his product. The prior user has a remedy in the Courts 
only where a competitor so disguises his product, by means of its name or 
package, or so promotes it, by any type or combination of advertising 
schemes, as to lead the casual buyer to purchase the imitation because he 
believes it to be the original. 


The appellant cites a number of cases where the element of customer 
confusion is little discussed. There is no conflict those authorities and the 
holding of the trial court below. The cases generally fall into two classes. 
In one, customer confusion is proved.’ In the other, the likelihood of con- 
fusion is so great that it is presumed, as a matter of law. Here the fact 
and the likelihood of customer confusion were not only not proved by the 
plaintiff ; they were disproved by the defendant. What the plaintiff would 
have us do here, therefore, is make a finding as a matter of law, contrary 
to what has already been found below, as a matter of fact. 


The cases on which the plaintiff relies do not set forth anything to 
support such a view of the law. Thus, in Quality Courts United, Inc. v. 
Jones, 59 So.2d 20, the Supreme Court of Florida affirmed a final decree 
enjoining the defendants from using any descriptive words, with regard 
to their motor court, which would cause any substantial portion of the 
public to believe that it was associated with the plaintiff Quality Courts 
United, Inc. It reversed an explanatory decree, entered after the final 
decree, which allowed the defendants to use the phrase “A Court with 
Quality,” provided that “quality” was in no way emphasized. In revers- 
ing the explanatory decree, the court said: 

“In this holding we do not mean to infer that plaintiff has ac- 
quired a copyright on the word ‘quality’ vesting it with the exclusive 
use of that term * * * [But] * * * When a motor court has become 
known by a distinctive slogan or emblem, other operators should not 


be permitted to appropriate it or any semblance of it that will con- 
fuse the public.” 59 So.2d 20, 29. 


In Florida Ventilated Awning Co. v. Dickson, 67 So.2d 215, the Su- 
preme Court of Florida affirmed a chancellor’s decree enjoining the de- 
fendants from using the plaintiff’s name or any other promotional feature 
that would convey the impression that there was any relationship between 
their product and the plaintiff’s. The defendants there had not only ap- 
propriated the plaintiff’s name, “but employed its catchwords, features, 
formats, checklists, phrases, and other indicia to advertise and place its 
product before the public.” 67 So.2d 215, 217. Under those circumstances, 


1. See, e.g., Pure Foods v. Minute Maid Corp. (5 Cir.) 214 F. 2d 792, 102 USPQ 271 
(44 TMR 1408). 
2. See, eg., Hl Modelo Cigar Mfg. Co. v. Gato, 7 So.2d 23. 
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it was clearly necessary to enjoin the defendants from using the plaintiff’s 
name any longer, in order to disassociate the two products which had there- 
tofore been confused in the public’s mind, and thus correct the mischief 
that had already been done.* 

In Sentco, Inc. v. McCulloh, 68 So.2d 577, there was deliberate imi- 
tation in the packaging of the defendant’s product, and in its promotional 
campaign. The Supreme Court of Florida held that the chancellor, having 
found facts showing this, could not conclude that there had been no con- 
fusion, when the only difference shown was the difference between the 
plaintiff’s trade name, VAP-O-LITE, and the defendant’s trade name, EXTERM- 
O-LITE. 

If plaintiff’s contention here, that customer confusion is irrelevant, is 
to be accepted, we must hold that any persons appropriating plaintiff’s 
name DANDY for their products must be enjoined therefrom, as converters 
of its good will to their own use. This contention was rejected in Creamette 
Co. v. Conlin (5 Cir.), 191 F.2d 108, 90 USPQ 160 (41 TMR 807), wherein 
was involved the plaintiff's macaroni CREAMETTES and the defendant’s 
CREAMETTE ice cream. This court affirmed a judgment for the defendant, 
saying that “[i]t is not shown that there has been any confusion as to 
the course of the products in question, nor was any evidence introduced 
to support the view that there was likely to be any such confusion.” 191 
F.2d 108, 111, 90 USPQ 160, 162. 


Although the products there were different and the products here are 
the same, the gravaimen of the tort in all cases is customer confusion, and 
this having been affirmatively disproved, there was no actionable wrong 
shown. The trial court was therefore correct in declining to grant injune- 
tive relief. 

The judgment is affirmed. 


COURTNEY v. GINSBURG 
No. 1006 — Pa. Ct. Com. Pleas, No. 7, Phila. Cty. — November 25, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Injunction granted to restrain defendant’s use of trade name PHILADELPHIA 

GAS AUTOMATIC HOT WATER HEATER CO. in connection with business of selling auto 

matic gas hot water heaters upon ground that such use lends itself readily to 

confusion with plaintiff’s trade name PHILADELPHIA GAS HEATING COMPANY to which 

a secondary meaning had been attached in connection with the installation of home 
heating equipment and hot water heaters. 


3. In Chappell v. Goltsman (5 Cir.), 197 F.2d 837, 94 USPQ 40 (41 TMR 129), this 
Court affirmed a judgment for the defendants in a case where both used the trade name 
BAMA, but the trial court had found that no substantial confusion had resulted. We ruled, 
however, “that, in the interest of making assurance doubly sure that no confusion resulting 
in injury to plaintiffs will occur from the use of the name BAMA, the judgment should be 
modified by adding a requirement that defendants strike from their labels, wherever 
it appears, and cease and desist from the use of, the word ‘Brand’.” 197 F.2d 837, 839, 
94 USPQ 40, 42. 
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Action by Charles H. Courtney v. Harry Ginsburg for unfair compe- 
tition. Decree for plaintiff. 


SLOANE, Judge. 

The complaint was filed June 13, 1955. In it plaintiff Charles H. 
Courtney avers that he trades as PHILADELPHIA GAS HOT WATER HEATING CO. 
and aS PHILADELPHIA GAS HEATING COMPANY, which names have been regis- 
tered under the Fictitious Names Act. For a number of years he has been 
engaged in the business of selling, distributing and installing hot water 
heating equipment and home heating equipment in Philadelphia and sur- 
rounding counties. During that period he has expended considerable effort 
and money in advertising and building up goodwill under the two trade 
names so that these have become so well known in the heating industry 
and among the public that they have acquired a secondary meaning. 

Defendant Harry Ginsburg has caused to be published in the Legal 
Intelligencer of June 10, 1955, notice of his intention to apply for a certifi- 
cate of registration of trade under the fictitious name of PHILADELPHIA GAS 
AUTOMATIC HOT WATER HEATER CO. with a place of business at 1236 North 
Forty-first Street, Philadelphia. Defendant’s proposed name is so similar 
to plaintiff’s fictitious name, PHILADELPHIA GAS HOT WATER HEATING CO., 
as to mislead the publie and persons who wish to do business with plaintiff. 

Plaintiff believes and avers that defendant has assumed the name PHILA- 
DELPHIA GAS AUTOMATIC HOT WATER HEATER Co. for the express purpose of 
capitalizing on the goodwill and business which has been built up by 
plaintiff and to mislead persons intentionally so as to cause them to believe 
they are doing business with plaintiff when they do business with defendant 
under his assumed name. The use of the name by defendant constitutes 
unfair competition and is an invasion of plaintiff’s rights. 

Plaintiff avers he is without adequate remedy at law and needs equitable 
relief as follows: 

(a) That defendant be enjoined preliminarily until hearing and per- 
petually thereafter from using the name PHILADELPHIA GAS AUTOMATIC HOT 
WATER HEATER CO. or any name so similar to those used by plaintiff as to 
be readily confused therewith. 

(b) That defendant be ordered to account to plaintiff as to all business 
transacted by him under the name PHILADELPHIA GAS AUTOMATIC HOT WATER 
HEATER CO. 

(ec) That defendant be ordered to pay such damages to plaintiff as 
shall appear due after the accounting. 

(d) That defendant pay plaintiff the costs incurred by him in this 
proceeding. 

(e) Such further relief as may appear proper. 

On June 15, 1955, plaintiff filed a rule to show cause why a prelimi- 
nary injunction should not issue and a hearing thereon was held June 27, 
1955. After hearing, Oliver, P. J., on June 29, 1955, entered a decree pre- 
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liminary enjoining defendant from using the name PHILADELPHIA GAS 
AUTOMATIC HOT WATER HEATER CO. or any combination in which PHILADEL- 
PHIA GAS are component parts, or inserting such names in the telephone 
directory ; and further enjoining him from representing that he is associ- 
ated or affiliated with or acting in any capacity under the authority of 
plaintiff, PHILADELPHIA GAS HOT WATER HEATING CO. 

Defendant’s answer, filed July 6, 1955, admits plaintiff is engaged in 
the business of selling and installing hot water heating equipment and 
heating equipment for homes, and that he has registered the names PHILA- 
DELPHIA GAS HOT WATER HEATING CO. and PHILADELPHIA GAS HEATING COM- 
PANY. He has no knowledge of the length of time plaintiff has been engaged 
in the business, and of the efforts or money expended or of the results there- 
from. He denies that the names under which plaintiff trades have acquired 
a secondary meaning. 

Defendant admits he applied for a certificate of registration of the 
fictitious name PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER Co. but 
denies it is similar to those used by plaintiff. He denies the assumption 
of said name is with any intent to mislead or to capitalize on plaintiff’s 
goodwill and business. 

Defendant asks dismissal of the complaint. 


FINDINGS oF Fact 


1 (a) Plaintiff Charles H. Courtney, has been engaged in the busi- 
ness of installing gas heating equipment for homes since December 1945. 

(b) On September 4, 1946, a fictitious name registration of PHILADEL- 
PHIA GAS HEATING COMPANY was granted by Common Pleas Court No. 4 to 
Charles H. Courtney, plaintiff herein, and to one Raymond H. Lewis. A 
similar certificate was granted by the Secretary of the Commonwealth 
on September 6, 1946. 

(ce) On October 23, 1951, Raymond H. Lewis withdrew from the busi- 
ness and the fictitious name registration of PHILADELPHIA GAS HEATING 
COMPANY. 

2 (a) Plaintiff has built up an extensive business under the fictitious 
trade name PHILADELPHIA GAS HEATING COMPANY, doing an annual gross 
business of approximately $500,000. 

(b) Expenditures of approximately $30,000 a year in various forms 
of advertising are made by plaintiff under the trade name PHILADELPHIA 
GAS HEATING COMPANY; this includes radio, television, telephone directory 
advertising, telephone solicitors and direct mail. 

(c) The name PHILADELPHIA GAS HEATING COMPANY has become widely 
known in the Philadelphia area in association with plaintiff’s business of 
installing home heating equipment. 

3. In addition to his principal business of home heating installations, 
plaintiff has also engaged in the business of installing domestic hot-water 
heaters to furnish hot water for the home; sales of such heaters have been 
about 300 per year, amounting in gross receipts to about $45,000 per year. 
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4 (a) On September 30, 1954, plaintiff registered the fictitious name 
PHILADELPHIA GAS HOT WATER HEATING CO. with the Prothonotary of Phila- 
delphia County and on October 1, 1954, with the Secretary of the Com- 
monwealth. 

(b) The purpose of said registration was to overcome an impression 
that plaintiff sold only warm air duct heating systems and to clarify that 
he also sold and installed systems which utilize hot water in radiators for 
home heating purposes. 


(ec) The name PHILADELPHIA GAS HOT WATER HEATING Co. has not ac- 
quired widespread circulation in connection with plaintiff’s business. 

5. Defendant Harry Ginsburg, on June 10, 1955, inserted an adver- 
tisement in The Legal Intelligencer of his intention to apply for a cer- 
tificate to do business under the fictitious name PHILADELPHIA GAS AUTO- 
MATIC HOT WATER HEATER CO., and subsequently obtained registration of 
the said name in the office of the Prothonotary of Philadelphia County and 
with the Secretary of the Commonwealth. 

6 (a) Defendant has not yet done any business under the fictitious 
name, PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO. 

(b) Defendant is employed as an appliance salesman by Korn’s Sup- 
ply Company of 4235 Lancaster Avenue, Philadelphia, selling refrigerators, 
washing machines, furniture, gas ranges and other appliances. 


(c) Defendant does not propose to engage in the home heating busi- 
ness but has registered the fictitious name PHILADELPHIA GAS AUTOMATIC 
HOT WATER HEATER CO. in order to sell automatic gas hot water heaters for 
furnishing domestic hot water. 


Discussion 


Plaintiff, who has been doing business since 1946 under the registered 
fictitious trade name, PHILADELPHIA GAS HEATING COMPANY, and since 1954 
under the name of PHILADELPHIA GAS HOT WATER HEATING Co., seeks to 
restrain defendant from doing business under a fictitious name registered 
by him in June 1955, PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO. 

Plaintiff’s principal trade has been in the installation of heating sys- 
tems to heat homes but he has had considerable business installing hot 
water heaters to furnish domestic hot water (about 300 such installations a 
year totalling approximately $45,000 in receipts out of a total business of 
$500,000). Defendant has not yet started or done any business (there is a 
temporary injunction in effect restraining him); the evidence is that he 
intends to sell hot water heaters and does not propose to engage in the home 
heating business. 

The questions in the case are two: (1) Have plaintiff’s trade names 
acquired a “secondary meaning”?; (2) is the name proposed to be used by 
defendant so deceptively similar to those of plaintiff as to be likely to mis- 
lead present or potential customers who may wish to deal with plaintiff? 
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Secondary meaning refers to the recognition of a trademark or trade 
name as identifying the product of a particular manufacturer or of a par- 
ticular individual or corporation. If such a secondary meaning is acquired 
the name will be protected from infringement even where the words them- 
selves would not ordinarily be capable of exclusive appropriation because 
they are geographical, descriptive or generic words. See Peters v. Machi- 
kas, 378 Pa. 52, 101 USPQ 502 (44 TMR 1156) ; Thomson-Porcelite Co. v. 
Harad, 356 Pa. 121, 73 USPQ 196 (37 TMR 362) ; Quaker State Oil Refin- 
ing Co. v. Steinberg, 325 Pa. 273; A. L. 1. Restatement of the Law of Torts 
§716. Such meaning can arise from long association of the name with the 
product, and from effective advertising. 

Plaintiff's two trade names are geographical and descriptive and as 
such are therefore incapable of exclusive appropriation unless they have 
acquired a secondary meaning. I find that the older one PHILADELPHIA GAS 
HEATING COMPANY, registered in 1947, has acquired secondary meaning and 
has come to refer to and be identified with plaintiff’s business as an installer 
of home heating systems. This conclusion was also reached in the case of 
Courtney, individually and trading as Philadelphia Gas Heating Com- 
pany v. Brown, indiv. and trad. as Philadelphia Gas Home Heating Com- 
pany and Philadelphia Gas House Heating Company, C. P. No. 4, Sep- 
tember term, 1953, No. 1993, where present plaintiff brought an action 
against another defendant. In that case defendant was restrained from 
using the names PHILADELPHIA GAS HOME HEATING COMPANY and PHILADEL- 
PHIA GAS HOUSE HEATING COMPANY on the ground that they were decep- 
tively similar to that used by plaintiff (which had acquired a secondary 
meaning) ; that such names would therefore tend to confuse the buying 
public. In that case, defendant was engaged in the business of installing 
home heating equipment, as is plaintiff. The court held that the names 
were deceptively similar and had been deliberately adopted because of the 
similarity, and that this constituted unfair competition. 

At the time the above case was decided, plaintiff had not yet registered 
the second of his two trade names, PHILADELPHIA GAS HOT WATER HEATING 
co. That was not registered until October 1954. In his testimony plain- 
tiff stated he added this registration to act as indication that he sold home 
heating systems, which utilize radiators containing hot water as well as 
warm air duct heating systems. Admittedly the name was not intended to 
act as indication, he sold hot water heaters for supplying the domestic hot 
water. Plaintiff does not particularly advertise the second registration and 
its use is altogether subordinate to his use of the older designation, PHILA- 
DELPHIA GAS HEATING COMPANY. The exhibits introduced by plaintiff showed 
his entire advertising emphasis to be directed toward exploiting the name, 
PHILADELPHIA GAS HEATING COMPANY. I find that the second of plaintiff’s 
trade names, PHILADELPHIA GAS HOT WATER HEATING Co. has not acquired 
a secondary meaning in connection with plaintiff’s business either as an 
installer of home heating systems or domestic hot water heaters. 
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There is as yet no question of actual unfair competition, the “passing 
off” of defendant’s goods or services as those of plaintiff. But a plaintiff 
whose trade name has acquired the requisite secondary meaning is entitled 
to protection even where no competition has yet arisen if the name chosen 
by the prospective competitor is likely to mislead. 

The question in this case comes to whether the trade name registered 
by defendant PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO., is de- 
ceptively similar to and an infringement upon plaintiff’s trade name, 
PHILADELPHIA GAS HEATING COMPANY, which has acquired a secondary 
meaning. 

Defendant is, of course, entitled to compete with plaintiff in the sale of 
domestic hot water heaters (or indeed in home heating, too) but he cannot 
use a name which “it is reasonably likely * * * will confuse and deceive 
the average prospective customer of plaintiff’s and the public generally.” 
Peters v. Machikas, 378 Pa. 52, 59, 101 USPQ 502, 504 (44 TMR 1156). 
In fact, defendant could not use a deceptively similar name upon a totally 
different product where a confusion of source is likely to arise. See, for 
example, Lady Esther v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 
where it was held that a cosmetic manufacturer was entitled to protection 
against use of the name by a shop selling ladies’ wearing apparel and 
costume jewelry. See Annotation in 148 A. L. R. 12. See also Potter v. 
Osgood, 79 Pa. Superior Ct. 397, where a second user of the name PITTs- 
BURGH DISTRIBUTING COMPANY, though in an altogether different business 
from the first, was enjoined because of the possible confusion in mail 
deliveries, banking, ete. See A. L. I. Restatement of the Law of Torts, §729. 

I find sufficient similarity of names in this case. It is true that the 
two names, PHILADELPHIA GAS HEATING COMPANY, and PHILADELPHIA GAS 
AUTOMATIC HOT WATER HEATER CO., begin to diverge after the first two words, 
PHILADELPHIA GAS. These two words cannot of themselves be exclusively 
appropriated by plaintiff ; they are geographic and descriptive, and further- 
more, it was shown there are other companies using these words, the best 
known one being the public utility which supplies the City of Philadelphia 
with its gas supply, Philadelphia Gas Works. Yet the similarity of plain- 
tiff’s and defendant’s trade names appears close enough to mislead persons 
who wish to trade with plaintiff into believing that defendant is or repre- 
sents the same company. While this case is different from the one in C. P. 4 
where that defendant added only the one word HOME or HousE to the trade 
name as used by plaintiff and actually used various means to try to make 
it appear that his and plaintiff’s businesses were the same, even here a 
prospective customer could easily be misled. 

Here, too, a customer for home heating could get the impression that 
defendant is in that business and associated with plaintiff. And a customer 
for a hot water heater who went to defendant on the strength of the name 
could well be doing so in the thought that he was dealing with plaintiff. 

There need not be word for word identity in the two names; if the 
second user’s name gives the same general impression as that of the first, 
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Secondary meaning refers to the recognition of a trademark or trade 
name as identifying the product of a particular manufacturer or of a par- 
ticular individual or corporation. If such a secondary meaning is acquired 
the name will be protected from infringement even where the words them- 
selves would not ordinarily be capable of exclusive appropriation because 
they are geographical, descriptive or generic words. See Peters v. Machi- 
kas, 378 Pa. 52, 101 USPQ 502 (44 TMR 1156) ; Thomson-Porcelite Co. v. 
Harad, 356 Pa. 121, 73 USPQ 196 (37 TMR 362) ; Quaker State Oil Refin- 
ing Co. v. Steinberg, 325 Pa. 273; A. L. 1. Restatement of the Law of Torts 
$716. Such meaning can arise from long association of the name with the 
product, and from effective advertising. 

Plaintiff's two trade names are geographical and descriptive and as 
such are therefore incapable of exclusive appropriation unless they have 
acquired a secondary meaning. I find that the older one PHILADELPHIA GAS 
HEATING COMPANY, registered in 1947, has acquired secondary meaning and 
has come to refer to and be identified with plaintiff’s business as an installer 
of home heating systems. This conclusion was also reached in the case of 
Courtney, individually and trading as Philadelphia Gas Heating Com- 
pany v. Brown, indiv. and trad. as Philadelphia Gas Home Heating Com- 
pany and Philadelphia Gas House Heating Company, C. P. No. 4, Sep- 
tember term, 1953, No. 1993, where present plaintiff brought an action 
against another defendant. In that case defendant was restrained from 
using the names PHILADELPHIA GAS HOME HEATING COMPANY and PHILADEL- 
PHIA GAS HOUSE HEATING COMPANY on the ground that they were decep- 
tively similar to that used by plaintiff (which had acquired a secondary 
meaning) ; that such names would therefore tend to confuse the buying 
public. In that case, defendant was engaged in the business of installing 
home heating equipment, as is plaintiff. The court held that the names 
were deceptively similar and had been deliberately adopted because of the 
similarity, and that this constituted unfair competition. 

At the time the above case was decided, plaintiff had not yet registered 
the second of his two trade names, PHILADELPHIA GAS HOT WATER HEATING 
co. That was not registered until October 1954. In his testimony plain- 
tiff stated he added this registration to act as indication that he sold home 
heating systems, which utilize radiators containing hot water as well as 
warm air duct heating systems. Admittedly the name was not intended to 
act as indication, he sold hot water heaters for supplying the domestic hot 
water. Plaintiff does not particularly advertise the second registration and 
its use is altogether subordinate to his use of the older designation, PHILA- 
DELPHIA GAS HEATING COMPANY. The exhibits introduced by plaintiff showed 
his entire advertising emphasis to be directed toward exploiting the name, 
PHILADELPHIA GAS HEATING COMPANY. I find that the second of plaintiff’s 
trade names, PHILADELPHIA GAS HOT WATER HEATING Co. has not acquired 
a secondary meaning in connection with plaintiff’s business either as an 
installer of home heating systems or domestic hot water heaters. 
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There is as yet no question of actual unfair competition, the “passing 
off’ of defendant’s goods or services as those of plaintiff. But a plaintiff 
whose trade name has acquired the requisite secondary meaning is entitled 
to protection even where no competition has yet arisen if the name chosen 
by the prospective competitor is likely to mislead. 

The question in this case comes to whether the trade name registered 
by defendant PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO., is de- 
ceptively similar to and an infringement upon plaintiff’s trade name, 
PHILADELPHIA GAS HEATING COMPANY, which has acquired a secondary 
meaning. 

Defendant is, of course, entitled to compete with plaintiff in the sale of 
domestic hot water heaters (or indeed in home heating, too) but he cannot 
use a name which “it is reasonably likely * * * will confuse and deceive 
the average prospective customer of plaintiff’s and the public generally.” 
Peters v. Machikas, 378 Pa. 52, 59, 101 USPQ 502, 504 (44 TMR 1156). 
In fact, defendant could not use a deceptively similar name upon a totally 
different product where a confusion of source is likely to arise. See, for 
example, Lady Esther v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 
where it was held that a cosmetic manufacturer was entitled to protection 
against use of the name by a shop selling ladies’ wearing apparel and 
costume jewelry. See Annotation in 148 A. L. R. 12. See also Potter v. 
Osgood, 79 Pa. Superior Ct. 397, where a second user of the name PITTs- 
BURGH DISTRIBUTING COMPANY, though in an altogether different business 
from the first, was enjoined because of the possible confusion in mail 
deliveries, banking, ete. See A. L. I. Restatement of the Law of Torts, §729. 

I find sufficient similarity of names in this case. It is true that the 
two names, PHILADELPHIA GAS HEATING COMPANY, and PHILADELPHIA GAS 
AUTOMATIC HOT WATER HEATER CO., begin to diverge after the first two words, 
PHILADELPHIA GAS. These two words cannot of themselves be exclusively 
appropriated by plaintiff ; they are geographic and descriptive, and further- 
more, it was shown there are other companies using these words, the best 
known one being the public utility which supplies the City of Philadelphia 
with its gas supply, Philadelphia Gas Works. Yet the similarity of plain- 
tiff’s and defendant’s trade names appears close enough to mislead persons 
who wish to trade with plaintiff into believing that defendant is or repre- 
sents the same company. While this case is different from the one in C. P. 4 
where that defendant added only the one word HOME or HOUSE to the trade 
name as used by plaintiff and actually used various means to try to make 
it appear that his and plaintiff’s businesses were the same, even here a 
prospective customer could easily be misled. 

Here, too, a customer for home heating could get the impression that 
defendant is in that business and associated with plaintiff. And a customer 
for a hot water heater who went to defendant on the strength of the name 
could well be doing so in the thought that he was dealing with plaintiff. 

There need not be word for word identity in the two names; if the 
second user’s name gives the same general impression as that of the first, 
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it can amount to infringement. It is the entire name, PHILADELPHIA GAS 
HEATING COMPANY, for which plaintiff is entitled to protection (assuming 
he has established secondary meaning for it), that is, protection for the 
impression it makes as an entity rather than protection for its component 
parts one by one. And it does seem that the name defendant has chosen, 
PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO., would lend itself 
readily to confusion with that of plaintiff. I find here such similarity as 
to constitute infringement. See Annotation in 150 A. L. R. 1067 et seq. 

Defendant, as a newcomer in the business, had a wide range of choice 
and could have stayed further away from plaintiff’s trade name than he 
did. For example, he could have chosen as a name AUTOMATIC GAS HOT 
WATER HEATER COMPANY OF PHILADELPHIA. See “Some Problems in choosing 
a Commercial Name’, 28 Temple L. Q. 123 (1954). Defendant ought to be 
restrained from use of his trade name at plaintiff’s suit. 


ConcLusions oF LAw 


1. Plaintiff’s trade name, PHILADELPHIA GAS HEATING COMPANY, regis- 
tered as a fictitious name by him in September 1946, has acquired a second- 
ary meaning as referring to the home heating installation business operated 
by him. 

2. Plaintiff’s trade name PHILADELPHIA GAS HOT WATER HEATING CO., 
registered by him as a fictitious name in October 1954, has not acquired a 
secondary meaning. 

3. Plaintiff is entitled to protection from infringement upon the name, 
PHILADELPHIA GAS HEATING COMPANY, by use of any name deceptively similar 
to it, and from unfair competition by use of a name which would tend to 
confuse the public or actual or potential customers of plaintiff by causing 
them to believe that defendant’s product or business is that of plaintiff. 

4. Defendant’s trade name, PHILADELPHIA GAS AUTOMATIC HOT WATER 
HEATER CO., does constitute an infringement upon the trade name of 
plaintiff, PHILADELPHIA GAS HEATING COMPANY, and the use thereof by 
defendant should be restrained. 

DEcREE NIsI 


And now, November 25, 1955, upon hearing and consideration of the 
above cause, it is ordered and decreed as follows: 

1. Defendant Harry Ginsburg is hereby enjoined and restrained from 
using the trade name PHILADELPHIA GAS AUTOMATIC HOT WATER HEATER CO., 
previously registered by him as a fictitious name with the Prothonotary 
of Philadelphia County and the Secretary of the Commonwealth of Pennsy!l- 
vania. 

2. Each party shall bear his own costs. 


The prothonotary is directed to enter this decree nisi and to notify the 
parties or their attorneys of record ; if no exceptions are filed within 20 days 
thereafter, the decree nisi shall be entered as the final decree, as of course. 


A aT 
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TIME INC. v. MOTOR PUBLICATIONS, INC. 





TIME, INCORPORATED v. MOTOR PUBLICATIONS, INC. 
No. 7024 — C. A. 4 — December 15, 1955 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 
Plaintiff, publisher of LIFE magazine, protesting inadequacy of injunctive 
restrictions imposed upon defendant’s use of title CAR LIFE for a monthly automotive 
magazine, appeals from grant of summary judgment in its favor contending that 
defendant should have been precluded from using in connection with said title 
CAR LIFE more than one of the three distinctive elements associated with plaintiff’s 
mark i. e. block letters, background rectangle and a red and white color combination. 

Judgment modified as requested. 

Action by Time, Incorporated v. Motor Publications, Inc. for trade- 
mark infringement and unfair competition. Plaintiff appeals from judg- 
ment for plaintiff of District Court for District Court of Maryland. 
Modified. 

Case below reported at 45 TMR 958. 

Harold R. Medina, Jr., of New York, N. Y. (William D. Macmillan and 
William A. Fisher, Jr., of Baltimore, Maryland, and Oliver C. Biddle, 
of New York, N. Y., on the brief) for appellant. 

Milton 8. DuBroff, of New York, N. Y. (Everett L. Buckmaster and Buck- 

master, White, Mindel & Clarke, of Baltimore, Maryland, and Martin 

M. Frank, of New York, N. Y., on the brief) for appellee. 


Before Soper and Dose, Circuit Judges, and Barkspa.ez, District Judge. 
BARKSDALE, District Judge. 


Time, Inc., a New York Corporation, publisher of the magazine LIFE, 
instituted this action in the District Court for the District of Maryland 
against Motor Publications, Inc., a Maryland Corporation, publisher of 
the magazine CAR LIFE, for infringement of its trademark, and unfair com- 
petition. The District Court, upon the motion of the plaintiff, granted a 
summary judgment in its favor and enjoined the defendant from certain 
practices which it found to constitute infringement and unfair competi- 
tion. Plaintiff has appealed, the sole question presented being whether or 
not the injunctive relief granted below is sufficiently broad to protect 
plaintiff from further infringement and unfair competition. 

As found by the District Court and set out in its opinion, 105 USPQ 
326, 327-328 (45 TMR 958) : 

“The trademark Lire has been registered in the United States 

Patent Office, and has been used continuously by plaintiff and its pre- 

decessors since 1883. Since 1936 plaintiff has published a weekly pic- 
torial magazine under the title Lire printed in white block letters on 
a red rectangular background, which has been sold throughout the 
United States and in various other countries, and has a present aver- 
age circulation of more than five million copies a week. * * * The de- 
fendant began the publication of its magazine car LIFE in 1954. In the 
early issues of this magazine which is published monthly and its size is 
considerably smaller than that of Lire, the name CAR LIFE was printed 
on the front and back covers in white block letters on a red rectangular 
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background; in other words, the same format and color as the title of 
LIFE magazine, except for the addition of the word car preceding the 
word LIFE. On later issues the name has appeared on a yellow or blue 
rectangular background; and the white block letters are outlined in 
black. Defendant claims that these changes eliminate any right which 
plaintiff may have previously had for injunctive relief against defend- 
m=: F°9 

“Tt is clear that no more than a casual glance at the defendant’s 
title as originally displayed on its magazine, that is, in white block let- 
ters on a red rectangular background, is necessary in order to create 
in one’s mind a feeling that there is some relationship between the 
plaintiff’s and the defendant’s magazines insofar as their publication 
is concerned. It is well settled that the test of infringement of a trade- 
mark does not depend upon the use of identical words, nor on the 
question whether the words are so similar that a person looking at one 
would be deceived into the belief that it was the other. It is sufficient 
if one adopts a trade name or trademark that is so similar to another 
in appearance or sound that one is likely to become confused or misled. 
Certainly, the simulation by the defendant, in the early issues of car 
LIFE, of the trademark of LIFE was so great as respects both format 
and color that we do not believe there was anything fortuitous in this 
similarity, but that it was the result of an intent to capitalize upon 
the publicity and prestige that had been obtained by LIFE magazine.” 


Plaintiff does not contend that it has any exclusive property right in 
color or in the word LiFE it does contend that it has “established a sec- 
ondary meaning in the trademark tire through the color, style, design, 


form and general makeup of its trademark, as to entitle it to protection 
against resemblances which are likely to deceive or to mislead the public, 
and thereby to injure the plaintiff and to deprive it of just profits from 
its magazine.” 

As to this contention, we agree with what the District Court said, 105 
USPQ at 328 (45 TMR 958) : 

“In order to obtain injunctive relief against such possible injury, 
it is not necessary for the one alleged to be injured to produce evi- 
dence of actual confusion between the two products, but merely a rea- 
sonable likelihood of such confusion, or confusion as to whether the two 
products have the same producer. The public knows the trademark 
LIFE not only from LIFE magazine but also from The March of Time 
News Reel, picture publications such as Life’s Picture History of 
World War II, and radio and television presentations sponsored by 
LIFE. Since 1936 the plaintiff has expended more than seventy-five 
million dollars on promotion of its trademark. Lire leads the list of 
national weekly magazines both in net paid circulation and in advertis- 
ing rates, and also ranks ahead of all other national advertising media. 
In the automotive field, that is, the very field to which defendant’s 
publication is devoted, Life’s promotional activities have been very 
extensive. For example, in the year 1953 passenger car advertising 
in LIFE magazine totaled over eight million dollars. Thus, a very im- 
portant factor in the present case is the extensive promotional use of 
the trademark Lire by those who advertise in LIFE magazine. In other 
words, the public who have seen products advertised in LIFE are ‘pre- 
sold,’ so to speak, with regard to those products, and therefore any 
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device calling to the public’s attention, at the place where particular 
products are sold, the fact that they were advertised in LIFE is a sub- 
stantial inducement to the publie to purchase such products.” 


Although it seems hardly necessary to cite authorities for the propo- 
sition that the plaintiff is entitled to injunctive relief for the protection of 
its trademark, the following cases are pertinent: Triangle Publications, 
Inc. v. Hanson, 65 F.Supp. 952, 70 USPQ 478 (36 TMR 283), 163 F.2d 
74, 74 USPQ 280 (37 TMR 645), certiorari denied 332 U.S. 855, 76 
USPQ 621; J. N. Collins Co. v. F. M. Paist Co., 14 F.2d 614; W. G. Rear- 
don Laboratories v. B. & B. Exterminators, 3 F.Supp. 467, 17 USPQ 406 
(22 TMR 472) ; affirmed 71 F.2d 515, 22 USPQ 22 (23 TMR 375) ; Par- 
lett v. Guggenheimer, 67 Md. 542; Mundon v. Taxicab Co., 151 Md. 449. 


Plaintiff, Time, Inc., for the protection of its Lire trademark,, has 
obtained injunctive relief in at least two cases: 

In the case of Time, Inc. v. Life Television Corp., 123 F.Supp. 470, 
103 USPQ 131 (45 TMR 174), Judge Nordbye, in a well considered opinion, 
concluded that “* * * since defendants have been practicing their fraud 
and deceit for over a year’, plaintiff was entitled to an injunction enjoin- 
ing the defendants from any trademark use of the marks Lire and TIME 
or any simulation thereof. 

In the case of Time, Inc. v. Ultem Publications, Inc., 96 F.2d 164, 
37 USPQ 559 (28 TMR 421), while it does not appear from the opinion 
what the final decree was, the Court of Appeals of the Second Circuit 
approved an injunction pendente lite restraining the publisher of MovIE 
LIFE magazine from using the same color and makeup or “layout” of the 
cover of LIFE magazine, and requiring defendant to change the cover on its 
magazine so as to clearly distinguish it from that of the cover of the maga- 
zine LIFE. 

In the instant case, the court below enjoined the defendant from per- 
forming the following acts: 

“(a) Simulating the name and mark LIFE; 

“(b) Giving undue prominence to the word LIFE in relation to the 
word Car in the title car LIFE, either by means of size or style of type, 
coloring or any other device; 

“(e) Using the title car Lire in block letters in white, black or 
any color on a rectangular block background of any shade of red or 
on such a background of white.” 


Plaintiff asserts that the essential elements of the Lire trademark in 
its well known form are (1) the word uire, (2) use of block letters, (3) 
use of a background rectangle, and (4) use of the colors red and white. 
Plaintiff does not here contend that defendant should be restrained from 
using the title car LIFE, but it does strenuously contend that defendant 
should be restrained from using, in connection with its title CAR LIFE, more 
than one of the essential elements of the Lire trademark. The controversy 
here is over Paragraph (c), which enjoins the defendant from “* * * Using 








304 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


the title car LIFE in block letters in white, black or any color, on a rec- 
tangular block background of any shade of red or on such a background of 
white.” 


It is obvious that this inhibition permits the use of two of the essential 
elements. As pointed out by plaintiff in its brief, the defendant “* * * is 
left entirely free to use in conjunction with its title, CAR LIFE, either: (1) 
the block letter and background rectangle components of the Lire mark; 
(2) the background rectangle and color combination components of the 
LIFE mark; or (3) the color combination and block letter components of the 
LIFE mark.” 


We agree that the plaintiff is entitled to an injunction restraining the 
defendant from using, in connection with its title cAR LIFE more than one 
of the essential elements of the Lire trademark and that a more restrictive 
provision should be inserted in the injunction than paragraph (c). Para- 
graphs (a) and (b) are not in controversy. It is our conclusion that the 
final decree should restrain and enjoin the defendant from: 


“(a) Simulating the name and mark LIFE; 


“(b) Giving undue prominence to the word LIFE in relation to the 
word Car in the title car Lirg, either by means of size or style of type, 
coloring or any other device; and 


“(e) Using the title car LIFE, 


(1) in block letters, except where there is no use either of 
color red or any shade of red or of a background rectangle ; 


(2) utilizing a background rectangle, except where there is 
no use either of the color red or any shade of red, or of block 
letters; or 

(3) making use of the color red or any shade of red, except 
where there is no use either of block letters or of any background 
rectangle.” 

The decree of the District Court will be modified as indicated above, 
and as so modified, it is affirmed. 


LA 


LUCIEN LELONG, INC. (by change of name, OXFORD MERCANTILE 
CORPORATION) v. DANA PERFUMES, INC. 


No. 49 C 1541 — D. C., N. D. Illinois E. Div. — December 22, 1955 


CouRTS—PLEADING AND PRACTICE 
Voluntary dismissal of a complaint charging trademark infringement does not 
deprive a federal district court of jurisdiction to determine the issues raised in 
defendant’s compulsory counterclaim even where no independent grounds of federal 
jurisdiction are alleged in said counterclaim. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Trademark owner is not liable to competitor for damages sustained by reason 
of infringement notices sent to latter’s customers and published in the trade press 
absent proof of bad faith or false statements of fact. 





= Re Fe. 
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Action by Lucien Lelong, Inc. (by change of name, Ozford Mercantile 
Corporation) v. Dana Perfumes, Inc., for trademark infringement. De- 
fendant counterclaims for declaratory judgment, injunction, and damages. 
Counterclaim dismissed. 

See also: 39 TMR 1035, 41 TMR 1037, 42 TMR 77. 
James P. Hume, Gerrit P. Groen, William E. Anderle, and Wilkinson, 

Huzley, Byron & Hume, of Chicago, Illinois, for plaintiff. 

James R. McKnight, of Chicago, Illinois, for defendant. 
HorrMan, District Judge. 

The original complaint herein was dismissed on motion of the plain- 
tiff' but jurisdiction was retained to adjudicate a counterclaim filed by 
the defendant. The counterclaim sought a declaratory judgment that the 
defendant was entitled to use the word “solid cologne” for the labeling, 
packaging and advertising of cosmetics, an injunction restraining the plain- 
tiff from threatening infringement suits against the defendant’s dealers, 
distributors or customers for handling the defendant’s products so labeled 
and damages suffered by the defendant from such threats. 

A short chronological statement of the principal events relevant to the 
case seems the clearest way to present the issues involved. 

Sometime in 1941 Lucien Lelong, Inc., began to manufacture and sell 
cologne in the form of a homogeneous body, consisting of approximately 
75 per cent liquid cologne and 25 per cent soap. The products is one cap- 
able of retaining its form and shape, but yields its liquid content when 
rubbed on the skin. When handled it will neither leak nor spill. 

When it first started production of cologne in this form Lelong con- 
sulted its trademark attorneys as to whether the word souip could be regis- 
tered as a trademark therefor. The attorneys advised Lelong that the word 
SOLID as applied to this form of cologne was solely a descriptive use of the 
word, as the cologne was in fact solid, and hence could not be registered 
as a trademark. 

From 1941 to 1948 Lelong manufactured and sold cologne in a non- 
liquid form using the word soui in its advertising and packaging both as 
the brand name and to describe the cologne. 

On July 5, 1947, the Lanham Trademark Act (Act of July 5, 1946, 
e. 540, 60 Stat. 427, 15 U.S.C. 1051, et seq.) became effective. The Lanham 
Act changed the law with respect to the registration of a descriptive word 
as a trademark to the extent of permitting its registration when it “has 
become distinctive of the applicant’s goods.” Section 2(f) of the Act 
authorizes the Commissioner of Patents to accept as prima facie evidence 
that a word has become distinctive as applied to the applicant’s goods, proof 
of substantially exclusive and continuous use for the five years next pre- 
ceding the date of the application for its registration. 


1. The original plaintiff was Lucien Lelong, Inc. Later the name of the plaintiff 
was legally changed to Oxford Mercantile Corporation. The designations LELONG and 
OXFORD in this memorandum refer to the plaintiff and counter-defendant. 
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On August 1, 1947, Lelong filed an application to register the word 
SOLID as a trademark for its cologne, alleging its use by Lelong since 1941 
and claiming the exclusive right to such trademark. Registration issued 
May 11, 1948. 


Early in 1949 the affiliated Dana companies, Dana Perfumes, Inc., 
Dana Manufacturing Co., and Consolidated Cosmetics, began to manufac- 
ture and sell a non-liquid cologne under various trademarks including 
TABU, 20 CARATS, PLATINE, EMIR and EXTRA DRY. Dana used the words 
“solid cologne” in the packaging and advertising to designate the product 
and its form. 


On May 7, 1949, a petition to cancel registration by Lelong of the 
trademark soLip as applied to cologne was filed with the United States 
Patent Office by one of the affiliated Dana companies. 


On June 28, 1949, Lelong notified the Dana companies that Lelong 
claimed the exclusive right to use the word sop as applied to cologne 
and charged the Dana companies with having infringed Lelong’s trademark 
by their use of the word soLm. 


On October 10, 1949, Lelong filed the instant suit charging the Dana 
companies with infringement of Lelong’s registered trademark soLm for 
cologne. Lelong sought to enjoin the use of the word soLip in the manufac- 
ture, sale or distribution of cologne or other similar articles and to recover 
all profits made by the Dana companies from sales of cologne or related 
products in connection with which the word soup was used. The complaint 
named five defendants: Dana Perfumes, Inec.; Dana Manufacturing Co.; 
Consolidated Cosmetics, a partnership composed of James L. Younghus- 
band and Howard Younghusband, both officers of the two Dana corpora- 
tions; James L. Younghusband, individually, and Howard Younghusband, 
individually. 

Under date of October 13, 1949, Lelong sent 5,000 letters to depart- 
ment stores, drug stores, and wholesale and retail outlets handling perfume. 
These letters were identical except as to the names and addresses of the 
addressees. The body of each letter read: 

“We are today writing our customers to inform them that we own 


United States Trademark registration No. 500262 for the trademark 
SOLID as applied to stick cologne. 


“Our rights to this mark have been challenged by Dana Perfumes 
and we have, in turn, filed suit against them in the United States Dis- 
trict Court at Chicago for the infringement of this registered trade- 
mark. 

“Furthermore, we expect to do everything necessary to protect 
our exclusive rights to the trademark soLip in connection with the 
marketing at wholesale and at retail of stick cologne.” 


Announcements, identical except that they began “To the Trade: We 
desire to inform the trade that we own,” were published, at Lelong’s ex- 
pense, in three leading trade journals: Women’s Wear Daily on October 
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14, 1949; Drug Trade News on October 31, 1949; and Cosmetics and 
Toiletries, issue for November, 1949. 

On November 25, 1949, Dana filed its answer and counterclaim in the 
instant suit seeking a declaratory judgment that it had the right to use 
the word soLip to describe cologne, injunctive relief against interference 
therewith by threats of suits against its customers, and damages for such 
interference. 

On February 14, 1950, Lelong filed suit against one of Dana’s cus- 
tomers, Famous Department Stores, Inc., in the United States District 
Court for the Southern District of California, seeking injunctive relief and 
damages based on the alleged infringement of Lelong’s trademark so.ip 
through sales of Dana products bearing the word “solid.” 

On March 8, 1950, upon stipulation of the parties, a temporary injunc- 
tion was issued in the instant suit barring further threats or suits against 
Dana’s customers pendente lite. 

On May 25, 1950, Lelong filed suit in the United States District Court 
in New York against Stineway Chemists, Inc., charging that the latter’s 
sale of D’Orsay’s non-liquid cologne bearing the trademark soLIDETTE in- 
fringed Lelong’s trademark soLp. 

Dana was successful in the Patent Office proceedings. Early in 1951 
the Examiner of Interferences recommended cancellation. Lelong appealed 
to the Commissioner who affirmed, 91 USPQ 15 (31 TMR 1037). On Novem- 
ber 2, 1953, the Commissioner of Patents cancelled Lelong’s registration 
of the trademark soup. In his decision the Commissioner of Patents com- 
pletely ignored Lelong’s claim that sotip had acquired a secondary mean- 
ing. He held that the word soumD is primarily a descriptive term and hence 
could not be registered. No mention was made of the Lanham Act which 
changed the law respecting the registration of such terms. A suit brought 
by Lelong in the United States District Court for the District of Columbia 
to review the cancellation order was dismissed voluntarily after Lelong 
sold its entire toiletries business, except the trademark soLmp to Coty, In- 
corporated, and abandoned the trademark sop. 

Lelong dismissed all three suits filed for infringement, the instant one, 
the one in California against Famous Department Stores, Inc., and the one 
in New York against Stineway Chemists, Inc. The order dismissing the 
complaint in the instant case expressly reserved for future decision by the 
court all issues as to costs as well as the counterclaim filed by Dana. 


With respect to the counterclaim the parties present three issues for 
decision: (1) whether this court has jurisdiction of the counterclaim; (2) 
whether Lelong’s acts in threatening to sue Dana’s customers for handling 
its cologne bearing the word soup constituted unfair competition; and (3) 
whether Dana’s request for a declaratory judgment that it has the right 
to use the word soLmp to describe cologne is now moot. 

The jurisdiction of this court over the counterclaim was not lost by 
dismissal of the complaint upon motion of the plaintiff. The counterclaim 
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was one which defendants were required to file or forego any right to 

assert their claims in an independent suit. It was filed under Rule 13(a) 
of the Federal Rules of Civil Procedure which provides: 

“A pleading shall state as a counterclaim any claim which at the 

time of serving the pleading the pleader has against any opposing 


party, if it arises out of the transaction or occurrence that is the 
subject matter of the opposing party’s claim * * *.” 


When the defendants’ answer was due they had a claim against the 
plaintiff both for damages for unfair competition and for injunctive relief 
to protect defendants’ right to use the word sotm to describe cologne 
without interference from plaintiff. Both of these claims rose out of the 
subject matter of the complaint, namely the plaintiff’s registration of 
SOLID as a trademark and defendants’ alleged infringement thereof. 


The original complaint here was within federal jurisdiction as a suit 
for infringement of a trademark registered under federal laws. Any com- 
pulsory counterclaim filed in a suit over which the federal courts have 
jurisdiction is within federal jurisdiction even though the counterclaim 
alleges no independent grounds of federal jurisdiction. The dismissal of 
the original complaint on non-jurisdictional grounds does not require dis- 
missal of a compulsory counterclaim. Moore v. N. Y. Cotton Exchange, 
1926, 270 U. S. 593, 609. 


But though this court holds that it has jurisdiction over the counter- 
claim, it holds that the counterclaim should be dismissed on the merits. 
Throughout its pleadings, proof and briefing Dana has proceeded upon the 
assumption that it is an act of unfair competition for one claiming a 
trademark to warn a competitior’s customer of suits for infringement. 
However, the law is well settled that such warnings are valid. As the court 
pointed out in Kelley v. Ypsilanti Dress-Stay Mfg. Co., C.C. E.D. Mich., 
1890, 44 F. 19, 23: 

“* * * there would seem to be no good reason why a patentee may 
not notify persons using his device of his claim, and call attention 
to the fact that, by selling or using it, they are making themselves 
liable to a prosecution. * * * it would seem to be an act of prudence, 
if not of kindness, upon the part of a patentee, to notify the public 
of his invention, and to warn persons dealing in the article of the 
consequence of purchasing from others, * * *” 


While the above quoted language referred to patents, the same rule 
is applicable to trademarks. The ownership of a valid trademark renders 
anyone dealing in goods bearing the infringing mark liable even though 
he purchased the infringing goods innocently. See Callmann, Unfair Com- 
petition and Trademarks, 2d ed., 1950, vol. 4, sec. 87.2(b)(1), p. 1772. 
Such a dealer may be required to respond by accounting for the profits 
derived from sales of the infringing goods and is not merely liable for 
damages. Hence the notice of infringement is an act of kindness to the 
dealer handling infringing goods. 
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It is also an act of self-protection on the part of the owner of the 
trademark. Notice to the alleged infringer lays a basis for treble damages 
under Section 35 of the Lanham Act. Furthermore, the right to issue such 
warnings often saves the owner of a trademark from having either to sue 
to enjoin all offenders or to stand by while sales which should properly 
be his are made by a competitor and its dealers. 


The very substantial body of decisions in this field is collected and 
their holdings summarized in Callmann, Unfair Competition and Trade- 
marks, 2d ed., 1950, vol. 2, sec. 42.4 pp. 719-720. The essence of the rules 
governing the issuance of infringement notices is there stated as follows: 


“Warnings are a type of self-defense; accordingly, they are 
governed by the rule of necessity. They are also expressions of opinion; 
and hence, must be made sincerely and in good faith. Finally, they 
offer necessary information about ordinarily complicated problems; 
and therefore, they must be made with extreme accuracy and caution, 
without personal invective, and if possible, in such a manner that the 
opinion may be substantiated and the assertions capable of verification.” 


Dana insists that, whatever may be the law elsewhere, in this circuit 
such infringement notices constitute unfair competition even though 
the notices are issued in good faith and are truthful. The cases which Dana 
cites for this proposition do not sustain it. Our Court of Appeals has held 
that anyone claiming such unfair competition has the burden of proving 
either bad faith or falsity. In Heuser v. Federal Trade Commission, 
7 Cir., 1925, 4 F.2d 632, 634, the court set aside an order of the Federal 
Trade Commission because the evidence failed to show that the letters 
threatening suits for infringement of a patent were sent in bad faith. The 
court said: 

“* * * In weighing evidence upon this question the presumption 
is in favor of good faith. The party charging bad faith must prove it 
by evidence sufficient to overcome the presumption of good faith.” 

In each of the cases cited and relied upon by Dana the court expressly 
found either falsity or bad faith. In Panay Horizontal Show Jar Co. v. 
Aridor Co., 7 Cir., 1923, 292 F. 858, 859, the court said: 

“There was pictured beneath this notice what was described as 
‘the only and original Panay horizontal show jar.’ It was not an em- 
bodiment of the patent, and the notice as well as the drawing could 
have served no other purpose than to intimidate competitors and 


frighten jobbers and users by the publication of assertions which were 
false in part and misleading as to the remainder.” (Emphasis supplied.) 


That the case of Emack v. Kane, CC. N.D. Ill. 1888, 34 F. 46, 49-51, 
heavily relied upon by Dana, actually rests on a finding of bad faith is 
apparent from the following portions of the opinion: 

“* * * The proof shows that defendants brought three suits against 

Emack’s customers, * * *; that * * * defendants voluntarily dismissed 


them,—the dismissals being entered under such circumstances as to 
fully show that the defendants knew that they could not sustain the 
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suits upon their merits; that said suits were brought in a mere spirit 
of bravado or intimidation, and not with a bona fide intent to submit 
the question of infringement to a judicial decision. 


* * * 


“* * * The court will * * * consider, in the light of the proof 
as to the state of the art, and the proof as to defendant’s conduct, 
whether the defendant made these threats against complainant’s cus- 
tomers because he in good faith believed that complainant’s slates 
infringed his patent, and intended to prosecute for such infringement, 
or whether such threats were made solely to intimidate and frighten 
customers away from complainant, and with no intention of vindicating 
the validity of his patent by a suit or suits.” (Emphasis supplied.) 
Similarly, Maytag Co. v. Meadows Mfg. Co., 7 Cir., 1929, 35 F.2d 403, 

408, 3 USPQ 155, 160 (20 TMR 408), recognizes the necessity of establish- 
ing bad faith or falsity. The court said: 

“* * * Equity has jurisdiction of a suit to enjoin substantial and 
continuing financial injury to a manufacturing business caused by 
circulating false statements that the product is an infringement of 
patents and threatening suit for infringement in bad faith for the 
purpose of injury his trade and without intention to sue.” (Emphasis 
supplied. ) 

Since Dana nowhere in its pleadings, proof, or briefs has charged that 
Lelong acted in bad faith or falsely in sending out the infringement warn- 


ing this court is not called upon to assess Lelong’s good faith. The record, 
however, contains nothing which indicates any bad faith. 


Dana has insinuated that there was something wrong with Lelong’s 
change of trademark attorneys when the first advised that soLIp was non- 
registrable as a descriptive word and the substitution of others who pro- 
ceeded to register the word. This insinuation ignores that between the time 
in 1941 when Lelong was advised that souip could not be registered and its 
registration in 1948 two events occurred which changed the situation: the 
enactment of the Lanham Trademark Act to permit the registration of 
descriptive words which had acquired a secondary meaning; and the seven 
year use by Lelong of the words soLID COLOGNE under circumstances which 
could arguably establish a secondary meaning. While an English firm, 
R. Demuty, Ltd., began to sell “the original solid cologne” in 1915, and in 
1928 licensed Ferd. Muhlens Inc., to sell this product in the United States, 
Ferd. Muhlens Inc. was taken over by the Alien Property Custodian upon 
our entry into World War II. Sometime between 1941 and 1943 Ferd. 
Muhlens ceased to sell SOLID COLOGNE in this country. There is no evidence 
which establishes that anyone other than Lelong sold any product labeled 
SOLID COLOGNE in this country from 1943 to 1948. Dana did not enter the 
field until 1949. 


Not only did Lelong register soLip as a trademark but the record 
shows that it systematically took steps to stop all infringement. In 1948 it 
discovered that Miriam Collins Cosmetics Company had placed a product 
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called PALM BEACH SOLID COLOGNE on the market. Lelong at once notified 
Miriam Collins that she was infringing Lelong’s trademark. Miriam Collins 
promptly discontinued using the word “solid,” substituting the word “stick.” 
Likewise the House of Barri began selling TEASE SOLID COLOGNE. While 
samples of the offending packaging and advertising were introduced in the 
record the date on which Lelong discovered the infringement and notified 
them does not appear. There is no contradiction, however, of the testimony 
that the House of Barri immediately replied that it had been unaware of 
the infringement, promised to cease, and in fact did at once stop using the 
word “solid.” Orchid Laboratories began to use “solid” for cologne and 
upon being informed of Lelong’s claim to that word discontinued its use. 
This incident was fixed by witnesses testifying in 1940 as “several years, 
three or four years or more” earlier. 


By the summer of 1950 numerous competitors were selling cologne in 
non-liquid form. They used such names as Blanchard’s CONFLICT BOUQUET 
stick, Lentheric’s TWEED ICICLE, Prince Matchabelli’s PoTPoURRI CONCEN- 
TRATED COLOGNE STICK, Helen Ayar’s sTICK COLOGNE OVERTURE, Harriet 
Hubbard Ayer’s SWEET WILLIAM COLOGNE STICK, Miner’s APPLE BLOSSOM 
STICK COLOGNE, Eisenberg’s PERFUME sTICK, Miriam Collins’ PALM BEACH 
STICK COLOGNE, Lenel’s FROSTED COLOGNE, and Macy’s ICY COLOGNE. 

Lelong introduced evidence tending to establish that soLID COLOGNE 
had acquired a secondary meaning. For instance, one witness testified to an 
incident in which a salesgirl in a store, when asked by a customer for 
“solid cologne,” replied, “That’s Lelong’s product. You will find it on the 
other side of the counter.” 


All of the foregoing attests to Lelong’s complete good faith in seeking 
to protect its trademark against Dana’s infringement. The methods Lelong 
followed in seeking such protection were likewise proper. Its notice to 
Dana of infringement followed by the filing of the instant suit was prompt 
and businesslike. On only one occasion were notices of infringement sent 
to Dana’s customers, on October 13, 1940, three days after the instant suit 
was filed. Before sending the notice Lelong consulted its general counsel 
who in turn secured from trademark attorneys a written opinion respecting 
the propriety of sending such a notice. The language used in the notice 
sent was that recommended by counsel. 

The fact that the same notice was sent to 5,000 customers and printed 
in three trade journals does not establish bad faith. The owner of a trade- 
mark has the right to stop all infringement. Its warning of suits for 
infringement may therefore properly be as widespread as the infringement. 
Callmann, Unfair Competition and Trademarks, 2d ed., 1950, vol. 2, see. 
42.4(a), p. 726. It is immaterial whether the notice is given directly to 
the alleged infringer, its customers or a trade journal, Aralac, Inc. v. Hat 
Corporation of America, 3 Cir., 1948, 166 F.2d 286, 292-293, 76 USPQ 
337, 343; Tel-O-Wave, Inc. v. Andre, Inc., D. Utah, 1947, 79 F.Supp. 799, 
801, 77 USPQ 94, 96. 
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The assertion that Lelong owned a registered trademark for “solid” 
as applied to cologne was true. The fact that the registration was later 
cancelled did not render Lelong’s notice false. The right of the holder of 
a trademark, patent or copyright to warn others of infringement suits does 
not depend upon the validity of the trademark, patent or copyright so long 
as the holder believes his claims are valid. As the United States Court of 
Appeals for the Fifth Circuit stated in MclIlhenny Co. v. Gaidry, 5 Cir., 
1918, 253 F. 613, 622. 

‘“‘* * * Where one, believing himself to have an exclusive right to 
use a word as a designation of his goods, in good faith warns dealers 
against invasion of his supposed right, a mistake on his part as to 
the validity of his claim does not render him liable to an action by 
another, the sale of whose products was interfered with by the giving 
of such notice and warning.” 


Cf. Man-Seuw Pinking Attachment Corp. v. Chandler Machine Co., D. 
Mass. 1940, 33 F.Supp. 950, 956, 46 USPQ 182, 187; United States Galvan- 
izing & Plating Equipment Corp. v. Hanson-VanWinkle-Munning Co., 4 
Cir., 1939, 104 F.2d 856, 862, 42 USPQ 222, 226-227. 

Moreover, cancellation of the registration of Lelong’s trademark was 
not a ruling as to whether Dana’s use of “solid cologne” infringed upon 
Lelong’s use. As our Court of Appeals has pointed out, “the right to use 
presents an issue separate and distinct from the right to register.” John 
Morrell & Co. v. Doyle, 7 Cir., 1938, 97 F.2d 232, 235, 237, 37 USPQ 565, 
567-568, 569 (28 TMR 286), certiorari denied, 305 U.S. 643, 39 USPQ 
559. Cf. Syncromatic Corp. v. Eureka Williams Corp., 7 Cir. 1949, (39 
TMR 571), 174 F.2d 649, 650, 81 USPQ 434, 435, certiorari denied, 338 
U.S. 829, 883 USPQ 543; Mcllhenny Co. v. Gaidry, 5 Cir., 1918, 253 F. 613, 
616-617 (8 TMR 283). The foregoing observation remains valid under the 
Lanham Trademark Act. This Act makes the right to register more nearly 
coincident with the right to use than had previously been true but does 
not make them completely coincident. For instance, descriptive and geo- 
graphical terms may not be registered unless and until they have acquired 
a secondary meaning, but their use will be protected by the courts from 
deceptive or confusing competition without registration and without a 
secondary meaning. 

The dismissal of the three infringement suits by Lelong voluntarily 
does not show bad faith. Lelong did not dismiss them until after it sold 
its complete toiletries business, except for the trademark soup, to Coty, Inc. 
Prior thereto Lelong had given every indication of litigating the suits 
vigorously. Lelong presented a very substantial case, supported by hun- 
dreds of exhibits, before the United States Patent Office. The extent and 
character of the record Lelong there made leave no room for even accusing 
it of sham or insincerity in its assertion of its legal claims. It is also 
understandable that Coty, Inc., in purchasing Lelong’s business did not 
wish to purchase three or four law suits. Thus the dismissal of the suit 
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to review the order of cancellation of the registration and the dismissal of 
the three infringement suits followed as a matter of course when Lelong 
sold its business and abandoned the use of the world soLiD as a trademark. 

In sum, Dana has failed to show any impropriety in Lelong’s efforts 
to protect its use of the word soup as applied to cologne. 

The prayer in the counterclaim for a declaratory judgment that Dana 
has the right to use the words “solid cologne” appears to be moot at this 
time. Lelong has abandoned soLiD as a trademark, and has sold its busi- 
ness. In the trial before this court and in its brief Lelong disclaimed 
any interest in the words “solid cologne.” There is no longer any con- 
troversy between the parties over the use of the words. All are agreed that 
Dana may use them. The issue is accordingly moot. No declaratory judg- 
ment can properly be entered with respect to a moot issue. National Hair- 
dressers’ & Cosmetologists’ Ass’n., Inc. v. Philad Co., D. Del., 1944, 4. 
F.R.D. 106, 107, 63 USPQ 276, 277; Papaliolios v. Durning, 2 Cir., 1949, 
175 F.2d 73, 75. 

At the trial of this case each party put on one brief witness and counsel 
for the parties stipulated that the depositions taken in this case by either 
party, and the record date before the United States Patent Office in the 
cancellation proceeding, including the exhibits, may be considered as read, 
offered and a part of the proceedings in this case, subject to all objections 
which have been made and which may be made, and that such depositions, 
Patent Office record and exhibits might be filed and marked on or before 
the final brief herein was due. This stipulation deferred ruling on all 
objections raised. The material thus stipulated into the record is bulky 
and voluminous. Most of it deals with the validity of Lelong’s claim to 
trademark rights in the word soLip as applied to cologne and with the 
damages Dana allegedly suffered as a result of Lelong’s sending of infringe- 
ment notices to its customers. Lelong objects to the former type of testi- 
mony on the ground it relates solely to the issues which are moot and to 
the latter on the ground that Dana’s failure to establish bad faith in the 
sending of the notices renders the damage issue irrelevant. The court has 
found the testimony and exhibits as to the validity of Lelong’s claim to 
trademark rights relevant to the issue of good faith. Accordingly the 
objection to this evidence will be overruled. While the court has held with 
Lelong on the issue of bad faith, nevertheless Dana was entitled to show 
the impact of the notice on its customers. Dana itself admits that its 
evidence as to damages did no more than show the need for an accounting 
before a master if it were held that the infringement notices constituted 
unfair competition. Lelong’s objections thereto will be overruled. The 
court will admit all depositions, Patent Office record and exhibits into 
evidence. 

No costs will be taxed against any party. All parties have litigated 
in equal good faith. The errors of law on both sides appear to be equal. 
The plaintiff was wrong in its belief that its trademark registration was 
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valid. The defendant was wrong in believing the plaintiff had no right 
to send infringement notices to defendant’s customers. In view of all the 
circumstances of this litigation and the nature of the issues involved, it 
seems fairest to leave the parties to bear such costs as they have incurred. 

The counterclaim will be dismissed upon the merits. No costs will be 
assessed either as to the original suit or as to the counterclaim. 

The foregoing memorandum of decision contains the findings of fact 
and conclusions of law required under Rule 52(a) of the Federal Rules 
of Civil Procedure. 

Judgment will be entered for the plaintiff and counter-defendant on 
the counterclaim of the defendant and counter-plaintiff with no costs. 


I 


NATIONAL DRYER MANUFACTURING CORPORATION et al. v. 
THE NATIONAL DRYING MACHINERY COMPANY; THE 
NATIONAL DRYING MACHINERY COMPANY v. 
ACKOFF, trading as JACK ACKOFF COMPANY 


Nos. 11639-41 — C.A. 3 — December 22, 1955 


CoMMON LAW TRADEMARKS—SCOPE OF RELIEF—ACCOUNTING AND COUNSEL FEES 
Where plaintiff is unable to show damage denial of accounting for profits by 
trial court is proper since injunction affords it complete relief. The denial of 
counsel fees was also properly within the discretion of the trial court. 

Action by The National Drying Machinery Company v. Jack Ackoff, 
trading as Jack Ackoff Company for trademark infringement. Defendant 
appeals from judgment for plaintiff of District Court for Eastern District 
of Pennsylvania. 

Action by National Dryer Manufacturing Corporation and National 
Dryer Sales Corporation v. The National Drying Machinery Company for 
declaratory judgment of non-infringement of trademark. Defendant coun- 
terclaims for trademark infringement. Appeal from judgment for defend- 
ant. Affirmed. 

Case below reported at 45 TMR 449, 949. 


James E. Gallagher, of Philadelphia, Pennsylvania, for National Dryer 
Manufacturing Corporation and National Dryer Sales Corporation. 
Louis Necho, of Philadelphia, Pennsylvania, for The National Drying 
Machinery Company. 
Daniel Mungall, Jr., of Philadelphia, Pennsylvania, for Ackoff. 
Before McLAauGHuLiIn, KALoDNER AND Hastie, Circuit Judges. 
PER CURIAM. 
These three appeals arise out of two cases which were consolidated for 


trial. In No. 11,641, National Drying Machinery sued Jack Ackoff, indi- 
vidually and trading as Jack Ackoff Company, as distributor for National 
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Dryer Manufacturing Corporation and National Dryer Sales Corporation. 
That suit was started on July 23, 1953. It charged Ackoff with unfair com- 
petition and trademark infringement in the use of the word NATIONAL in 
connection with the sale of an electric hot air hand dryer. On March 12, 
1954, the manufacturing corporation and the sales corporation sued the 
machinery company seeking a declaratory judgment that they were not 
violating any rights of the machinery company and an injunction against 
the latter from using the word NATIONAL in the hand dryer field. The ma- 
chinery company in its answer and counterclaim asserted its right to the 
use of the word NATIONAL on drying machines and asked for an injunction 
against the manufacturing and sales corporations including restraint from 
using the word NATIONAL as a trademark for any type of drying machines. 

In both eases Chief Judge Kirkpatrick decided that the machinery 
company is the sole owner of the trademark NATIONAL as applied to drying 
machines. Ackoff in No. 11,641 and the manufacturing and sales corpo- 
rations in No. 11,639 were held to have infringed the statutory and the 
common law rights of the machinery company. They were all perpetually 
enjoined from selling or in any way dealing with drying machines under 
the trademark NATIONAL or any business name which includes the word 
NATIONAL. In the second suit, originally the decree ordered the manufac- 
turing and sales corporations to pay the machinery company all their profits 
from the sale of drying machines “[f]rom January 1950 to date.” Later 
the trial court amended the decree by striking that language. It is from 
this action of the district court that the machinery company appeals in 
No. 11,640. 

From our review of the record we are satisfied that it furnishes strong 
support for the decision of the district court as to the ownership of the 
trademark NATIONAL by The National Drying Machinery Company and 
that Jack Ackoff, individually and trading as Jack Ackoff Company and 
National Dryer Manufacturing Sales Corporation infringed the statutory 
and common law rights of the machinery company. 

With respect to the machinery company’s claim for profits, the trial 
court is correct in its finding that there is no proof of any damages suf- 
fered by that concern and that the injunctions granted afford it complete 
relief. Under the equities of these cases the trial court’s disallowance of 
an accounting of profits was proper. Champion Spark Plug Co. v. Sanders, 
331 U.S. 125, 73 USPQ 133 (37 TMR 323) (1947). Cf. Mishawaka Mfg. Co. 
v. Kresge Co., 316 U.S. 203, 53 USPQ 323 (32 TMR 254) (1942). Century 
Distilling Co. v. Continental Distilling Co., 205 F.2d 140, 98 USPQ 43 
(3 Cir. 1953), concerned a far different factual situation. It does not con- 
flict with the above holding. 

The denial of the motion on behalf of the machinery company for an 
allowance of counsel fees was well within the discretion of the trial court. 


The decrees in these cases will be affirmed. 


TT 
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STATLER MANUFACTURING COMPANY v. 
GEORGE C. KNIGHT COMPANY 


No. 12448 — C. A. 6 — December 29, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Plaintiff manufactures a toy steering wheel which fastens to instrument panel 
by suction cups and enables child sitting on car seat alongside of the driver to 
simulate driving and which it sells under the name JUNIoR and for which it has a 
registration. Plaintiff claims that defendant sells a like toy which is indistinguish- 
able from plaintiff’s and infringes its registration by use of the term JUNIOR in 
connection with the sale and advertising of its steering wheel. Evidence shows 
however that defendant’s KIDDEE DRIVETTE consists of a metal seat which hooks over 
back of seat and a steering wheel attached to the front of the metal seat. Price 
of defendant’s product is several times that of plaintiff’s and packaging is materially 
different. Only similarity is in style of wheel, the construction and appearance of 
which is not unique or distinctive. Finding of trial court that defendant’s toy was 
not sufficiently similar to that of plaintiff to deceive the public is supported by the 
evidence and not clearly erroneous as required by Rule 52(a). 

TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 


Use by defendant’s distributors or dealers of word JUNIOR in conjunction with 
other words to describe the user of the goods is not an infringement where the word 
was never used on the product or containers. 

Action by Statler Manufacturing Company v. George C. Knight Com- 
pany for trademark infringement and unfair competition. Plaintiff ap- 
peals from judgment of District Court for Eastern District of Michigan 
dismissing complaint. Affirmed. 


James R. McKnight, of Chicago, Illinois, for appellant. 


Alfred E. Wilson and Stanton, Sempliner, Dewey & Knight, of Detroit, 
Michigan, for appellee. 


Before ALLEN, McALuisteER and Mumier, Circuit Judges. 
Miter, Cireuit Judge. 


The appellant, Statler Manufacturing Company alleges in its amended 
complaint that in 1947 it introduced on the market a toy steering wheel, 
which, by its distinctive and unique appearance and construction, together 
with extensive advertising, came to be well and favorably known to the 
purchasing public; that it is the owner of the trademark Junior for steer- 
ing wheels registered in the United States Patent Office under No. 508,485 
and issued to appellant on April 12, 1949; that the appellee, George C. 
Knight Company, manufactured a copy of appellant’s toy steering wheel 
which simulated its non-essential details of construction and distinctive and 
unique appearance, and has advertised and sold its products to purchasers 
who are deceived and misled into believing that appellee’s products are 
manufactured by the appellant; that the toy steering wheels manufactured 
and sold by appellee are so similar to appellant’s toy steering wheels in 
appearance the purchasing public can not distinguish one from the other, 
and appellee is enabled to and does sell its products for those of the 
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appellant in unfair competition with appellant; and that the appellee has 
infringed and is infringing appellant’s registered trademark JUNIOR by 
using said trademark in connection with its advertising and sale of its 
product. The appellant sought an injunction and an accounting. 

Appellee by its answer denied that appellant’s steering wheel has a 
distinctive and unique appearance; that it made a copy of appellant’s 
product; and the other allegations pertaining to similarity in appearance 
and any deception practiced upon the purchasing public. It also denied 
the alleged infringement of appellant’s trademark JUNIOR. 

Following a trial, the District Court made what is designated as its 
Findings of Fact and Conclusions of law. The findings of fact merely 
state—‘There is no substantial evidence in this record to sustain a finding 
that the defendant is guilty of either trademark infringement or unfair 
competition.” This is followed by its conclusions of law stated as follows: 
“The plaintiff having failed to establish by a preponderance of the evidence 
that defendant has committed any acts of infringement or unfair com- 
petition, it follows that the complaint must be dismissed with costs to be 
taxed in favor of the defendant.” A judgment was entered dismissing the 
complaint, from which this appeal was taken. 


With respect to the failure of the District Judge to make compre- 
hensive findings of fact as are contemplated by Rule 52(a), Rules of Civil 
Procedure, we repeat what we said in Huszar v. Cincinnati Chemical Works, 
172 F.2d 6, 8, 80 USPQ 466, 467, C.A. 6th, where we expressed dis- 
approval of findings which do no more than state ultimate factual con- 
clusions, which usually do not afford to the parties and to the reviewing 
court a satisfactory review of the issues involved. However, in the absence 
of complaint by appellant and in order to avoid delay in adjudication, we 
will follow the procedure used in that case and dispose of the appeal with- 
out remanding the case for more specific findings. See also Girard Trust 
Co. v. Amsterdam, 128 F.2d 376, 377, C.A. 5th; McClure v. O. Henry Tent 
& Awning Co., 184 F.2d 636, 639, C.A. 7th. 


The evidence shows that appellant’s JuNtor steering wheel consists of 
a length of garden hose having at one end a large suction cup adapted to 
be secured to a flat surface on an automobile instrument panel, and having 
a small steering wheel at the other end. When so attached to the instru- 
ment panel with the hose extending backward towards the seat, a small 
child can sit on the driver’s seat of the automobile beside the driver, grasp 
the toy steering wheel in his hands and simulate the actual driving of the 
ear. Appellee’s device, advertised as KIDDEE DRIVETTE, consists of a small 
metal seat with two metal straps extending upward at the rear right and 
left sides thereof which end in hooks to hook over the back of the auto- 
mobile seat. A metal gooseneck extends forwardly and upwardly from the 
front of the seat and has attached at its upper end a small steering wheel. 
A safety belt is also provided to hold a child in place in the seat with his 
feet on the seat of the automobile. A child using the KIDDEE DRIVETTE is 
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thus positioned well up in the automobile where he can see out of the 
windshield and the side windows of the ear and by grasping the toy steer- 
ing wheel can simulate the actions of the driver. 

It will be seen from the foregoing general description that appellee’s 
KIDDEE DRIVETTE comprises much more than the toy steering wheel. It has 
a metal seat with attached metal hooks which are not present in appellant’s 
JUNIOR steering wheel. The evidence showed that appellant’s product 
retailed for approximately $3.00 while appellee’s product sold for between 
two and three times that much. The cartons in which the respective 
products were packaged and sold were materially different in size and 
shape and in the color and character of the outside markings. 

In Grocers Baking Co. v. Sigler, 1382 F.2d 498, 56 USPQ 123, 126, 
this Court wrote as follows: “To constitute unfair competition it is not 
necessary that there be a purpose to pass off one’s product as that of an- 
other; it being sufficient that because of insignia or similarity of product 
purchasers believe it to be the product of another; or that the insignia or 
symbol has a tendency to, and probably will, deceive some part of the 
public.” See also: James Heddon’s Sons v. Millsite Steel & Wire Works, 
128 F.2d 6, 53 USPQ 579 (32 TMR 410), C.A. 6th; West Point Manufac- 
turing Co. v. Detroit Stamping Co., 222 F.2d 581, 105 USPQ 200 (45 
TMR 795), C.A. 6th. Although there was similarity in the dimensions 
and general construction of the toy wheels used in the respective products, 
it must be kept in mind that a wheel is one of the oldest and best known 
devices of man, the general construction and appearance of which is not 
unique or distinctive. The District Court necessarily found that the evi- 
dence did not sow the necessary similarity between appellee’s product 
and that of appellant, or that the style and general appearance of appel- 
lee’s product had a tendency to and would probably deceive some part of 
the purchasing public. In our opinion, such finding is supported by the 
evidence, is not clearly erroneous and must be accepted by us on this 
review. Rule 52(a), Rules of Civil Procedure. John T. Lloyd Laboratories, 
Inc. v. Lloyd Bros. Pharmacists, 131 F.2d, 703, 706, 55 USPQ 430, 433 
(33 TMR 50), C.A. 6th; Magazine Publishers. v. Ziff-Davis Pub. Co., 147 
F.2d 182, 185, 64 USPQ 249, 252, C.A. 2d. 

With respect to the alleged infringement of appellant’s trademark 
JUNIOR, it was necessary for appellant to show that appellee used a repro- 
duction, copy or colorable imitation of the registered mark in a way 
“likely to cause confusion or mistake or to deceive purchasers as to the 
source of origin of such goods.” See. 1114(1), Title 15, U. S. Code; 
McCormick & Co. v. B. Manischewitz Co., 206 F.2d 744, 98 USPQ 367 
(44 TMR 165). C. A. 6th; ef: Dwinell-Wright Co. v. National Fruit 
Product Co., 140 F.2d 618, 60 USPQ 304 (34 TMR 128). Appellee 
did not use appellant’s trademark JUNIoR on its product or its con- 
tainer. Nor was the word JuNIoR used by itself in the advertising of the 
KIDDEE DRIVETTE. In some of the advertising by appellee’s distributors the 
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word JUNIOR was used in conjunction with other words, as for example 
FOR JUNIOR DRIVERS, JUNIOR DRIVETTE, JUNIOR ‘drives’ along with dad in 
this sturdy safety seat ‘KIDDEE DRIVETTE,’ KIDDEE DRIVETTE baby seat lets 
JUNIOR drive too and “The metal seat is mounted on adjustible legs. Junior 
is held firmly by a heavy safety belt.” Appellee contends that this was for 
the purpose of indicating that it was a toy for children rather than a 
product for use by adults. In our opinion, such use of a descriptive term 
did not constitute an infringement of appellant’s registered trademark 
suntor. Dizi-Cola Laboratories v. Coca-Cola Co., 117 F.2d 352, 48 USPQ 
164 (31 TMR 39) C. A. 4th, cert. denied, 314 U. S. 629, 51 USPQ 546; 
Mathews Conveyor Co. v. Palmer-Bee Co., 135 F.2d 73, 83, 57 USPQ 219, 
228-229, C. A. 6th. In any event, the evidence shows that such advertising 
was not done by the appellee and that the appellee did not see or approve 
the advertising copy before it was used. It fails to show that the appellee 
suggested or cooperated with its distributors in the use of such advertising. 
We agree with the ruling of the District Judge that there is no substantial 
evidence to sustain a finding of trademark infringement. 
The judgment is affirmed. 
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ETTORE v. PHILCO TELEVISION BROADCASTING 


CORPORATION et al. 
No. 11503 — C.A. 3 — January 17, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Plaintiff fought Joe Louis in Philadelphia in 1936. Motion picture rights were 
sold. In 1949 and 1950 National Broadcasting Company twice telecast the motion 
pictures of the Ettore-Louis fight as part of a series, GREATEST FIGHTS OF THE 
CENTURY and simultaneous telecasts were made in New York and Philadelphia. 
At time of original fight television was nonexistent. Plaintiff claims invasion of his 
right of privacy and damage. Trial court dismissed complaint. 


CouRTS—.J URISDICTION—CONFLICT OF LAWS 
In diversity case district court must follow conflict of law’s rule of state in 
which it sits. Ettore’s rights were injured in Pennsylvania, Delaware, New Jersey 
and New York and therefore laws of each state must be examined as to right to 
relief. Each state considers injury as here, an injury to a property right. 


RE (EDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Doctrine of unfair competition has not been limited to palming off of goods 
but has been extended in order to grant relief where there has been no fraud on 
the publie but a misappropriation for the commercial advantage of one person of a 
benefit or a property right belonging to another. Plaintiff’s right to control the 
production of his boxing performance, involving the right to control the scope of 
his services were impaired by defendants and plaintiff is entitled to damages under 
the principles of unfair competition constituting an injury to a property right. 
Fact that plaintiff is not an “artist” does not effect basic law. Quality of per- 
formance is not criterion. If a performer performs for hire, a curtailment, without 
consideration, of his right to control his performance is a wrong to him. Judg- 
ment reversed and case remanded. Dissent by Hastie. 
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Action by Albert Ettore v. Philco Television Broadcasting Corpora- 
tion, Clayton, Inc. and Chesebrough Manufacturing Company, Consolidated 
for unfair competition. Plaintiff appeals from judgment of District Court 
for Eastern District of Pennsylvania dismissing complaint. Reversed; 
Hastie, Circuit Judge dissenting with opinion. 

Harold E. Kohn of Philadelphia, Pennsylvania, for appellant. 

Herbert A. Barton, of Philadelphia, Pennsylvania, for appellees. 

Paul D. O’Brien, of New York, N. Y., for amici curiae. 

Before Biaes, Chief Judge, Hastie, Cireuit Judge, and WiLuson, District 

Judge. 

Biaas, Chief Judge. 


On this appeal we find ourselves within that forest ruefully referred 
to by Judge Goodrich in Leverton v. Curtis Pub. Co., 192 F.2d 974, 975 
(3 Cir. 1951). The forest in this case, however, is only four states deep. 

The plaintiff, Ettore, met Joe Louis in a boxing contest or fight in 
Philadelphia in 1936 and was knocked down in the first and fourth rounds 
and out in the fifth. Motion pictures were taken of the contest with Ettore’s 
knowledge and consent; indeed, he contracted to be paid 20% of all pro- 
ceeds derived from the sale of the motion picture rights of the contest and 
actually did receive $500 or one-fifth of $2,500 paid to the promoter for 
the sale of motion picture rights at or about the time of the contest. The 
record does not indicate that Ettore received any other or further payment. 

Some thirteen years later, in December 1949 and 1950, National Broad- 
casting Company, not named as a defendant,’ through its network twice 
telecast the motion pictures of Ettore’s contest with Louis as a part of a 
television series called GREATEST FIGHTS OF THE CENTURY. GREATEST FIGHTS 
OF THE CENTURY was a commercial program sponsored by Chesebrough 
Manufacturing Company, Consolidated, to advertise nationally its “VASE- 
LINE Cream Hair Tonic.” WPTZ, an independent station owned and oper- 
ated by the defendant Philco but affiliated with the NBC network, twice 
televised the Ettore films in the Philadelphia area, apparently at the same 
times as the NBC New York telecasts.? It was stipulated that the WPTZ 
programs “could be viewed in Pennsylvania, New Jersey, Delaware and 
possibly in other states, under unusual atmospheric conditions.” The stipu- 
lation reads: “[I]nsofar as the defendant, Chesebrough, was concerned, the 
program was also telecast in New York [City] and elsewhere.” The stipu- 
lation further states that Ettore, if he testified, would give evidence that 
he had not sold his television rights in the contest, nor his television rights 
with regard to the films of the contest, and also that he had not consented 
to the telecasts. The defendants, however, take the position in the stipula- 


1. Named as a defendant was “Clayton Inc,” an advertising agency. The correct 
name of this defendant seems to have been “Clayton, Inc.” It was not served with process. 
2. Inherent in the stipulation is the inescapable inference that the NBC New York 
telecasts and Pennsylvania WPTZ telecasts were simultaneous, 
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tion that no consent was required. Commercial television at the time of 
the contest was nonexistent.* 


The third round contained in the motion picture films was cut from 
the telecasts, as were also the slow-motion pictures of Ettore’s knockdowns 
in the first and fourth rounds. The stipulation states that Ettore, if called 
as a witness, would testify that the omitted third round was his best and 
that its omission caused his friends to deride him.* The court below viewed 
the films as originally taken including the omitted portions, and then as 
they were telecast. 


Jurisdiction in this suit is based on diversity of citizenship. Phileo 
and Chesebrough moved to dismiss under Rule 41(b), FRCP, 28 U.S.C., 
asserting that on the facts and the law Ettore had shown no right to relief. 
The motion to dismiss was granted. See 126 F.Supp. 143 (1954). The 
appeal at bar followed. 


In a diversity case a United States district court must follow the 
conflict of laws rule of the state in which it sits. Klazon Co. v. Stentor 
Electric Mfg. Co., 313 U.S. 487, 49 USPQ 515 (1941) ; Hartmann v. Time, 
Inc., 166 F.2d 127, 138 (3 Cir. 1947), cert. denied, 334 U.S. 838 (1948) ; 
and Leverton v. Curtis Pub. Co., supra. The Pennsylvania rule is in accord 
with the Restatement, Conflict of Laws, Section 378, and is that the law 
of the place of wrong determines whether a person has sustained a legal 
injury. The Pennsylvania law creates the so-called “points of impact” re- 
ferred to hereinafter. Cf. Foley v. Pittsburgh-Des Moines Co., 363 Pa. 1, 
9, 68 A.2d 517, 521 (1949). The court below therefore had to determine 
what were the wrongs suffered by Ettore, if any, and the places where they 
occurred. Ettore claims that he has been damaged “in his property rights, 
right of privacy, good name and reputation * * *.” In this case, paradox- 
ically, before it can be determined whether Ettore has suffered damage, it 
must first be decided in what states the damage, if any, occurred. 


Ettore’s alleged injuries must have been either to his person or to his 
property. Assuming damage to his person, to his right of privacy, some- 
times called “the right to be let alone,” illustration “(1)” to Section 377, 
Restatement, Conflict of Laws, is of aid to us. The illustration states that 
where “A, standing in State X, fires a gun and lodges a bullet in the body 
of B who is standing in State Y. The place of wrong is Y.” Assuming 


3. According to information received from the Federal Communications Commis 
sion the first commercial television license was granted to WNBT, now known as 
WRCA-TV, in New York City. The construction permit and license were issued on 
June 17, 1941, effective July 1, 1941. 

The Encyclopedia of American History, Professor Richard B. Morris and Professor 
Henry Steele Commager, as Chief Consultant Editor, Harper & Brothers, 1953, states 
that: “Full commercial television was inaugurated in 1941.” 

4. It should be noted from the stipulation that Ettore apparently, at first at least 
did not object to the telecasts, despite the fact that he was not compensated therefor; 
for he informed his friends that they should watch for the third round. Only after he 
had discovered that the third round had been omitted did he claim damages to his 
rights of privacy and property. This fact is one which should be considered on the issue 
of damages, if and when the court below should come to this question on remand, 
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damage to Ettore’s property, illustration “(7)” to Section 377 is suggested. 
It states: “A, broadcasting in State X, slanders B. B is well and favorably 
known in State Y and the broadcast is heard there by many persons con- 
versant with B’s good repute. The place of wrong is Y.” The views ex- 
pressed in these examples as to gunfire and defamation by radio accurately 
portray the Pennsylvania law, the law of the forum. They furnish helpful 
analogies here. 


The task of determining in what states, if any, Ettore was injured, 
brings us back to the stipulation. When an involuntary dismissal has taken 
place under Rule 41(b), F.R.C.P., all facts supplied by the stipulation or 
coming upon the record from any other source and all reasonable infer- 
ences therefrom must be viewed in the light most favorable to the plaintiff. 
But even in this favorable atmosphere, insofar as the telecasts by Philco 
are concerned, we must assume that Philco’s telecasts could be heard and 
viewed only in Pennsylvania and in.adjacent parts of New Jersey and 
Delaware.’ We may not assume that there were “unusual atmospheric con- 
ditions” which would carry them into other states. Even if we were to make 
such an assumption, this provision of the stipulation is too vague to be of 
service to Ettore, for the unusual atmospheric conditions which would 
permit the extension of a telecast are neither described nor specified. As 
to the telecasts by NBC in or near New York City, in the absence of some 
description which would enlarge their reach, we may not assume from the 
phrase “and elsewhere” that they penetrated any states outside of New 
York other than New Jersey.® 


We find therefore in substance that the states in which Ettore asserts 
his rights were injured are Pennsylvania, Delaware, New Jersey, and 
New York. We must now look to Pennsylvania law with regard to the 


5. WPTZ’s television station, as it was situated in Philadelphia in 1949 and 1950, 
was approximately 35 miles distant from the nearest point in Maryland. The record 
supplies no data which would permit either the court below or this court to make use 
of the “line-of-sight” test to determine the range of WPTZ’s television programs. 


An official communication from the Federal Communications Commission to the 
present writer, dated January 5, 1956, states as follows: “A review of the Commission’s 
files indicates that during December, 1949 and December, 1950, WPTZ was licensed and 
operating with a visual effective radiated power of 16 kw at an antenna height of 
720 feet above average terrain. As computed in accordance with the Commission’s 
present standards, the Grade A (68 dbu) field intensity contour of the station would 
have extended to an approximate average radius of 21 miles from the transmitter; the 
Grade B (47 dbu) contour would have extended 50 miles. It should be noted, however, 
that these computed distances indicate the approximate extent of coverage in the absence 
of interference from other television stations, and that under actual conditions, true 
coverage may vary greatly from these estimates because the terrain over any specific 
direction is expected to be different from the average terrain on which the above com- 
putations have been based.” 

The stipulation itself and the failure of Ettore to introduce any pertinent evidence 
as to range of the telecast seem to indicate an intent on his part to eliminate Maryland 
as a “point of impact,” despite the very favorable aspects of the law of Maryland to 
his cause. See Norman v. Century Athletic Club, 193 Md. 584, 60 A. 2d 466 (1949), 
discussed at a later point in this opinion. 

6. We think we may take judicial notice of the fact that a telecast, in the absence 
of unusual atmospheric conditions, not proved here, cannot exceed the limitations 
suggested. 
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alleged injuries in Pennsylvania and, under the Pennsylvania conflict of 
laws rule, to the laws of Delaware and New Jersey as to the Pennsylvania 
telecasts and to the law of New York as to the New York telecasts, to 
determine what damage, if any, Ettore suffered in each of these jurisdic- 
tions. Moreover, since the NBC New York telecasts penetrated New Jersey, 
we must look also to the law of New Jersey through the double lens of 
the Pennsylvania and New York conflict of laws rules to determine Ettore’s 
injuries in New Jersey insofar as the defendant Chesebrough is concerned. 
This last determination will have little effect save as to the measure of 
damages, as we shall see. 


With these preliminaries out of the way, we now come to the question, 
what kind of injury or injuries has Ettore suffered? Since the famous 
Warren and Brandeis article, “The Right of Privacy,” 4 Harv. L. Rev. 193 
(1890), a great deal has been published concerning the kind of action, 
if any, an individual in the position of Ettore in the instant case or in that 
of Leverton in our Leverton decision may maintain against one who has 
infringed his personal or property rights. The state of the law is still that 
of a haystack in a hurricane but certain words and phrases stick out. We 
read of the right of privacy, of invasion of property rights, of breach of 
contract, of equitable servitude, of unfair competition ; and there are even 
suggestions of unjust enrichment.’ 


For a long time judges were preoccupied with the question of whether 
there was any right of privacy or property of the kind asserted here which 
could be protected by the courts. However, as is pointed out by Prosser 
in his article, “Interstate Publication,” 51 Mich. L. Rev. 959, 988-9 (1953), 
“By this time it has become quite clear that the answer is to be in the 


” 


affirmative.” In footnotes at the pages last cited, Prosser lists some twenty 
jurisdictions where the so-called right of privacy is accepted and an act 
such as that under consideration in the case at bar may be recognized as 
an independent tort. He points out that the right of privacy is less securely 
entrenched in nine other jurisdictions and that it is rejected in at least 


7. See the cases cited by Warren and Brandeis, in particular, Prince Albert Vv. 
Strange, 2 DeGex & Sm. 652, aff’d, 1 MeN. & G. 25 (1849) (unauthorized reproduction 
of etchings made by Prince Albert and Queen Victoria for their own pleasure) ; Pollard 
v. Photographic Co., 40 Ch. Div. 345 (1888) (unauthorized sale of copies of plaintiff’s 
photograph made under contract by defendant photographer) ; Woolsey v. Judd, 4 Duer 
379, 404 (1855) (unauthorized publication of private letters) ; Abernethy v. Hutchinson, 
3 L.J.Ch. 209 (1825) (unauthorized publication of professor’s lectures by student). 

A ease decided by the Supreme Court of the United States presenting some analogy 
to that at bar is Manners v. Morosco, 252 U.S. 317, 326 (1920), the famous PEG 0’ MY 
HEART decision. There the Court, by Mr. Justice Holmes, held that a theatrical producer 
could not represent a play in motion pictures when the express terms of his contract 
with the author did not authorize him to do so. In an article published in 41 Harv. L. 
Rev. 945 (1928) entitled “Equitable Servitudes on Chattels,” (Professor Chaffee advanced 
the theory that the principle of equitable servitude was applicable to personal and 
property rights of a sort not unlike those involved here. The Supreme Court of 
Pennsylvania in Waring v. WDAS Broadcasting Station, 327 Pa. 433, 194 Atl. 631, 35 
USPQ 272 (27 TMR 807) (1937), discussed infra, speaks of unfair competition. Unjust 
enrichment is referred to at a later point in this opinion. 
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three, Rhode Island, Texas and Wisconsin. But if these decisions be read, 
we think the reader will conclude, as do we, that the word of power® most 
frequently employed by the courts is either “privacy” or “property,” the 
latter usage being not infrequently colored by the contract rights of a 
performer or of an entrepreneur. 

There are, speaking very generally, two polar types of cases. One arises 
when some accidental occurrence rends the veil of obscurity surrounding 
an average person and makes him, arguably, newsworthy. The other type 
involves the appropriation of the performance or production of a profes- 
sional performer or entrepreneur. Between the two extremes are many 
gradations, most involving strictly commercial exploitation of some aspect 
of an individual’s personality, such as his name or picture.® 

An example of a case in the first category is our own Leverton. There 
the picture of a little girl being snatched from the path of an oncoming 
automobile was published in a magazine article on pedestrian carelessness 
entitled “They Asked To Be Killed.” The caption under her picture spoke 
of children darting into traffic. This court, in allowing recovery, pointed 
out that the defendant’s use of the picture had nothing to do with the 
plaintiff’s narrow escape; for the motorist, not she, had been at fault. In 
this type of case, by and large, the right invaded is a very personal one, 
really “the right to be let alone” described by Warren and Brandeis, and 
not a property right at all. 

A typical case of the second type, relating to an entrepreneur and 
therefore indirectly to the performers working for him, or under his aus- 
pices, is Norman v. Century Athletic Club, 193 Md. 584, 69 A.2d 466 (1949). 
There a syndicate leased the Baltimore Coliseum for the purpose of staging 
boxing bouts and contracted for broadcasting rights to the fights. When 
television became a commercial success, the lessee also sought to telecast 
the bouts. The Maryland Court of Appeals denied television broadcasting 
rights, stating, “The unambiguous words of this boxing contract cover radio 
and not television.” 


8. Using the word “power” in its magical or talismanic sense. 

9. See, e. g., Mau v. Rio Grande Oil, Inc., 28 F.Supp. 845 (N.D. Cal. 1939) (radio 
dramatization of holdup and shooting of plaintiff); Gill v. Curtis Pub. Co., 38 Cal. 2d 
273, 239 P. 2d 630 (1952) (magazine picture of plaintiff in amorous pose); Kerby v. 
Hal Roach Studios, 53 Cal. App. 2d 207, 127 P. 2d 577 (1942) (plaintiff’s name same 
as that of movie character who “signed” advertising letter which read like an invitation 
to an assignation) ; Melvin v. Reid, 112 Cal. App. 285, 297 Pac. 91 (1931) (early life of 
reformed prostitute made subject of movie); Cason v. Baskin, 155 Fla. 198, 20 So. 2d 
243 (1944), 159 Fla. 31, 30 So. 2d 635 (1947) (plaintiff portrayed in defendant’s 
autobiographical book “Cross Creek”); Bazemore v. Savannah Hospital, 171 Ga. 257 
155 S.E. 194 (1930) (picture of deformed child) ; Pavesich v. New England Life Ins. Co., 
122 Ga. 190, 50 S.E. 68 (1905) (unauthorized use of plaintiff’s picture and testimonial 
in insurance advertisement); Foster-Milburn Co. v. Chinn, 134 Ky. 424, 120 S.W. 364 
(1909) (unauthorized testimonial for patent medicine); Barber v. Time, Inc., 348 Mo. 
1199, 159 S.W. 2d 291 (1942) (magazine picture of “starving glutton” in hospital bed) ; 
Redmond v. Columbia Pictures Corp., 277 N.Y. 707, 14 N.E. 2d 636 (1938) (shots of 
professional golfer taken for newsreel with consent later used as part of short subject 
without consent); Binns v. Vitagraph Co., 210 N.Y. 51, 103 N.E. 1108 (1913) (fiction- 
alized film of plaintiff’s heroic work as radio operator which resulted in saving passengers 
of sinking ship); Flake v. Greensboro News Co., 212 N.C. 780, 195 S.E. 55 (1938) 
(unauthorized use of plaintiff’s picture in advertisements). 
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We think a distinction should be made—and, in fact, quite frequently 
has been made by courts—between the two types of cases. Where a pro- 
fessional performer is involved, there seems to be a recognition of a kind 
of property right in the performer to the product of his services. The 
theory may be summed up as follows: The performer, as a means of live- 
lihood, contracts for his services with an entrepeneur. The finished prod- 
uct is, for exmple, a motion picture in which the performer’s services are 
embodied. If the motion picture is employed for some use other than that 
for which it was intended by the performer and the entrepreneur, the mo- 
tion picture is employed in such a way as to deprive the performer of his 
right to compensation for the new use of the product. It is usual today to 
provide specifically by contract between the performer and the entrepre- 
neur as to what uses the product may be put; so, as to services performed 
and products made in the future, the issues presented by the case at bar 
will become largely academic. Today also, for example, if there be tele- 
casts of an intercollegiate football game, the players, knowing or having 
reasonable grounds to know that the contest was being telecast, would be 
presumed to have waived any right to compensation for their perform- 
ances by participating in the contest. 


The defendants assert that Ettore has waived any property rights he 
may have. They contend that, by contracting for the sale of motion picture 
rights to his boxing contest, Ettore agreed in advance to any use, commer- 
cial or otherwise, to which the films could be put. There was no contractual 
limitation on use here, as there was in Weiss v. Hollywood Film Enterprises, 
17 U.S. Law Week 2608, 81 USPQ 570 (Cal.Super. 1949). 


It is interesting to note that, broadly speaking, only two views are 
advanced as to motion pictures manufactured prior to the advent of com- 
mercial television. One view is that once a performer has contracted to ap- 
pear in a motion picture production and has appeared, the film may be 
used without qualification for any purpose, provided that it is a fair pre- 
sentation. Republic Pictures Corp. v. Rogers, 213 F.2d 622, 101 USPQ 
475 (9 Cir. 1954); Autry v. Republic Productions, 213 F.2d 667, 101 
USPQ 478 (9 Cir. 1954); Wezley v. KTTV, 109 F.Supp. 558, 95 USPQ 
308 (S.D. Calif. 1952), aff’d p.c., 220 F.2d 438, 105 USPQ 86 (9 Cir. 1955). 
See also Hollywood Plays v. Columbia Pictures Corp., 77 N.Y.S. 2d 568, 
576 (Sup.Ct. 1947), rev’d on other grounds, 299 N.Y. 61, 85 N.E. 2d 865, 
81 USPQ 267 (1949). The other view is that the film may not be used 
for a purpose not contemplated at the time of its creation. See Sharkey v. 
Nat’l Broadcasting Co., Inc., 93 F.Supp. 986, 987 (S.D.N.Y. 1950), and 
Weiss v. Hollywood Film Enterprises, supra. 


This brings us to the substantial issue which underlies these two di- 
vergent views. Is telecasting a motion picture an essentially different use 
than that to which the film would be put if shown in motion picture houses? 
We think that both this court and the court below may take judicial notice 
of the fact that there are more than 17 million television sets in use in the 
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United States today. See Silverberg, “Televising Old Films,” 38 Va. L. 
Rev. 615 (1952). Judicial notice may also be taken of the fact that more 
and more old films, films made prior to commercial television—some, in- 
deed, made at a time when television itself was but little more than a gleam 
in the inventors’ eyes—are being and will be telecast. See the articles in 
the New York Times, Sunday, July 24, 1955, p. 49, “More Films for Video,” 
and in the Philadelphia Inquirer, Wednesday, July 25, 1955, p. 22, “Films 
Makers Offered Chance to Help Status.” Both articles stress the enormous 
use of films for television programs, and the latter article states that Metro- 
Goldwyn-Mayer “* * * is expected to draw on a rich mine of more than 
1,000 short subjects made in the past.” 


It must me conceded that television is a new medium for the presen- 
tation of motion pictures. Ordinarily a motion picture film is projected 
by a projector by rays of light cast on a screen. There is no direct inter- 
position of electrical energy. But when a film is telecast, there is the in- 
terposition of electric impulses which carry the picture to receiving sets 
where it is reproduced by rays of light for the eyes of the spectator. It may 
be fairly said, we think, that this is a new use of the film and one which 
was not in commercial existence at the time Ettore made his contract. 


Should a man be deemed to have granted a use, not in existence and 
not contemplated by either party, at the time the contract of sale was 
made? Some examples come readily to mind. A man sells a farm which 
five years later becomes a valuable real estate development because of an 
expanding city. Surely the seller of the farm could not rescind the con- 
tract, nor would a court award him additional compensation. But in Man- 
ners V. Morosco, 252 U.S. 317 (1920), the Supreme Court by Mr. Justice 
Holmes, held that the author, Manners, who had granted the producer, 
Morosco, a “sole and exclusive license and liberty to produce, perform and 
represent” Manners’ play, PEG 0’ MY HEART, in the United States and 
Canada, did not thereby grant to Morosco the right to reproduce the play 
in motion pictures. In the Manners case, however, it should be borne in mind 
that the context of the contract made it reasonably clear that stage pro- 
ductions only were contemplated by the parties to the contract. In the 
Manners case motion pictures were, of course, in use commercially at the 
time of the execution of the contract, 1912, albeit the use was in a some- 
what primitive state. In Norman v. Century Athletic Club, supra, the 
lease was executed in 1943; and there can be no doubt that commercial 
television was in use in that year. In both Manners and Norman the ques- 
tion was whether the words of the contracts embraced the new or additional 
media, and it was decided that they did not. The contrary view, that of 
complete alienation, was originally expressed by the Court of Appeals for 
the Second Cireuit in RCA Mfg. Co. v. Whiteman, 114 F.2d 86, 46 USPQ 
324, cert. denied, 311 U.S. 712, 47 USPQ 531 (1940), Judge Learned Hand 
stating that there could be no partial alienation of the artistic product in- 
volved, that if records were made for sale and were sold, the artist lost 
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every right in, and all control over, the product. We point out now, in 
connection with the law of Pennsylvania, to be discussed hereinafter, that 
the agreement between Whiteman and RCA specifically provided that the 
records should not be used for broadeasting purposes. Cf. Chavez v. Holly- 
wood Post, 16 U.S. Law Week 2362 (Cal. Super. 1948). The Whiteman 
case, however, was expressly overruled some fifteen years later by Capitol 
Records v. Mercury Records Corporation, 221 F.2d 657, 663, 105 USPQ 
163, 167 (1955), citing Metropolitan Opera Ass’n v. Wagner-Nichols Re- 
corder Corp., 199 Mise. 786, 101 N.Y.S. 2d 483, 87 USPQ 173 (40 TMR 
1072) ; id., 279 App. Div. 632, 107 N.Y.S. 2d 795. The Metropolitan Opera 
Ass’n case went off on the ground of unfair competition. 

After this prelude on the state of the law in general, we come now to 
the four states in which Ettore claims he sustained damage. These are pos- 
sible “points of impact,”’*® i.e., the points at which the tortious acts of the 
defendants impinged upon the rights of Ettore. If damage was done to a 
property right of Ettore’s, his right to contract or sell his performance for 
television, that right might have been damaged in each of the four states 
named. But if the damage was to his personality by way of an invasion 
of his right of privacy, there is another possible view as to the point or 
points of impact. In Bernstein v. National Broadcasting Co., 129 F.Supp. 
817 (D.C: D.C. 1955), it was alleged that Bernstein’s right of privacy had 
been invaded, the asserted invasion consisting of a fictionalized dramatiza- 
tion of his life. He had been convicted of murder and subsequently par- 
doned. Construing Section 8-650, Virginia Code, 1950 ed., Vol. 2, the court 
stated that the injury, if a tort at all, was a tort upon Bernstein’s person.” 
Quoting with approval from Reed v. Real Detective Publishing Co., 63 Ariz. 
294, 305-6, 162 P.2d 133, 139 (1945), holding that where there is an in- 
vasion of the right of privacy “for injured feelings alone,” the wrong must 
be considered as a direct rather than an indirect injury, the court said: 
“It seems to us that the mind of an individual, his feelings and mental 
processes, are as much a part of his person as his observable physical mem- 
bers.” The court held that the injury necessarily occurred where Bernstein 
was, or at least where he lived. If this ruling were applied to the case at 
bar, Ettore necessarily would have to be considered as having sustained 
injury only in Pennsylvania since he lives there. 


It is unnecessary to pass on the correctness of this proposition. In all 
four of the states where Ettore asserts that he has been injured, the right 
protected is one of the property. We shall deal with Pennsylvania first. 


” 


There the talismanie word is “property” rather than “privacy,” though 
Pennsylvania judges have used both. The leading case is Waring v. WDAS 


10. The phrase is borrowed from Prosser’s article, 51 Mich. L. Rev. at p. 971 ff., 
and compare Hartmann v. Time, 166 F.2d 127 (3 Cir. 1948). 

11. Bernstein also alleged a common-law right of privacy. The court denied recovery 
on this ground for reasons not pertinent here, citing Elmhurst v. Shoreham Hotel, 58 
F.Supp. 484 (D.C. D. C. 1945), aff’d sub nomine Elmhurst v. Pearson, 153 F.2d 407 
(D.C. Cir. 1946). 
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Broadcasting Station, 327 Pa. 433, 194 Atl. 631, 35 USPQ 272 (27 TMR 
807) (1937). In that case the Supreme Court of Pennsylvania held that 
Waring was entitled to an injunction to prevent WDAS from broadeasting 
music from phonograph records made by Waring’s orchestra for RCA for 
a fee and purchased by WDAS from RCA. The records had printed on 
them a legend, “Not licensed for Radio Broadcast.” Cf. RCA Mfg. Co. v. 
Whiteman, and Capitol Records v. Mercury Records Corporation, supra. 
Mr. (now Chief) Justice Stern, spoke of ““Waring’s common law rights of 
property in his orchestra’s renditions,” and also of unfair competition. Mr. 
Justice Stern seems to have based his opinion sustaining Waring’s claim 
on damage to Waring’s property right by way of unfair competition. Mr. 
Justice Linn coneurred on the ground of unfair competition. Mr. (later 
Chief) Justice Maxey concurred on the ground that Waring’s right of 
privacy had been invaded. It would seem therefore that the Court’s decision 
really went off on the ground of unfair competition damaging a property 
right. In other words, in the Waring case the Court found a property 
right and proceeded to protect it.” 

We think that the Supreme Court of Pennsylvania found that Waring 
had a right to control the production of his own music, and that this was 
a property right. Perhaps some light is thrown on what was meant by an 
examination of Heasley v. Operative Plasterers, etc., Ass’n, Local No. 31, 
324 Pa. 257, 188 Atl. 206 (1936), where the Supreme Court of Pennsyl- 
vania sanctioned the use of an injunction to restore membership to ousted 
officers of a union. Mr. Justice Stern said: “The right to contract for work 
is one of the most important of property rights, and therefore the power 
of a court of equity may properly be invoked to restrain its impairment.” 

Decisions granting injunctions in unfair competition cases usually are 
based on the passing or palming off of one’s own goods as those of another, 
plainly an invasion of a property right and a business tort. The doctrine 
of unfair competition, however, has not been limited to the palming off of 
goods but has long been extended in order to grant relief where there has 
been no fraud on the public but a misappropriation for the commercial 
advantage of one person of a benefit or a property right belonging to 
another. Such an extension of the doctrine of unfair competition was made 
in the Waring case. It can be argued, of course, that listeners to the 
WDAS broadeast of Waring records might have believed that they were 
listening to Waring “live” and not to his records and that therefore there 
was a kind of palming off; but no such idea was suggested by any of the 
Justices’ opinions in Waring. If it be pertinent here, it is clear that no 


12. Defendants urge that the Supreme Court of Pennsylvania has declared that 
television and motion picture exhibitions are the same thing, citing Philadelphia Retail 
Liquor Dealers Ass’n v. Pennsylvania Liquor Control Board, 360 Pa. 269, 62 A. 2d 53 
(1948). As we read this decision, the Court did not hold them to be the same, but, 
construing the Pennsylvania Liquor Control Act, 47 P.S. Pa. §§ 744-602(14), decided 
that sereen exhibitions by means of television in a tavern constitute one of the types of 
entertainment, like “moving picture exhibitions,” for which a special amusement permit 
is required. 
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one, except perhaps the most naive, could have believed that the Ettore- 
Louis telecasts were “live.” 

We think that, if the case at bar were brought before the Supreme 
Court of Pennsylvania, that Court would probably hold that Ettore’s right 
to control the production of his boxing performance, involving the right to 
control the scope or reach of his own services, had been impaired by the 
defendants and consequently would grant damages on the theory of unfair 
competition constituting injury to a property right. Concededly, the theory 
is a somewhat hazy one; but that is not unusual where the laboratories 
of the courts are working out the development of a new common law right. 
History shows that consistency is a rare jewel in such a process. The 
development of the theories of venue, of the action on the case and the 
action of ejectment are classic examples. 

But we must concede also that we are troubled by two other factors. 
The first is that Ettore is not such an artist as the Supreme Court of 
Pennsylvania described Waring to be, at least by inference, and that Court 
might therefore be more hesitant to exercise principles of equity on his 
behalf. But we do not think that the quality of the performance can 
supply the criterion. The fact is that, if a performer performs for hire, a 
curtailment, without consideration, of his right to control his performance 
is a wrong-to him. Such a wrong vitally affects his livelihood, precisely 
as a trade libel, for example, affects the earnings of a corporation. If the 
artistry of the performance be used as a criterion, every judge perforce 
must turn himself into a literary, theatrical or sports critic. 

The second additional factor that troubles us is that Ettore did no 
expressly reserve rights against the televising of the films by any legend 
on the films or, insofar as it appears, by his contract.’* As will be seen 
from Mr. Justice Stern’s opinion, he at least, the other Justices making 
no statement respecting this fact, referred twice to the restrictive legend 
on the records “Not licensed for Radio Broadeast.” The learned Justice, 
however, did not treat the restrictive legend as a factor operating altogether 
in Waring’s favor. He said that the restriction was not unreasonable and 
did not operate “in restraint of trade”; that it was intended for a legitimate 
purpose and permitted “distinguished musicians to commit their renditions 
to phonograph records—except possibly for a prohibitive financial compen- 
sation—-without subjecting themselves to the disadvantages and losses which 
they would inevitably suffer from the use of the records for broadcasting” ; 
that such a restriction therefore worked for the benefit of art and artists. 
See 327 Pa. at pp. 436, 447, 194 A. at pp. 633, 638, 35 USPQ at 274, 278. 
Radio broadcasting was rather well established at the time when Waring 
made his records. Commercial television, as we have stated, was not in 
existence at the time of the Ettore-Louis contest. Fairness would seem to 
require that a court treat the absence of the new or unknown media, tele- 


13. Neither we nor the court below had Ettore’s contract before us, and its absence 
is unexplained. 
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vision in the instant case, as about the equivalent of a reservation against 
the use of the work product of the artist or performer by a known medium, 
radio broadcasting in Waring’s case." 


The rule of Erie R. Co. v. Tompkins, 304 U.S. 64 (1938), requires 
us to divine as well as we can the result which the Supreme Court of 
Pennsylvania would reach in the instant case by taking into consideration 
all factors and indicia in our endeavor to arrive at the result which that 
tribunal would reach. It is a ferocious task in the instant case, but we 
think that the Supreme Court of Pennsylvania would grant Ettore a right 
of action under the circumstances at bar. 

As to Ettore’s rights under the law of New Jersey, we find that the 
courts of New Jersey look toward the protection of a right of privacy 
and toward the protection of a right of property as well, as the cireum- 
stances require. As examples of cases looking to the protection of a right 
of privacy, we cite McGovern v. Van Riper, Attorney General, 137 N. J. 
Eq. 24, 43 A.2d 514 (1945), where distribution of an accused’s finger- 
prints and photograph to law enforcement agencies prior to his conviction 
was enjoined, and Frey v. Dixon, 141 N. J. Eq. 481, 58 A.2d 86 (1948), 
which involved the employment of subpoenas duces teeum of too broad 
scope. See also Vanderbilt v. Mitchell, 72 N. J. Eq. 910, 919, 67 Atl. 97, 
100 (1907). In that case the court, albeit by way of dictum, stated that 
a false entry upon the public birth records that the complainant was the 
father of a child would constitute an infringement of personal rights. How- 
ever, in Edison v. Edison Polyform and Mfg. Co., 73 N. J. Eq. 136, 67 
Atl. 392 (1907), where Thomas A. Edison brought suit to restrain the use 
of his name in defendant’s corporate title and the use of his picture and 
purported testimonial on its patent medicine bottles, and in advertising its 
product, the Court of Chancery of New Jersey seemed to base its injunction 
primarily on the ground that it was protecting a property right, viz., 
Edison’s name. In the Edison case the Court expressly did not base the 
relief granted to Edison on the theory of unfair competition. We are of 
the view that, in respect of the facts of the instant case, the New Jersey 
Supreme Court would probably take the view expressed by the Court of 
Chancery in the Edison case but would grant damages in lieu of an 
injunction. 


14. Some light on the question of whether Ettore’s mind should have adverted to 
the films of his contest with Louis being employed in commercial telecasts is thrown 
hy a statement made by Roger Burlingame in Engines of Democracy, Charles 
Scribner’s Sons, 1940, p. 460. Mr. Burlingame stated: “The invention [television] is 
nearly as old as radio, yet almost twenty years after radio became commonplace in 
America, television is still, largely, in an experimental stage as far as society is con- 
cerned. For many years after the technology was perfected, the questions ‘What is it 
for?’ and ‘Who wants it?’ have prevented its entrance into commerce. In this respect 
it is one of the most curious phenomena in the history of invention. In respect to social 
effect its influence, to date, is nil.” 

It would be obviously unfair to state that Ettore’s mind should have adverted to a 
possible commercial telecast of the films in 1936 when the Ettore-Louis contest was held. 
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As to Delaware, we have found no ease and none has been cited to us 
dealing specifically with the right of privacy. An analogy may perhaps be 
suggested by the Delaware treatment of libel and slander which are deemed 
personal injuries and protected as such if the circumstances resembled, let 
us say, those of Vanderbilt v. Mitchell. MacDonough v. A. S. Beck Shoe 
Corp., 1 Terry 318, 10 A. 2d 510 (Del. Super. 1939); Rice v. Simmons, 
2 Har. 417 (Del. 1838). But Delaware recognizes a property right in a 
corporation’s name. E.g., Standard Oilshares v. Standard Oil Group, 17 
Del. Ch. 113, 150 A. 174 (1930). And the doctrine of trade libel is also 
applicable in Delaware, and this, too, involves a property right. See Black 
& Yates v. Mahogany Ass’n, 129 F.2d 227, 232, 54 USPQ 54, 56 (32 TMR 
402) (3 Cir. 1942). Cf. J. C. Pitman & Sons v. Pitman, 29 Del. Ch. 189, 47 
A.2d 721 (1946). It should be noted that the Delaware courts frequently 
look to Pennsylvania and New Jersey decisions when pertinent authorities 
are lacking in their own jurisdiction. We are of the view that the courts of 
Delaware would follow the principles enunciated by the Supreme Court 
of Pennsylvania in the Waring case or the Court of Chancery of New 
Jersey in the Edison case and grant Ettore a cause of action. 


So much for three of the four states. The fourth is New York. The 
law of New York presents difficulties. In Robertson v. Rochester Folding 
Box Co., 171 N.Y. 538, 64 N.E. 442 (1902), the Court of Appeals of New 
York held that there was no right of privacy cognizable at common law. 
Subsequently Section 51 of the New York Civil Rights Law, McK. Consol. 
Laws, ec. 6, was passed. Section 51 provides: “Any person whose name, 
portrait or picture is used within this state for advertising purposes or 
for purposes of trade without [such person’s] * * * written consent * * * 
may * * * sue and recover damages for any injuries sustained by reason 
of such use.” The scope of the New York statute is described in Redmond 
v. Columbia Pictures Corp., 277 N.Y. 707, 14 N.E. 2d 636 (1938). In 
Sidis v. F-R Pub. Corporation, 113 F.2d 806 (2 Cir. 1940), the Second 
Circuit found no violation of Section 51 in a merciless but unvarnished and 
unfictionalized account in the New Yorker magazine of the dreary middle 
age of an infant prodigy on the ground that his earlier fame made his later 
life a subject of legitimate public interest. Likewise, the Court held that 
the New Yorker’s advertisements featuring the Sidis story shared “the 
privilege enjoyed by the article,” citing Humiston v. Universal Film Manu- 
facturing Co., 189 App. Div. 467, 178 N.Y.S. 752 (1919). 


In the more recent case of Gautier v. Pro-Football, 304 N.Y. 354, 107 
N.E.2d 485 (1952), the Court of Appeals of New York stated that the right 
of privacy was a creature of statute and “was born of the need to protect 
the individual from selfish, commercial exploitation of his personality.” 
Gautier, an animal trainer, had performed before a large audience in 
Griffith Stadium in Washington between the halves of a professional foot- 
ball game. His contract provided that his act should not be televised with- 
out the written permission of the American Guild of Variety Artists. In 
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spite of the fact that such consent had not been obtained, Gautier’s per- 
formance was telecast along with the football game. Although the telecast 
was paid for by Liggett & Myers Tobacco Company, soliciting the sale of 
cigarettes, the Court of Appeals pointed out that the entire program was 
not thereby constituted a solicitation of patronage. The Court stated that, 
unless Gautier’s name or picture were in some way incorporated into the 
“commercial,” the fact of sponsorship of the telecast would not of itself 
suffice to violate the statute. The Court went on to say that Gautier was 
not connected with the product “either by visual, oral or other reference” 
and that there was therefore no use of his name or picture for advertising 
purposes or for purposes of trade within the meaning of Section 51. 


The rule laid down by the Court of Appeals of New York is a narrow 
one. It is probable that this restricted construction results from the fact 
that the New York “right of privacy” statute also includes a criminal sec- 
tion. The companion Section 50 of the Civil Rights Law creates a misde- 
meanor and, because of its criminal nature, must be strictly construed. 
This appears to have resulted in a similarly narrow interpretation of the 
civil section. The Gautier decision would require, in order to authorize 
recovery by Ettore under Section 51, that his name or picture actually be 
a part of the “commercial” itself. An examination of the words accom- 
panying the telecast of the fight movies demonstrates that neither Ettore’s 
name nor any picture of him was thus connected. 


The New York Court of Appeals indicated that Gautier might have 
had some other cause of action which he did not assert. The cause of action 
which the Court of Appeals may have had in mind may well have been 
one for unfair competition. 


Whether a cause of action based on unfair competition can be sus- 
tained in the suit at bar depends on whether Sections 50 and 51 of the 
New York Civil Rights Law must be deemed to be preemptive and to sup- 
ply the exclusive remedy.*® The two films telecast by NBC from New York 
City caused hundreds of thousands of pictures of Ettore to appear on 
television screens in the State of New York. These reproductions, if the 
pertinent sections of the New York Civil Rights Law be construed literally, 
would fall within the literal language of the statute and would prohibit 
Ettore from maintaining any cause of action based on unfair competition. 
But the cause of action created by the New York Civil Rights Law was 
intended to protect the individual’s right in his own personality, to protect 
a personal as distinguished from a property right. A cause of action based 
on unfair competition is supportable under the common law of New York. 


We think it is reasonably clear that the law of New York under the 
circumstances at bar does give Ettore a cause of action based on unfair 


15. Section 50 provides: “A person, firm or corporation that uses for advertising 
purposes, or for the purposes of trade, the name, portrait or picture of any living person 
without having first obtained the written consent of such person * * * is guilty of a 
misdemeanor.” (Emphasis added.) 
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competition. We arrive at this conclusion by analogizing the facts of the 
instant case to those of Capitol Records v. Mercury Records Corporation, 
221 F.2d 657, 105 USPQ 163 (1955), and Metropolitan Opera Ass’n v. 
Wagner-Nichols Recorder Corp., 199 Mise. 786, 101 N.Y.S. 2d 483, 87 
USPQ 173 id., 279 App. Div. 632, 107 N.Y.S.2d 795. The rights of two 
rival companies to manufacture and sell in the United States records 
manufactured from certain matrices were adjudicated and rights of artists 
and performers were not involved in the Capitol Records case, as were 
those of Waring in Waring v. WDAS Broadcasting Station, supra. None- 
theless, Judge Dimock, writing for the majority, and Judge Learned Hand, 
dissenting, seem to suggest, however implicity, that if the performers’ rights 
had not been yielded totally by them, the exploitation of their perform- 
ances by reproductions without further compensation would have been 
enjoined or prohibited under the guise of protection from unfair compe- 
tition.** The same conclusion seems implicit also in the Metropolitan Opera 
Association ease. We conclude, therefore, that under the law of New York 
Ettore has a cause of action for unfair competition under the circumstances 
at bar. But since NBC is not named as a party in the instant suit, such 
damages as Ettore may be able to prove arising out of NBC’s telecasts in 
New York can go only against Chesebrough. 

But another phase of the telecasts in New York also requires consid- 
eration. There can be no doubt that the New York telecast by NBC pene- 
trated New Jersey just as did the Pennsylvania telecast by Phileo. The 
stipulation seems to require the inference that the Pennsylvania and New 
York telecasts occurred at the same instants in time. Did not causes of 
action cognizable under the conflict of laws rules of New York and en- 
forceable in Pennsylvania under the conflict of laws rules of that state 
arise in favor of Ettore because of the penetration of the New York tele- 
casts into New Jersey? We think that the answer must be in the affirma- 
tive under Klazon Co. v. Stentor Electric Mfg. Co. Theoretically, at least, 
Ettore’s property rights were four times violated in New Jersey; twice by 
the Pennsylvania WPTZ telecasts and twice by the New York NBC tele- 
easts. But the NBC telecasts penetrating New Jersey go only against the 
defendant Chesebrough, NBC not being named as a party, and not against 
the defendant Phileo. We shall deal with these causes of action in rela- 
tion to the Pennsylvania suit at bar at a later point in this opinion. 


16. The Court of Appeals for the Second Circuit considered the law of New York 
as determinative of the issue of which party had the right to use the matrices, citing 
Erie R. Co. v. Tompkins, 304 U.S. 64. See 221 F.2d at p. 662, 105 USPQ at 166. The 
Court of Appeals, however, on the theory that the New York law was applicable, citing 
the English leading case of Celementi v. Walker, 2 Barnewall & Cresswell 861, refused a 
fine romp through the laws of various European countries, the kind of excursion which 
this court is compelled to make through the laws of the States by virtue of Erie R. Co. 
v. Tompkins and Klazon Co. v. Stentor Electric Mfg. Co., 313 U.S. 487, 49 USPQ 515. 

It is also of great interest to note that Judge Learned Hand’s dissent contains the 
suggestion that because the field was one which has been preempted by the Federal 
Copyright Act., 17 U.S.C. §§ 1 et seq., there may a body of general federal law under 
which the right ownership of the matrices and the right to produce and sell the records 
could be decided. The ghost of Swift v. Tyson tunes again his lyre. 
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WPTZ telecast the firms twice, once on December 30, 1949, and again 
on December 8, 1950. As we have said, NBC effected similar telecasts from 
New York. To employ an analogy from the law of libel and slander, there 
were two sets of publications, quite far apart in time. All the telecasts 
were identical in pictures and sounds, but each set created a right of action 
in Ettore, and he is entitled to damages by reason of each single set of 
telecasts. See Hartmann v. Time, supra. So much we consider to be reason- 
ably plain. 

In the Hartmann ease we inquired: ‘What is the Pennsylvania conflict 
of laws rule when publication of defamatory material takes place both within 
and without the State of Pennsylvania?’’, citing Klaron Co. v. Stentor 
Electric Mfg. Co., 313 U. S. 487, 49 USPQ 515 (1941). And we in Hart- 
mann, 166 F.2d at p. 134, treating with libel, held that Pennsylvania would 
follow the so-called ‘‘single publication’’ rule as to Pennsylvania; but the 
Pennsylvania courts will refer, as we indicated earlier, the respective for- 
eign publications to the appropriate foreign laws. See Bayuk Bros. v. Wilson 
Martin Co., 81 Pa. Super. 195 (1923), and Sudol v. Gorga, 346 Pa. 463, 465, 
31 A.2d 119, 120 (1943). See also Klumph v. Dunn, 66 Pa. 141, 146, 5 Am. 
Rep. 355 (1870). 

The issue as to both Phileo and Chesebrough and the Pennsylvania 
Phileo telecasts is this: Does the Pennsylvania single publication rule, which 
we think is as applicable in this case as it was in the Hartmann case, engross, 
as it were, the telecasts in New Jersey and Delaware involving both the 
defendant Philco and the defendant Chesebrough? This seems to depend 
on whether or not New Jersey and Delaware in their turn follow the single 
publication rule. If both of these states do follow the single publication 
rule, there can be no separation of the causes of action arising in New Jersey 
and Delaware as distinguished from that arising in Pennsylvania. Since 
it is the conflict of laws rule of Pennsylvania to refer such issues to the 
law of the forum in which the injury occurred, we must look again to 
the laws of New Jersey and Delaware to determine whether or not thev 
follow the single publication doctrine. 

Insofar as we are aware, no New Jersey case has decided this issue even 
as to libel or slander, and we ean find no technical trace of any New Jersey 
law pertinent to the issue of the invasion of a property right as asserted by 
Ettore here. The same must be said of the law of Delaware. We conclude, 
however, that the Delaware courts and probably the New Jersey courts 
would follow the Pennsylvania rule. Certainly it is the logical one and is 
recommended by public policy, having due regard for freedom of speech, 
of the press and of television. This means that Ettore is entitled to collect 
damages only once from the defendant Phileo for each of the two telecasts 
emanating from WPTZ in Philadelphia on the causes of action ensuing 
therefrom. He may show by way of elements of damage, nonetheless, that 
A in Milford, Delaware, or B in Trenton, New Jersey, saw and heard the 
telecasts; but he can maintain no separate Delaware or New Jersey causes 
of action in the court below by reason of the WPTZ telecasts. 
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As to the defendant Chesebrough and the NBC telecasts emanating in 
and from New York, seen and heard by C in New York, neither Phileo nor 
NBC being liable therefor under the pleadings and circumstances of the 
instant case, New York clearly has the single publication rule, as was stated 
in Hartmann v. Time, 166 F.2d at p. 134. Since the New York telecasts and 
the Pennsylvania telecasts took place at the same times and New York 
employs the single publication rule, logic seems to require the conclusion 
that any cause of action arising against Chesebrough in New York and 
New Jersey by reason of the NBC telecasts from New York would be 
engrossed by the present Pennsylvania suit. But the issue of measure of 
damages, insofar as Chesebrough is concerned, remains for disposition. The 
New York NBC telecasts seen and heard in New York, also were seen and 
heard in the northern part of New Jersey as compared to the WPTZ tele- 
casts which may have been viewed only in the southern part of New Jersey. 
If Ettore is able to prove that the telecasts were seen and heard in New York 
and by persons in the northern part of New Jersey who did not view the 
Phileo Pennsylvania telecasts, by reason of the physical limitations imposed 
on television, he might be able to assert additional elements of damage. 
How he would be able to present such proof is another problem. There 
may be some analogy between the circumstances at bar and those presented 
by such cases as Story Parchment Co. v. Paterson Parchment Paper Co., 
282 U. S. 555 (1931), the cases cited therein, the dissenting opinion in the 
Cireuit Court of Appeals, 37 F.2d 537, 541 (1 Cir., 1930), reversed on 
appeal, the cases cited therein and the Annotation, 78 ALR 858. As to this 
we express no opinion. This and similar questions must be left to the trial 
court upon remand.*’ 

In conclusion on this subject, we regret the necessity of having to deal 
piecemeal with the problems at bar, State by State, facet by facet, detail 
by detail. We think we are compelled to such a course by the decisions in 
Erie R. Co. v. Tompkins and Klazon Co. v. Stentor Electric Mfg. Co. The 
courts of the United States in a diversity case must apply the laws of the 
respective states. No single body of law is available. 

One final issue requires brief consideration. Ettore insists that the 
telecasts of the boxing contest, were unfair to him because the third round, 
‘‘his best round,’’ was omitted. This might have afforded a cause of action 
to Ettore. Compare Mau v. Rio Grande Oil, Inc.; Redmond v. Columbia 
Pictures Corp.; Binns v. Vitagraph Co., all supra note 5. See also Sutton v. 
Hearst Corp., 277 App. Div. 155, 98 N.Y.S. 2d 233 (1st Dept. 1950). But 
the remarks of the narrator as they appear from the stipulation were surely 
harmless, and the telecast was not embellished or truncated in any way 
substantially unfavorable to Ettore. The telecast was merely condensed 
to meet the time requirements ordained by the sponsor, the defendant 
Chesebrough. A viewing of the films compels us to the conclusion that, 
were the case to go off on the issue of the alleged unfairness of the telecasts 


17. The stipulation provides, par. 17: “It is agreed that the question of damages is 
not included in this stipulation and is reserved until after the ruling of the Court, * * * 
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to Ettore’s prowess as a boxer or skill as a performer, we would hold that 
the omissions were de minimis. Cf. Cohen v. Marz, 94 Cal. App.2d 704, 
211 P.2d 320 (1949). 

The judgment of the court below will be reversed and the case will be 
remanded with directions to reconsider the issues presented in the light of 
this opinion, to make findings of fact and conclusions of law, and to ascertain 
the amount of damages, if any, that Ettore has suffered. 


HastiE, Circuit Judge, dissenting. 


Plaintiff Ettore, a professional boxer, fought Joe Louis in a Philadel- 
phia stadium in 1936. With Ettore’s knowledge and consent this public 
spectacle was recorded on motion picture film by a third person in his own 
interest for subsequent commercial showings. Ettore bargained for and 
received for his services compensation which included ‘‘a 20 per cent 
percentage (sic) of all proceeds derived from motion picture rights.’’ The 
parties have stipulated that the motion picture rights were sold for $2500, 
of which $500 was paid to Ettore. 

More than 13 years later the defendants exhibited these films by tele- 
cast from stations in Pennsylvania and New York. Invoking the diversity 
jurisdiction of the District Court for the Eastern District of Pennsylvania, 
Ettore has sued the defendants claiming that these television showings have 
damaged him in an amount more than $3000. 

This action does not sound in contract. Apparently the defendants 
had no connection with the 1936 fight and are not in contractual relationship 
with Ettore. In any event, no breach of contract is alleged. 

Plaintiff does claim a violation of his right of privacy. However, I think 
the court is clearly correct in concluding that this theory of liability fails. 
The right of privacy is a partially protected interest of personality. Its 
modern recognition is an effort to protect the individual against offense to 
his sensibilities caused by some unwanted and unwarranted publication of 
his likeness or activity. As a participant in a professional prize fight Ettore 
was seeking as large an audience for his performance as promotional skill 
eould attract to ringside and to the theaters where the fight films were 
subsequently exhibited. The addition of a television audience cannot 
rationally be regarded as making the publication offensive to the performer. 

I also agree that plaintiff’s contention that his privacy was invaded is 
not improved by the fact that less than the entire spectacle was shown on 
television. 

Entirely different considerations are raised by plaintiff’s additional 
claim that he has been deprived of some valuable property right. However, 
I think he cannot prevail on this theory either. 

It is clear and not disputed that the person who made the movies of 
the Louis-Ettore fight, having bargained and paid for that privilege, had 
legal title to that article of commerce which is the film recording of the 
spectacle. But, as I understand the theory that has prevailed here, it is 
reasoned that there remained in each athlete whose professional performance 
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gave the film its value a property right in the nature of a legal power to 
restrict the use of the recorded spectacle. 

In such fields as literature, music and the graphic and dramatic arts, 
our judge made law has long recognized and to some extent protected an 
economic interest of the artist in that composition or performance which is 
the embodiment or expression of his special ability. .This interest is vin- 
dicated by empowering the performer to exercise some degree of control 
over the publication and use of the product in question. This conception 
inheres in such legal phrases as literary property and common law copy- 
right. Whether this property analysis should be extended into the field of 
sport to afford a professional performer there a sort of athletic property in 
the spectacle produced by his exhibition of physical strength, stamina and 
skill I am by no means sure. And on this point I do not find the cases helpful. 
However, beyond this caveat, I take no issue now with the court’s conclusion 
that the conception of an artist enjoying an incorporeal property in his 
performance should be extended to protect the professional athlete in 
relation to the sport spectacle he helps to produce. 


But the legal protection of common law copyright and literary prop- 
erty has rather consistently been limited by a closely related conception 
that the showing or rendition of a production or composition may and 
often does amount to a dedication to the public which is inconsistent with 
and destructive of any property the artist or performer might otherwise 
retain in the product of his talent and skill. If disclosure is to all who 
may be interested rather than to a limited audience on a special occasion, 
the publication is said to be general and the consequent dedication of 
the artist’s creation or effort is unqualified. Applied to a professional 
athlete’s possible property in his demonstration of skill and ability, this 
concept precludes him from both retaining property in a particular exhi- 
bition and at the same time consenting that the spectacle be seen and heard 
by all and sundry. 

We have just such a situation here. Ettore did more than to make 
his performance available to as many persons as could be accommodated 
at the site of the boxing match. He also made it available through motion 
pictures to all who would come to view it in theaters throughout the coun- 
try. For all practical purposes the matter was so arranged that whoever 
might wish and attempt to see the spectacle could view it originally or at 
later convenience. I find it difficult to conceive of a performance under 
circumstances which would more clearly show general publication and con- 
sequent dedication. Cf. Glazer v. Hoffman, 1943, 138 Fla. 809, 16 So.2d 53. 

Such extinction of the participant’s claim as performer does not mean 
that any authorized commercial recording of the performance must be 


1. For elaboration of this doctrine and commentary on the cases, see Wreckmeister 
v. American Lithographic Co., 2 Cir. 1904, 134 F. 321; Warner Protection of the Content 
of Radio and Television Programs by Common Law Copyright, 1950, 3 Vand, L. Rev, 
209, 225-231. 
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denied legal protection. In the era of the phonograph, radio and television, 
master films and sound recordings of artistic and other professional per- 
formances have become articles of great commercial value and importance. 
Courts are attempting to adapt flexible concepts of unfair competition to 
protect the owner of such an authorized recording in his commercial ex- 
ploitation of that property against commercial recording and similar un- 
fair and injurious practices, despite the publication inevitably involved 
in the owner’s exploitation of his recording. Capitol Records, Inc. v. Mer- 
cury Record Corp., 2 Cir. 1955, 221 F.2d 657, 105 USPQ 163. But if the 
performer shares in such protection it is not because he is a performer but 
rather because he has contracted for some interest in the recording or at 
least, in authorizing it, has imposed some restriction upon its use. This, 
as I understand it, is the significance of the decision of the Supreme Court 
of Pennsylvania in Waring v. WDAS Broadcasting Station, Inc., 1937, 
327 Pa. 433, 194 Atl. 631, 35 USPQ 272 (27 TMR 807). There a musical 
organization had released recordings of its performance for public distri- 
bution and sale, but this was attended by an express reservation and re- 
striction against radio broadeasting. This restriction was set out in writ- 
ing on the face of each released record. In these circumstances the Supreme 
Court of Pennsylvania found that the musicians were entitled to protec- 
tion coextensive with this express reservation. Cf. Murphy v. Christian 
Press Assn. Pub. Co., 1899, 38 App. Div. 426, 56 N.Y. Supp. 597. In 
Waring I find no intimation that, apart from such reservation, any per- 
former’s property in the musical rendition would have survived an author- 
ized general publication of a commercial recording. Cf. Ingram v. Bowers, 
2 Cir. 1932, 57 F.2d 65; Noble v. One Sixty Commonwealth Ave., Inc., 
D. Mass. 1937, 19 F.Supp. 671, 34 USPQ 105. 


In the present case the court recognizes this difficulty. In consenting 
to the sale of motion picture rights for the fight Ettore made no effort to 
impose any restriction upon the use of the film. I think the court is mis- 
taken in reasoning that, because television did not exist at that time, the 
law should treat “the absence of the new and unknown media * * * as 
about the equivalent of a reservation against the use of the work product 
* **” The error as I see it is in failing to take into account that at least 
some demonstration of purpose to hold something back is necessary to 
avoid the dedication which otherwise attends the general publication of 
the work product. In this case the fact that in 1936 motion picture pro- 
jection was the only means available for public exhibition of fight films 
serves to emphasize the fact that Ettore published and dedicated the spec- 
tacle as completely as he knew how. This in my view is the very antithesis 
of the Waring situation. 


I conclude, therefore, that Ettore retained no property in the pugilis- 
tie spectacle or its recording on film. In reaching this conclusion I have 
not said anything about the problem of choice of controlling law which is 
discussed at length in the opinion of the court, However, I think that we 
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all agree that, of the states concerned with this alleged deprivation of 
property, Pennsylvania because of the Waring case, seems as favorable 
as any other to the plaintiff.2 But, for the reasons already stated, I think 
the Waring case does not help the plaintiff, and I find no other decision 
in Pennsylvania or New York, the two points of origin of the questioned 
telecasts, which either helps the plaintiff or is inconsistent with the fore- 
going analysis of the problem. 

Finally, I think this is not a type of case in which a federal court 
should be disposed to extend undefined frontiers of state law. Legal title 
to personal property, here some old fight films, normally connotes full 
power of commercial use and exploitation. Indeed, a rather strong public 
policy against legal recognition of attempts to burden chattels with equi- 
table servitudes has characterized the development of our jurisprudence. 
See Chafee, “Equitable Servitudes on Chattels,” 1928, 41 Harv. L. Rev. 
945. Here I think the court is going to the opposite extreme and imposing 
such a servitude by implication of law even in the absence of any effort 
of the party concerned to reserve such an interest. 

For these reasons I think the judgment of the district court should 
be affirmed. 


BURROUGHS WELLCOME & COMPANY (U. S. A.) INC. v. MEZGER 
Appl. No. 6154 — C. C. P. A. — December 8, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Opposition to application for mark LIPOFAX used on medicinal preparation in 
tablet form by owner of seven prior registrations with the same suffix could not be 
sustained upon basis of any claimed right to the exclusive use of “fax” as a final 
syllable since said syllable appears as a suffix in certain common words and in a 
number of third party registrations; opposer’s rights must be determined by com- 
paring, severally and not collectively, the registrations owned by it with the mark 
opposed. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 

No likelihood of confusion found to exist between opposer’s prior registration 
for mark TIMOFAX as used on external fungicidal preparation and Liporax for a 
vitamin product for use in the management of atherosclerosis and hypotonia since 
the marks are clearly distinguishable and the goods are sufficiently different. Same 
conclusion reached with respect to opposer’s prior registration for LUBAFAX used in 
connection with a surgical lubricant despite certain definite similarities between 
it and applicant’s mark, LIPOFAX. 


Opposition proceeding No. 30418 by Burroughs Wellcome & Company 
(U.8.A.) Inc. v. Mezger Pharmacal Company, Inc. application, Serial No. 
596,039 filed April 20, 1950. Opposer appeals from decision of Examiner- 
in-Chief dismissing opposition. Affirmed. 


2. Relying upon decisions of New York inferior courts, the Court of Appeals for 
the Second Circuit has concluded that New York law is in accord with the Waring case 
Capitol Records, Inc. v. Mercury Record Corp., 1955, 221 F.2d 657, 105 USPQ 163. 
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Case below reported at 44 TMR 741. 
James M. Mason, of New York, N. Y., for appellant. 
Joseph J. Juhass, of New York, N. Y., for appellee. 


Before O’ConNELL, Acting Chief Judge, and JoHNsoN, WorRLEY, CoLE and 
JACKSON (retired), Associate Judges. 


O’CoNNELL, Acting Chief Judge. 


This is an appeal from the decision of the Examiner-in-Chief of the 
United States Patent Office, 100 USPQ 322 (44 TMR 741) acting for the 
Commissioner of Patents, affirming the action of the Examiner of Inter- 
ferences dismissing an opposition by appellant to appellee’s application 
for registration of the word Liporax as a trademark for “a medicinal prepa- 
ration in tablet form, namely, a vitamin product indicated for use in the 
management of atheroscleroris and for hypotonia.” The opposition was 
based on seven prior registrations owned by appellant, each involving a 
word ending in the syllable “fax.” 


The Examiner-in-Chief held that appellant’s ownership of the marks 
relied on by it did not give it such an interest in the syllable “fax” as 
would preclude the registration to others of any marks ending in that 
syllable. That holding, we think, was proper, since the letters “fax” not 
only appear as the final syllable of such common words as Fairfax and 


Halifax, but also, as shown by the record, from the final syllable of a 
number of trademarks which have been registered to various companies for 
medicinal preparations. The appellant’s case, therefore, must depend not 
upon any proprietary interest in the syllable “fax,” but upon whether any 
one or more of the registrations relied on by it is of such a nature that its 
use on the goods specified concurrently with appellee’s use of LIPoFAX on 
its goods would be likely to result in confusion in the trade. In determin- 
ing that question, the marks must be considered individually rather than 
collectively. 


The registration principally relied on hereby the appellant is No. 
439,113 for the word TIMOFAX as a trademark for a “fungicidal preparation 
for external use only.” The appellant points out that TrImorax and LIPo- 
FAX are both three syllable words having the final syllable “fax” and a 
middle letter “o” and each having “i” as the middle letter of its first 
syllable. However, each mark must be considered as a whole and, when 
so considered they are clearly distinguishable both in appearance and 
sound. 

While prior decisions may serve as general guides, the question of con- 
fusing similarity between any two particular marks must be determined 
in the final analysis largely on the basis of opinion. United-Carr Fastener 
Corporation v. The Capewell Manufacturing Company, 38 C.C.P.A. (Pat- 
ents) 1153, 189 F.2d 1000, 90 USPQ 98 (41 TMR 824), and authorities 
there cited. 
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It is noted that Liporax, as indicated by the specimens included in 
appellee’s application, is in the form of tablets which are “To be dispensed 
only by or on the prescription of a physician,” while TrMorax is a fungi- 
cidal preparation which is used externally only. In view of that difference 
in the goods to which the two marks are applied, and of the significant 
differences between the marks themselves, we are of the opinion that their 
concurrent use would not be likely to result in confusion. 


The remaining registrations relied on by appellant are as follows: 
No. 399,607, Bororax, for a borated ointment for external use; No. 399,608, 
SKETOFAX, for an insectifuge to prevent the attacks of mosquitoes, gnats, 
sandflies, ete.; No. 399,610, TANNAFAX, for a product used in the treatment 
of burns and scalds; No. 500,078, carorax, for an ointment used in the 
treatment of burns and scalds; No. 500,080, MENTHOFAX, for an ointment 
for the treatment of muscular pains, sprains and painful joints; and No. 
440,859, LuBarax, for a surgical lubricant. 


The registrations just listed are not discussed individually in the ap- 
pellant’s brief. The one which most closely approaches the appellee’s mark, 
LIPOFAX, is LUBAFAX. While those two marks have certain definite similari- 
ties, the goods to which they are applied, namely, medicinal tablets and a 
surgical lubricant, are quite different, and we agree with the Examiner- 
in-Chief that their use on the goods specified would not be likely to result 
in confusion. 


The remainder of appellant’s marks are not thought to require separate 
discussion. All of them are applied to preparations for external use, and 
none of them approximates the appellee’s mark as closely as do TIMOFAX 
and LUBAFAX. We therefore agree with the Patent Office tribunals that 
such marks are not confusingly similar to LIPOFAX. 


The decision appealed from is affirmed. 
JACKSON, Judge, retired, recalled to participate. 


HOLIDAY CASUALS v. M. BECKERMAN & SONS, INC. 
Appl. No. 6167 —C. C. P. A. — December 8, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Similarities in sound and appearance between applicant’s mark HAPPY DEBS 
and opposer’s prior registration for HONEYDEBS both used on women’s and children’s 
shoes, not sufficiently great to outweigh the obvious disparity in meaning and 
opposition was accordingly dismissed. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
In opposition proceeding involving marks HAPPY DEBS and HONEYDEBS third 
party registrations in which DEB or DEBS appeared introduced into evidence by 
applicant for the purpose of showing the meaning attributed to DEBs in the trade, 
confirming the court’s understanding of the common meaning thereof. 
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Opposition proceeding No. 30435 by Holiday Casuals v. M. Beckerman 
& Sons, Inc., application Serial No. 600,806 filed July 18, 1950. Opposer 
appeals from decision of Examiner-in-Chief dismissing opposition. Affirmed. 


Case below reported at 44 TMR 864. 

Theodore W. Miller, of Chicago, Illinois, for opposer-appellant. 

Harold H. Levin, of New York, N. Y., for applicant-appellee. 

Before O’ConNELL, Acting Chief Judge, and JoHNson, WorLEy, CoLE and 
JACKSON (retired), Associate Judges. 


CoLe, Judge. 

In this trademark opposition proceeding, the Examiner-in-Chief, acting 
for the Commissioner of Patents, reversed the Examiner of Interferences, 
and held that the marks HAPPY DEBS and HONEYDEBS, when applied to sub- 
stantially identical goods, women’s and children’s footwear, were not con- 
fusingly similar. The mark sought to be registered is HAPPY DEBS, applica- 
tion serial No.600,806, filed July 18, 1950, under the Act of 1946. Opposer 
is the owner of the marks, HOLIDEBS, registration No. 418,707, dated January 
8, 1946, and HONEYDEBs, registration No. 544,108, dated June 19, 1951. The 
controlling, if not the only error relied upon by the appellant is that the 
Commissioner erred in holding that Happy DEBs is not confusingly similar 
to HONEYDEBS. No reliance is placed upon appeal on the mark HOLIDEBs. 

We find no difficulty whatever in agreeing with the Commissioner as 
pointed out in this portion of his opinion: 


“The only question involved is whether the mark sought to be 
registered so resembles the registered marks as to be likely, when 
applied to applicant’s goods, to cause confusion or mistake. The ex- 
aminer held HONEYDEBs to be the mark of opposer closest to applicant’s 
mark and considered only this mark in comparing the respective marks. 
The examiner held HAPPY DEBS and HONEYDEBS confusingly similar in 
view of the identity of the last portions of the two marks and certain 
similarities, namely the same number of syllables and letters and the 
same initial and terminal letters, in the first portions of the marks. 

“In holding the marks confusingly similar I do not believe that 
the examiner paid sufficient attention to the nature and meaning of the 
words involved. Both happy and honey are common words of everyday 
usage with well understood different meanings; these words would not 
be apt to be confused by purchasers of women’s and girls’ shoes. The 
word ‘deb’ is a colloquial expression for debutante, and ‘debs’ would 
refer to a class of young ladies. I do not believe that HAPPY DEBS and 
HONEYDEBS would be any more confusingly similar to purchasers of 
shoes for young ladies than ‘Happy Girls’ and ‘Honey Girls’ would be 
or ‘Happy Misses’ and ‘Honey Misses.’ ” 

Three points are urged in appellant’s brief as reasons for reversal: 

1. Sound and appearance alone may create confusion. [Citations 
omitted. | 

2. Third Party Registrations must show such familiarity by the 
the public of the term press that it would give no consideration thereto. 
[Citation omitted. ] 
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3. Marks must be considered in their entireties and when this 
is done they should be deemed confusingly similar even if common 
portions DEBS are in common use. [Citations omitted. | 
As to the first point—‘‘Sound and appearance alone may create con- 

fusion” —there can be doubt but that it is correct as a rule of law. McKinnon 
& Co. v. Hy Vis Oils, Inc., 24 C.C.P.A. (Patents) 1105, 88 F.2d 699, 33 
USPQ 210, 212 (27 TMR 254). The problem here, however, is whether 
the rule applied in this case. We do not believe it does, as it is our opinion 
that the sound and appearance of the marks, taken together with the mean- 
ing, make them sufficiently distinct to avoid likelihood of confusion. In the 
McKinnon case—strongly relied upon by appellant—the court in holding 
the marks HYVIs and HIGHPRES confusingly similar came to the correct 
conclusion that, “While it is true and that there are three factors to be 
considered in passing upon similarity of marks, viz., meaning, appearance, 
and sound, it does not follow that confusion can be found to be likely 
only where a combination of these factors exists, but sound alone or 
appearance alone may be sufficient to create likelihood of confusion.” The 
rule that is clearly applicable here, however, and which we must follow, 
is stated as follows, in the Coty and Continental Coffee cases. In Coty, Inc. 
v. Perfumes Habana, 8.A., 38 C.C.P.A. (Patents) 1180, 190 F.2d 91, 90 
USPQ 224, 226 (41 TMR 944) we said, 

The issue of confusing similarity must be resolved by comparing 
the appearance, sound, and meaning of the respective marks and 
evaluating those three factors in their entirety as assembled in each 
contested mark. 


In Continental Coffee Co., Inc. v. Continental Foods, Inc., 40 C.C.P.A. 
(Patents) 865, 202 F.2d 759, 97 USPQ 162 (48 TMR 628), we held that 
FAVORA and FLAVORITE were not confusingly similar, pointing out that the 
basic words upon which the marks were built “are distinctive words hav- 
ing entirely different meanings.” 

The second point—“Third Party Registrations must show such famili- 
arity by the public of the term press that it would give no consideration 
thereto” —refers to the introduction in the record by applicant of numerous 
trademark registrations in which DEB or DEBS was used as an integral part 
of marks for women’s wearing apparel. We will disregard this point, 
inasmuch as the third party registrations have been given no weight in 
our decision. It should be pointed out, as was done by appellee in his 
brief, that the purpose of citing the third-party registrations was not for 
the purpose of attacking appellant’s marks, but for the purpose of showing 
the meaning and usage of the word in the trade. We find that the trade 
use is no different from the common meaning of which this court is fully 
aware. 

The third point—“Marks must be considered in their entireties and 
when this is done they should be deemed confusingly similar even if com- 
mon portions DEBS are in common use”—is convincingly and clearly dis- 
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posed of in the opinion in behalf of the Commissioner quoted supra. To 
hold otherwise would be to fail to consider the marks in their entireties. 
As pointed out above, one of the elements which must be considered on the 
issue of confusing similarity is that of the meaning of the marks. To hold 
that the marks are confusingly similar would be to disregard the common 
meaning and uses of the words HAPPpy and HONEY. Considering the sound, 
meaning and appearance of the marks together, we find that the similari- 
ties in sound and appearance of the marks are not sufficiently great to 
outweigh the great disparity in meaning, and thus we do not believe that 
there is a likelihood of confusion between the marks. 

In thus disposing of this litigation, we have found it unnecessary to 
comment on many decisions cited in the briefs wherein the alleged simi- 
larity of marks has been the subject matter. None of them have impressed 
us as useful in this case as precedent one way or the other. As is well 
recognized, each trademark case wherein confusing similarity is the issue 
must be determined by the court on its own individual merit. As was stated 
in Eureka Williams Corp. v. McCorquodale, 40 C.C.P.A. (Patents) 1028, 
205 F.2d 155, 98 USPQ 138 (44 TMR 53), “holdings in current cases as 
to similarity are seldom influenced by, or based upon precedent.” 


The decision of the Commissioner of Patents must be affirmed. 
JACKSON, Judge, retired, recalled to participate. 


GOLDRING INC. v. TOWN-MOOR, INC. 
Appl. No. 6165 — C.C.P.A. — December 21, 1954 


CANCELLATION PROCEDURE—EVIDENCE 


Petitioner seeks cancellation of registration of TOWN-MoOoR for ladies’ coats 
on basis of its prior registration of TOWNLEY for clothing, including ladies’ coats. 
Examiner held marks to be confusingly similar but ruled petitioner estopped by 
laches. Primary question is whether marks are confusingly similar. TOWNLEY 
is primarily a surname. Only similarity between marks is in the word “town” 
which is commonly used as part of trademarks or trade names for merchandise, 
including clothing and hence petitioner can have no exclusive right to word “town” 
per se. Marks will not ordinarily be considered confusingly similar if they resemble 
each other only by the inclusion of a word which is in the public domain and therefore 
the marks TOWNLEY and TOWN-MOOR when considered in their entireties are not 
considered confusingly similar. Decision of Examiner is affirmed. 


Cancellation proceeding by Goldring, Inc. v. Town-Moor, Inc. registra- 
tion No. 519,972 issued January 17, 1950. Petitioner appeals from deci- 
sion of Commissioner of Patents dismissing petition. Affirmed. 

Case below reported at 44 TMR 857. 


Henry L. Burkitt, of New York, N. Y., for appellant. 


Maxwell James (James & Franklin of counsel), of New York, N. Y., for 
appellee. 
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Before O’CoNnNELL, Acting Chief Judge, and Jonnson, Woruey, Cote and 
JACKSON (retired), Associate Judges. 


Wor.ey, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, affirming the action of the Examiner of Interferences in dismissing 
appellant’s petition for cancellation of appellee’s registration, No. 519,972, 
of the trademark TowNn-Moor for ladies’ coats, issued January 17, 1950, on 
an application filed May 1, 1948. 

The petition for cancellation was based on appellant’s ownership and 
use of the name TOWNLEY as a trademark for clothing, including ladies’ 
coats, appellant being the owner of the name, registration No. 296,939, 
granted August 23, 1932, under the Trademark Act of 1920. It appears that 
priority of appellant’s use and ownership of its mark has not been ques- 
tioned by the appellee, and that the latter agrees the goods to which the 
marks of the parties are applied are of the same descriptive properties. 

The Examiner of Interferences held that the marks TOWNLEY and 
TOWN-MOOR are confusingly similar, basing that holding on decisions of the 
Commissioner of Patents in Goldring Merchandising Corp. v. Matthew M. 
Adler, Ltd., 73 USPQ 290, and Goldring Inc. v. The Printz-Biederman 
Company, 89 USPQ 285. In the former case the mark TOWNE DEB, TOWNE 
being disclaimed, was held to be confusingly similar to TOWNLEY, and in 
the latter case ZIP-TOWNSTER was held confusingly similar to TOWNLEY. 
However, the examiner was of the opinion appellant was estopped by laches 
from asserting that it would be damaged by the appellee’s registration, 
and accordingly dismissed the petition for cancellation. 

The Assistant Commissioner, without referring specifically to the deci- 
sions cited by the Examiner of Interferences, held that TOWNLEY and 
TOWN-MOOR were not confusingly similar; that there were no other facts 
from which damage to the appellant could be presumed; and accordingly 
affirmed the action of the examiner without passing on the question of laches. 

The primary question raised by this appeal is whether the marks 
involved are confusingly similar. If they are not, the decision appealed 
from must be affirmed; if they are, the question of laches must be con- 
sidered. 

It is to be noted that the word TOWNLEY, although it has allegedly 
acquired a secondary meaning as identifying appellant’s goods, appears to 
be primarily a surname and would be recognized as such, whereas TOWN- 
MOOR is apparently a coined mark. It is asserted by appellant that the final 
syllable of TOWNLEY is derived from the word ‘‘lea,’’ and that TOWNLEY 
therefore means ‘‘town meadow’’ and has substantially the same meaning 
as TOWN-MooR. Assuming, however, that the name TOWNLEY has the deriva- 
tion suggested, we are of the opinion that it would not be generally under- 
stood as having any connection with a meadow. The word ‘‘lea’’ is of 
comparatively rare occurrence and is not ordinarily associated with the 
‘‘ley’’ which forms part of many such common surnames as Buckley, 


Bradley, Foley, Stanley, etc. 
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The only similarity between the marks here under consideration resides 
in the word ‘‘Town,’’ and it is apparent from the record that the word is 
commonly used as a part of trademarks or trade names for various kinds of 
merchandise, including clothing. Under such circumstances appellant can 
have no exclusive right to the use of the word ‘‘Town”’ per se. 

While it is well settled that, in determining the question of confusing 
similarity, the marks involved must be considered as a whole, it has been 
repeatedly held that marks will not ordinarily be considered confusingly 
similar if they resemble each other only by the inclusion of a word which 
is in the public domain. Patton Paint Co. v. Sunset Paint Co., 53 App. D.C. 
348 (SUN GLO and sUN PROOF) ; Franco-Italian Packing Corp. v. Van Camp 
Sea Food Co., Inc., 31 C.C.P.A. (Patents) 1029, 142 F.2d 274, 61 USPQ 369 
(GEM-OF-THE-SEA and CHICKEN OF THE SEA); Valpo Company v. Solis, 
Entrialgo y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 USPQ | 
182 (39 TMR 699) (LOVE LANE and FORBIDDEN LOVE) ; Rite-Rite Mfg. Co. v. 
Rite-Craft Company, 37 C.C.P.A. (Patents) 963, 181 F.2d 226, 85 USPQ 
268 (40 TMR 418) (RITE-RITE and RITE-cRAFT) ; In re Blue Lake Producers 
Cooperative, Etc., 39 C.C.P.A. (Patents) 805, 194 F.2d 126, 92 USPQ 334 
(42 TMR 426) (OREGON’sS FINEST and OREGON FRUIT PRODUCTS) ; and Hart 
Schaffner & Marx v. Empire Mfg. Co., 39 C.C.P.A. (Patents) 1042, 197 
F.2d 558, 94 USPQ 171 (42 TMR 755) (Drxle LEADER and DIXIE WEAVE). 

As above noted, appellant’s mark TOWNLEY has been held by former 
Assistant Commissioners to be confusingly similar to both TOWNE DEB and 
ZIP-TOWNSTER, but it does not appear that the common use of the word 
‘‘Town’’ in trademarks and trade names was brought out in either of those 
eases. However, assuming those decisions are in conflict with that of the 
Assistant Commissioner in the instant case, they must be regarded as 
having been overruled thereby. 

Upon consideration of the instant marks in their entireties, and in 
accordance with the principles above noted, we are of the opinion that such 
marks are not confusingly similar, and that appellant’s petition for can- 
cellation of appellee’s mark was therefore properly dismissed. It is accord- 
ingly unnecessary to consider the issue of laches as urged by appellee. 

The decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate. 


GANTNER & MATTERN COMPANY v. HARRY LANG MFG. CO.; 
HARRY LANG MFG. CO. v. GANTNER & MATTERN COMPANY 


Oppos. Nos. 31800-01, Canc. Nos. 6156-60 — 
Commissioner of Patents — November 15, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant seeks registration of KWIKI and LAN@’sS KWIKI for childrens’ play 
clothing. Opposed by owner of GANTNER WIKIES and WIKIES for line of swimming 
trunks. Both parties use respective marks WIKIES and KWIKI as secondary to 
primary marks GANTNER and LAN@’s use of mark is chief confusion test. Substan- 
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tial advertising and promotion of GANTNER WIKIES and LANG@’S KWIKI for several 
years without evidence of confusion leads to conclusion that confusion between the 
marks is unlikely. 
REGISTRATION PROCEDURE—EX PARTE REJECTION 
Where Examiner of Trademarks twice rejected registration on ground of 
confusing similarity with third party mark QUICKEES but subsequently recon- 
sidered and registration was withdrawn as reference and facts before Examiner of 
Interferences were same and third party registrant did not oppose; action of 
Examiner of Interferences refusing registration on basis of third party registration 
was improper and will be reversed. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Applicant in opposition proceeding filed petition to cancel opposer’s five 
registrations on ground that marks were not used as trademarks but as names of 
patented garments. Pleadings fail to allege likelihood of confusion or any facts 
which would indicate damage and therefore fail to state cause of action. 


Opposition proceedings by Gantner & Mattern Company v. Harry 
Lang Mfg. Co. (assignee of Lang Industries), applications, Serial No. 
552,992 filed March 25, 1948, and Serial No. 540,292 filed November 6, 
1947. 

Cancellation proceedings by Harry Lang Mfg. Co. v. Gantner & Mat- 
tern Company, Registration No. 442,926 issued June 21, 1949, Registration 
No. 436,928 issued March 2, 1948, Registration No. 330,099 issued Novem- 
ber 19, 1935 and renewed, Registration No. 378,720 issued June 18, 1940, 


and Registration No, 298,534 issued November 1, 1932 and renewed. 
Appeals from Examiner of Interferences from decision sustaining 

oppositions, refusing registrations ex parte, and dismissing cancellation 

petitions, both parties appeal. Affirmed as to dismissal of petitions; re- 

versed as to oppositions and refusal of registrations. 

Boyken, Mohler & Wood, of San Francisco, California, for Gantner & 


Mattern Company. 
G. H. Braddock and Braddock & Braddock, of Minneapolis, Minnesota, for 


Harry Lang Mfg. Co. 
LeEeps, Assistant Commissioner. 

Two applications have been filed, one of which seeks registration of 
KWIKI, and the other of LANG’s KWIKI, for children’s play overalls, boxer 
shorts, boxer longies, play suits, snow suits and denim jeans. Use of 
KWIKI is asserted since September of 1946 and of LANG’s KWIKI since 
March of 1947. The applications assert ownership of KWIK-IN for men’s 
overalls ;! LANG KWIK-IN for overalls and coveralls;? THRIFTI-KWIKI for 
children’s play overalls,* and sNo-KWIKI for snow suits.‘ 

Opposition has been filed by the owner-registrant of GANTNER WIKIES 
for swimming suits and trunks, sweaters and underwear ;° wikies for a 


Reg. No. 536,372, issued Jan. 16, 1951. 
Reg. . 521,141, issued Feb. 21, 1950. 
Reg. No. 535,750, issued Feb. 2, 1951. 
Reg. . 531,252, issued Sept. 26, 1950. 
Reg. . 298,534, issued Nov. 1, 1932. 





348 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


line of clothing including swimming suits and trunks, sweaters, under- 
wear, sun suits, play suits and tights;* rire wikres for a line including 
swimming suits and trunks, coats, jackets, shirts, shorts, sweaters, play 
suits, slacks and underwear ;’ and GLO-WIKIEs for a line including swim suits, 
coats, jackets, shirts, shorts, sweaters, play suits, slacks, underwear and 
beach coats.® 


About a year after the oppositions were instituted, applicant filed 
petitions to cancel opposer’s five registrations. 


The Examiner of Interferences sustained both oppositions; refused 
registration on the ground of likelihood of confusion with two prior reg- 
istrations of QUICKEES issued to a stranger to these proceedings for chil- 
dren’s pajamas and underwear, and infants’ wear;® and granted motions 
to dismiss the petitions to cancel on the ground that they set forth no 
cause of action. Both parties have appealed. 


The five petitions to cancel will be disposed of first. The pleadings 
allege, in effect, that opposer-respondent has not used the marks shown in 
its registrations as trademarks, but it has used them merely as the name 
of patented garments which it manufactures and sells. There is no plead- 
ing which suggests likelihood of confusion, mistake or deception of pur- 
chasers, nor is there any other pleading of facts which, if proved, might 
create a presumption of damage to opposer. The pleadings clearly fail to 
state a cause of action and the decision of the Examiner of Interferences 
granting the motions to dismiss is affirmed. 


The ex parte refusal to register will be disposed of next. In two sepa- 
rate actions the Examiner of Trademarks refused registration of applicant’s 
marks on the ground of likelihood of confusion with the previously regis- 
tered mark QUICKEES, but applicant’s argument in response to the second 
action was sufficient to convince the examiner that there was no likelihood 
of confusion, and the registrations were withdrawn as references. The 
facts before the Examiner of Interferences, insofar as these registrations 
are concerned, are the same as were before the Examiner of Trademarks. 
As was stated in The Borden Co. v. Knudsen Creamery Co. of Calif., 107 
USPQ 126, 127, (45 TMR 1522), (Com’r., 1955). 

“Tt would seem to provide greater consistency in administration 
if, in cases where there are no additional facts, the Examiner of 

Interferences would refer the question to the Examiner of Trade- 


marks for his reconsideration rather than to refuse registration on 
ex parte grounds.” 


In the present case, the Examiner of Trademarks had cited the earlier reg- 
istrations on two occasions, had reconsidered his action refusing registra- 
tion and had authorized publication of the applicant’s marks. No opposi- 


Reg. No. 330,099, issued Nov. 19, 1935 and Reg. No. 378,720 issued June 18, 1940. 
Reg. No. 436,928, issued March 2, 1948. 
Reg. No. 442,926, issued June 21, 1949. 
Reg. No. 306,293, issued Sept. 12, 1933 and Reg. No, 418,529, issued Jan. 1, 1946. 
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tion was filed by the registrant. Under these circumstances, the finding of 
the Examiner of Trademarks should not be disturbed. The action of the 
Examiner of Interferences refusing registration on ex parte grounds is 
reversed. 


A single record was presented in the two oppositions, and they will 
be disposed of in a single opinion. 


The record shows that opposer and its predecessors have, since 1901, 
been engaged in the manufacture of sportswear, knitted wear, swim wear 
and play wear for children, juveniles and adults. Since 1932 it has used 
the trademark wIkrEs to identify its goods, and an average of one and 
one-half million dollars’ worth of garments bearing the wrkies mark have 
been sold annually during the past twenty years. Of the total volume, 
approximately twenty-five per cent of production is for children and juve- 
niles and the balance is for adults. Some seventy-five thousand dollars are 
spent annually by opposer in advertising the wikies garments, and the 
media have included consumer and trade magazines of national circulation, 
outdoor and indoor posters, transit cards and radio. In addition, the retail 
outlets handling opposer’s garments also advertise them under the marks. 
Distribution of the garments has been nationwide. 


There is no testimony which shows use of either FIRE WIKIES or GLO- 
WIKIES; but the exhibits include seven pairs of swimming trunks, each of 
which is labeled GANTNER WIKIES, two children’s sun dresses, one fabric 
belt with a buckle, and one child’s swimming trunks labeled GANTNER, and 
one fabric belt with a buckle labeled wikres. The record indicates that 
opposer almost always uses either GANTNER Or GANTNER WIKIES on its gar- 
ments and in its advertising. 


Applicant’s record indicates that in 1937 it commenced using KWIK-IN 
and LANG KWIK-IN for children’s wear; in 1946 it commenced using, in 
addition, Kwrk1 for children’s wear; in 1947 it commenced using LAN@’s 
KWIKI for children’s wear; and in 1949 it commenced using THRIFTI-KWIKI 
and SNO-KWIKI for children’s wear. Invoices and other exhibits show use 
of KWIKI, LANG’S KWIKI, and THRIFTI-KWIKI up to the time testimony was 
taken. The record suggests by the absence of testimony concerning con- 
tinued use of KWIK-IN, LANG KWIK-IN and SNO-KWIKI, by the absence of 
invoices showing these marks, and by absence of advertising showing them, 
that they have not been used since 1947. There are some garments in evi- 
dence which have labels showing LANG KWIK-IN and LAN@’sS KWIKIN, but 
they are unidentified as to date, and it does not affirmatively appear that 
garments bearing these labels are presently offered for sale. 


The advertisements in evidence, which date from 1948 (most of them 
are unidentified as to date) feature KWIKI and LANG’s KWIKI. According 
to the testimony, more than three hundred thirty-five thousand dollars 
have been spent by applicant from 1948 through 1952 in advertising its 
garments, and the record as a whole creates an inference that it was spent 
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in advertising KWIKI, LANG’S KWIKI, and possibly THRIFTI-KWIKI. The media 
used are consumer magazines and trade periodicals of national circulation, 
including WOMEN’S WEAR DAILY. During the same period of time, sales 
volume exceeded one and one-quarter million dollars annually. 

Applicant sells its products to retail outlets all over the United States, 
and the record shows that such outlets advertise them under the marks 
KWIKI and LANG’S KWIKI. 

Both opposer and applicant actually use their respective marks WIKIES 
and KWIKI as secondary to their primary marks GANTNER and LAN@’s. It 
is true that opposer has registered WIKIEs as one of its marks, and applicant 
seeks registration of KWIKI as a mark apart from LAN@’s. Confusion, how- 
ever, results from use of marks, and likelihood of confusion in these cases 
must be resolved from the manner of use of their marks by the parties. 
The probable commercial impression created on the public mind as a result 
of such use is a factor which must be considered. 

Both parties have invested a considerable amount of money in adver- 
tising and creating a public demand for their products sold under their 
marks, and the annual volume of sales of each of them indicates that a 
public demand has been realized. 

Considering the differences between the marks KWIKI and WIKIES and 
between GANTNER WIKIES and LANQ@’S KWIKI, and considering the fact that 
both parties have used their marks contemporaneously for several years 
without any evidence of confusion, and they have advertised their products 
in national consumer magazines and trade periodicals as GANTNER WIKIES 
and LAN@’S KWIKI, respectively, the probabilities are that the purchasing 
public has come to associate WIKIES with opposer and KWIKI with applicant. 
Under these circumstances, it is concluded that confusion, mistake or de- 
ception of purchasers is not likely to result in the future. 

The decision of the Examiner of Interferences is reversed and the 
oppositions are dismissed. 


EX PARTE THE ASPEN COMPANY 
Commissioner of Patents — November 17, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Applicant seeks to register design of aspen leaf as service mark for “enter- 
tainment and sporting activities’ maintained by applicant at Aspen, Colorado. 
Applicant’s mark does not qualify as trademark use rendered in commerce under 
the statute. Services are rendered entirely within state of Colorado and are not 
part of “stream of interstate commerce” but are performed after the interstate 
commerce has come to rest. Refusal to register is affirmed. 


Application for service mark registration by The Aspen Company, 
Serial No. 604,714 filed October 11, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

WiLkinson, Huxtey, Byron & Hume, Chicago, Illinois, for applicant. 


LeEEps, Assistant Commissioner. 
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An application has been filed to register the design of a leaf, presum- 
ably an aspen leaf, as a service mark for “entertainment and sporting 
activities; namely, providing and maintaining skiing facilities, conducted 
mountain climbing expeditions, horseback riding facilities and similar activ- 
ities.” Registration has been refused on the ground that applicant’s 
services are not rendered in commerce over which Congress has jurisdic- 
tion and control and, therefore, the mark is not “used in commerce” within 
the meaning of the statute. 


According to applicant’s brief: 


“Applicant is a corporation which owns and operates most of 
the major facilities in the region of Aspen, Colorado. The services 
performed by applicant are widely advertised throughout the United 
States and in several foreign countries, and the ASPEN LEAF DESIGN 
service mark is utilized in connection with much of this advertising. 
As a result of the services advertised and rendered by applicant in 
the region of Aspen, Colorado people travel to Colorado from every 
State in the United States and many foreign countries in order to 
enjoy applicant’s services. 

~ * * * * 

“The vast majority of persons traveling from other States and 
from foreign countries to Aspen, Colorado are primarily induced to 
make such interstate travel as a direct consequence of the services 
offered and advertised by applicant. 


* * * * * 
“In other words, the services performed by applicant are not 


merely incidental to interstate travel, but are actually the moving 
cause of such interstate travel.” 


The specimens submitted are brochures which advertise the beauty, 
climate, wildlife, wildflowers, mountain streams, mountain trails, moun- 
tain lakes, guest houses, hotels, apartments, skiing facilities, trapshooting, 
beauty and barber shops, billiards and pool facilities, hospital facilities, 
roller skating, grammar and high schools, churches, and shops offering food, 
furniture, flowers, gifts, music and numerous other items for sale, of Aspen, 
Colorado. At no place in any of the numerous specimens does it appear 
that these things, or any of them, are offered by applicant. A careful ex- 
amination of them suggests to the reader that they are designed to attract 
visitors to Aspen, Colorado, with its many public and private facilities for 
the general enjoyment of life. At no place do they suggest that applicant 
is the purveyor of any or all of the services which appear to be available 
in Aspen, Colorado. If, in fact, the aspen leaf design was adopted and 
used by applicant to identify its services and distinguish them from those 
of others, it has not been made so to appear to the public. The specimens 
associate it always with the facilities of Aspen, Colorado, rather than with 
this applicant. This is to say that so far as this record shows, the aspen 
leaf design is used to advertise the facilities of Aspen, Colorado, and not 
the services of this applicant. 
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Aside from the fact that the specimens do not support the applicant’s 
right to register, there must be a disposition of the examiner’s ground of 
refusal, namely, the question of whether or not the aspen leaf design 
claimed by this applicant as a service mark is used in commerce within 
the meaning of the Trademark Act of 1946. The statute provides: 

“For purposes of this Act a mark shall be deemed to be used in 
commerce * * * on services when it is used or displayed in the sale or 
advertising of services and the services are rendered in commerce.” 
Applicant relies on a number of cases which it contends are in sup- 

port of its position that it is rendering its services in interstate commerce. 
They will be discussed in the order presented. 


Di Santo v. Pennsylvania, 273 U.S. 34 (1927), was a criminal action 
for non-compliance with a State statute requiring all persons, other than 
railroad or steamship companies, who engage in the sale of steamship tickets 
or orders for transportation to or from foreign countries, to procure a 
license, by giving proof of moral character, paying a small annual fee, 
listing the steamship lines for which he is an agent, and filing a bond. The 
defendant challenged the constitutionality of the statute on the ground 
that it placed a direct burden on foreign commerce, contravening the 
commerce clause of the Constitution. Mr. Justice Butler, representing the 
majority of the Court (Messrs. Brandeis, Holmes and Stone dissenting), 
wrote: 

“The soliciting of passengers and the sale of steamship tickets and 
orders for passage between the United States and Europe constituted 

a well-recognized part of foreign commerce. See Davis v. Farmers 

Co-operative Co., 262 U.S. 312, 315. A state statute which by its nec- 

essary operation directly interferes with or burdens foreign commerce 

is a prohibited regulation and invalid, regardless of the purpose with 

which it is passed” 
The relevancy of the decision does not appear. The question involved was 
the constitutionality of a State statute; and the ultimate decision obviously 
turned on the matter of the principal-agent relationship. The Court held 
that “the sales here in question are related to foreign commerce as directly 
as are sales made in ticket offices maintained by the carriers and operated 
by their servants and employees” (over which, incidentally, the State had 
not attempted to exercise control). There is no such relationship involved 
in the present application—nor is there any question of solicitation of 
passengers or sales of steamship tickets or any other orders for passage 
between the United States and any foreign country, or any like service. 
The question here is: Does this applicant render services in interstate 
commerce ? 


United States v. Yellow Cab Co., 332 U.S. 218 (1947), was an action 
by the Government to enjoin alleged violations of the Sherman Antitrust 
Act in which the defendant contended that its actions were not subject to 
the Act since it was not engaged in interstate commerce. Applicant relies 
on that portion of the Court’s holding that the transportation of passen- 
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gers and their luggage between terminals of railroads engaged in inter- 
state passenger traffic is clearly a part of the stream of interstate com- 
merce. The basis of the determination was stated by the Court as follows: 
“When persons or goods move from a point of origin in one State 
to a point of destination in another, the fact that a part of that journey 
consists of transportation by an independent agency solely within the 
boundaries of one State does not make that portion of the trip any less 
interstate in character. * * * That portion must be viewed in its rela- 
tion to the entire journey rather than in isolation. So viewed, it is an 
integral step in the interstate movement.” 


This portion of the decision is not applicable to the facts in the present case. 


The third count in the Yellow Cab action alleged a conspiracy to exclude 
others from engaging in the transportation from their homes, hotels or 
offices to railroad stations in Chicago or, conversely, from the railroad 
stations to their homes, hotels or offices in Chicago. The Court held that 
such transportation was too unrelated to interstate commerce to constitute 
a part thereof within the meaning of the Sherman Act—their relationship 
to interstate transit is only casual and incidental. It is this portion of the 
decision which has some pertinence to the present situation. Many a visitor 
to Aspen, Colorado, unquestionably embarks upon an interstate journey 
to arrive there, but such interstate journey ends “when he disembarks at 
the station in the city of destination” (p. 231). There is nothing in this 
decision which is helpful to the applicant. 


Pure Ow Co. v. Puritan Ou Co., Inc., 52 USPQ 600 (33 TMR 183) 
(C.A. 2, 1942), was a suit for trademark infringement and unfair compe- 
tition under the Act of 1905. The question before the Court was one of 
jurisdiction under the terms of that Act, and so far as it has any appli- 
eability to this case, it stated, in effect, that it is not implausible to hold 
that selling gasoline under an infringing mark to cars coming from outside 
the State and which ears carry some part of such gasoline across a State 
line is a “use in commerce” of the mark by a defendant for purposes of 
yiving jurisdiction to the Court. The decision deals with “use in commerce” 
of a mark which invades the rights of a prior interstate user, and not with 
the question of whether or not the services of the gasoline station operator, 
as such, are rendered in commerce as required by the Act of 1946. 

United States v. Wrightwood Dairy Co., 315 U.S. 110 (1942), involved 
the power of Congress to regulate intrastate transactions in milk under a 
statute which spoke of the handling of products “in the current of inter- 
state commerce” or “which directly burdens, obstructs, or affects interstate 
commerce.” The Court held that Congress, by the Act, had conferred upon 
the Secretary of Agriculture authority to regulate the intrastate handling 
of milk products which, by reason of their competition with the handling of 
the interstate milk, so affects interstate commerce as substantially to inter- 
fere with its regulation by Congress. There was no holding that the defend- 
ant was rendering any services in interstate commerce. Indeed, it was 
conceded that the defendant was not engaged in such commerce. 
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In eases such as this we are not concerned with the applicability of 
various federal statutes to applicant’s activities (such as the Sherman Act, 
the Fair Labor Standards Act, the National Labor Relations Act, or the 
Internal Revenue Act) ; but the sole question for determination is whether 
or not applicant is using a mark in connection with services which it renders 
in commerce. Ownership of a mark grows out of use, and use in connection 
with services rendered within a single State is sufficient to confer ownership 
and common law rights. The federal government, however, cannot recognize 
such ownership or rights by registration of the mark until there has been 
movement—in this case, performance of services—in more than one State 
or in foreign countries or within a territory of the United States. 


The record clearly shows that whatever services are rendered by this 
applicant are rendered within the State of Colorado, after the interstate 
journeys of its visitors have ended when they disembark at the railroad 
station, airport, or other place in Aspen. The services are not a part of the 
“stream of interstate commerce,” but they are performed after the interstate 
commerce has “come to rest.” 


The decision of the Examiner of Trademarks is affirmed. 


THE BELL COMPANY, INC. v. PACKARD MOTOR CAR COMPANY 
No. 31920 — Commissioner of Patents — November 17, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant seeks to register MAYFAIR for automobiles and is opposed by regis- 
trant of identical mark for chemical fluids for automobiles which are sold to 
automotive service outlets for use in customers’ cars. Applicant uses mark as 
model designation. Common knowledge that such model designations are associated 
with manufacturer and hence fulfill trademark function. Public not likely to 
assume that MAYFAIR model and MAYFAIR brake fluids have a common origin and 
hence decision of Examiner of Interferences is reversed. 
TRADEMARK ACT oF 1946—TITLE—ABANDONMENT 
Examination of applicant’s advertising shows that MAYFAIR has not been used 
by applicant for model designation for some time. Registration will be withheld 
pending showing that mark is still in use and not abandoned. 


Opposition proceeding by The Bell Company, Inc. v. Packard Motor 
Car Company, application Serial No. 616,119 filed July 5, 1951. Applicant 


appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


McKnight & Comstock, of Chicago, Illinois, for opposer-appellee. 
Wilson, Redrow & Sadler, of Detroit, Michigan, for applicant-appellant. 
Leeps, Assistant Commissioner. 


Application has been filed to register Mayratr for passenger auto- 
mobiles, first use having been asserted in January of 1951. Opposition has 
been filed by the owner-registrant of MayFram for automotive chemical 
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preparations. The Examiner of Interferences sustained the opposition, 
and applicant has appealed. 


Opposer’s record shows that it manufactures a line of automotive 
chemicals which it sells to jobbers throughout the United States. In 1937 
it adopted the mark MAYFAIR and has continued to use the mark on its 
goods to the present. 


The opposer’s products are of a nature which are not generally sold 
to the public, but they are sold to automotive service outlets for use in 
customers’ automobiles. This is not to say that the public does not become 
familiar with marks used on such goods, but this opposer’s mark has not 
been advertised to create a public consciousness or a public demand. 


Applicant manufactures PACKARD automobiles. The MAYFAIR mark 
was adopted for the 1951 “hard-top convertible.” It is a model designa- 
tion, and it was used in 1951 to identify the particular model. The record 
indicates, and it is well known that it is common practice in the automo- 
bile industry to adopt and use such model names. Usually when the new 
models are introduced an extensive advertising campaign is undertaken to 
impress the model names upon the public so that such names frequently 
perform a trademark function as well as to designate the model. This 
opposer’s record, however, is silent as to the extent of promotion which 
surrounded the MAYFAIR model, although an official of the company who 
was qualified to give the facts was called as a witness. 


In view of the common practice in the automobile industry to identify 
specific models by specific names and of the fact that the public recognizes 
such names as model names, but comes to associate them with the manu- 
facturers and their house marks, it is not believed that purchasers would 
be likely to assume that the MAyrair hard-top model manufactured by 
applicant and the MAYFAIR automotive chemicals sold by opposer have a 
common origin or that the producers are in any way connected or asso- 
ciated with each other. 


The decision of the Examiner of Interferences is reversed. 


Just as it is common knowledge that automobile manufacturers adopt 
and use names to identify the various models in their new lines of cars, 
it is also common knowledge that they frequently discard such names 
after a comparatively short time and adopt others. This knowledge, coupled 
with a casual examination of applicant’s current advertising, creates a 
presumption that MAYFAIR is not now, and for some time has not been, 
used by applicant for a model of its line of automobiles. Registration will 
be withheld pending a showing that the mark is still in use and not 
abandoned. 


1. Reg. No. 562,239, issued July 29, 1952, for automotive chemicals including 
hydraulic brake fluid, shock absorber fluid, knee-action fluid, liquid radiator solder, rust 
inhibitor, neatsfoot oil compound, clutch fluid, fire extinguisher fluid and liquid belt 


dressing. 
LT 
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THE FORMFIT COMPANY v. 
PEPPERELL MANUFACTURING COMPANY 


No. 31951 — Commissioner of Patents — November 17, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


Applicant seeks to register FORM FIT for bed sheets and is opposed by owner 
of rormFir for foundation garments. Applicant counterclaimed for cancellation of 
opposer’s mark and Examiner of Interferences dismissed opposition and counter- 
claim. While determination of whether goods are of the “same descriptive prop- 
erties” is no longer test under 1946 Act the nature of the goods are still a factor 
to be considered since it bears on the question of likelihood of confusion. Descrip- 
tiveness of marks limits protection and action of Examiner is affirmed. 


Opposition proceeding by The Formfit Company v. Pepperell Manu- 
facturing Company, application filed August 24, 1950. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 
Brown, Jackson, Boettcher & Dienner, of Chicago, Illinois for opposer- 

appellant. 

Albert H. Kirchner, of Washington, D. C. for applicant-appellee. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register rorM Fit for bed sheets, claiming 
a date of use since July 11, 1950. Registration has been opposed by the 
owner-registrant of ForMFIT for foundation garments and accessories’ 
(bandeaux, brassieres, girdles, foundation garments, corsets, garter belts, 
one-piece combinations of girdle and brassiere, panties, sanitary belts, 
sanitary panty shields, bust pads, shoulder pads, shoulder straps, and 
corset accessories). Applicant counterclaimed for the cancellation of op- 
poser’s registrations. The Examiner of Interferences dismissed the opposi- 
tion and counterclaim ; and the opposer has appealed from the dismissal of 
the opposition. 

Opposer’s record shows that it has used its mark rorMFIT since January 
1917 as a part of its corporate name and as a trademark on the goods 
enumerated in the certificates of registration; sales of opposer’s goods under 
the mark have been estimated from its records to have amounted to over 
$70,000,000 for the period from January 1917 to September 30, 1953; 
advertising expenditures for the same period have amounted to over 
$11,000,000; and sales of opposer’s goods under the mark have been made 
throughout the United States and in foreign countries in department stores 
and other business establishments carrying general lines of “soft goods.” 


Applicant in its pleadings has not disputed opposer’s claim of prior use 
of the mark rorMFiT in connection with the goods covered by opposer’s 
registration; that the mark ForMFiT has been used for many years to 
designate opposer and opposer’s brand of goods; that the goods of both 


1. Reg. No. 409,422 issued under the Trademark Act of 1920 and Reg. Nos. 542,658, 
558,349 and 560,205 issued on the Principal Register of the Act of 1946 as a secondary 
meaning mark. 
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parties are bought by the same class of trade; or that the marks class of 
purchasers through the same channels of trade; or that the marks in 
question are identical in sound, spelling and significance. 

The issue herein is merely: Would the purchasing public be likely to 
be confused, mistaken or deceived into believing that the goods manu- 
factured by the applicant and sold under the mark rorMFiT emanate from 
opposer or, in other words, are applicant’s goods of a type which the 
purchasing public might reasonably assume to be manufactured and sold 
by opposer? The examiner concluded that such confusion would not be 
likely to arise from the contemporaneous use of the marks in connection 
with the goods of the respective parties, and no error is found in this 
conclusion. 

Opposer contends that the examiner in reaching his conclusion devoted 
himself largely to a determination of whether the goods involved were of 
the “same descriptive properties” and did not apply the broader test of 
confusion provided for in the Trademark Act of 1946. In so doing, opposer 
claims that the examiner has failed to take into consideration the trend of 
the textile industry to diversify its products and the resulting association 
by the public of well-known trademarks with goods in various fields. 

While it is true that since the adoption of the Trademark Act of 1946, 
it is no longer a requisite that opposer establish that the goods of the 
parties are of the “same descriptive properties,” this does not mean that 
the nature of the goods is no longer a factor to be considered. Fred W. 
Amend Co. v. American Character Doll Co., 106 USPQ 187 (45 TMR 
1227: (CCPA, 1955), headnote 4, and case cited thereunder. It must be 
considered in every case, since it is logically a factor of considerable im- 
portance in reaching the ultimate conclusion as to whether or not there 
is likelihood of confusion, mistake, or deception of purchasers—especially 
so where, as here the marks are the same. While a trademark may protect 
the owner against not only its use upon articles to which he has applied 
it, but upon such other articles as might naturally be supposed to come 
from him, the goods on which a later user puts the mark may be too 
remote from any that the prior user would be likely to make or sell to 
support a finding of likelihood of confusion—especially where as here, 
the highly descriptive nature of the mark when applied to the goods of 
the parties is so self-evident. 

The decision of the Examiner of Interferences is affirmed. 


RADEX CORPORATION v. JORDAN 
(RADEX COMPANY, INC., assignee, substituted) 
No. 32269 — Commissioner of Patents — November 17, 1955 


TRADEMARK AcT or 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant seeks to register RaDEXx for space heaters and is opposed by regis- 
trant of RADEX for test signal generators and signal tracers used in radio field. 


ee ere 
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As goods are sold to different classes of purchasers it is not deemed likely that 
goods would be thought to emanate from same source and therefore confusion is 
deemed unlikely. Dismissal of opposition affirmed. 


Opposition proceeding by Radex Corporation v. Paul O. Jordan 
(Radex Company, Inc., assignee, substituted), application Serial No. 
584,330 filed September 1, 1949. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Affirmed. 

McKnight & Comstock, of Chicago, Illinois, for opposer-appellant. 
Radex Company, Inc., Hudson, Wisconsin, pro se. 
Leeps, Assistant Commissioner. 

An application has been filed to register RaDEx for “space heaters 
employing electric heat lamps, both with and without thermostatic controls 
and circulating fans, and parts thereof,” use having been asserted since 
July of 1948. Registration has been opposed by the owner-registrant of a 
composite mark, the word feature of which is RADEx,’ for generators for 
testing radio receiving sets and transmitters, signal tracers, electrical 
radiating loops, loop antennas, fractional horsepower electric motors, 
coaxial cables and section coils. The Examiner of Interferences dismissed 
the opposition, and opposer has appealed. 

Opposer’s record consists of a copy of its registration; and applicant’s 
record consists of its application file. 

It appears from the identification of goods in opposer’s registration 
that it makes and sells equipment for use in the radio field. 

It appears from an exhibit supplied by applicant at the request of 
the Examiner of Trademarks during the prosecution of its application and 
the subsequent identification of goods recommended by the examiner (and 
adopted by the applicant), that applicant makes and sells radiant heating 
units employing infra-red lamps, and parts therefor; and it is recommended 
that the application be amended before registration so to identify the goods. 


There is nothing in the record which suggests that the products of 
the parties are of a nature which purchasers might reasonably assume 
were made by a single entity. Opposer has pleaded a number of conclu- 
sions which, if proved, might have entitled it to relief; but the burden of 
proof has not been discharged. 


Considering the nature of the goods as disclosed in the record, and 
the different classes of purchasers who normally would be expected to 
purchase them, it is concluded that purchasers of the products of the 
parties are not likely to be confused, mistaken or deceived into the belief 
that they emanate from a single source. 


The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 408,622, issued to opposer on August 22, 1944. 
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BAVARIAN BREWING COMPANY, INC. v. 
G. HEILEMAN BREWING CO. 


No. 32233 — Commissioner of Patents — November 18, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Applicant seeks to register OLD STYLE as secondary meaning mark for beer 
and asserts use since 1902. Opposed by brewery claiming use of BAVARIAN’s OLD 
STYLE since 1946 and that OLD STYLE is descriptive of beer made by slow brewing 
process and is inherently incapable of becoming distinctive of applicant’s beer. 
Opposer uses OLD STYLE to suggest beer is made by old slow method which is not 
the fact. Record shows that opposer’s beer is sold as BAVARIAN’S and as use of 
OLD STYLE as a descriptive term which may be misdescriptive its use is insufficient 
basis for rejection of application. 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 

Applicant has used OLD STYLE since 1902, and between 1902 and 1919 sales 
have exceeded $16,000,000. From 1933 to 1953 advertising expenditures were in 
excess of $8,000,000. Substantial proof shows by depositions taken in various cities 
that public and trade calls for applicant’s beer by term OLD STYLE. Opposer 
objects to depositions on ground that it had no proper notice of names and addresses 
of witnesses as provided by Rules. Counsel for applicant claimed he had had no 
opportunity to previously prepare witnesses. In connection with proof of secondary 
meaning testimony of uncoached witnesses is entitled to greater weight. 

Rule 273 of Patent Office Rules of Practice now permits identification of 
witnesses by class if accompanied by explanation why names are not known. 

TRADEMARK AcT or 1946—CONSTRUCTION—SECTION 2(f) 

Opposer argues that applicant has not shown “exclusive use” during critical 
period. Evidence shows spasmodic uses by third parties. Act of 1946 does not 
require “exclusive use” during 10 year period as did 1905 Act. Act now provides 
only that the mark “has become distinctive of applicant’s goods in commerce”. 
Act also provides that Commissioner may accept as prima facie proof of distinc- 
tiveness proof of “substantially exclusive use” for five years preceding date of 
application. Proof of use by others does not mean ipso facto that applicant’s 
mark cannot have acquired a secondary meaning. Applicant’s evidence presents a 
strong showing of secondary meaning not rebutted by opposer. 

REGISTRATION PROCEDURE—DISCLAIMERS 

Opposer urged that applicant was estopped from claiming registrable rights in 
view of prior disclaimer of OLD STYLE. A disclaimer does not prejudice applicant’s 
or owner’s rights of registration on another application of later date if the 
disclaimed matter has become distinctive of applicant’s or owner’s goods. 
Opposition proceeding by Bavarian Brewing Company, Inc. v. G. 

Heileman Brewing Co., application Serial No. 543,923 filed December 10, 
1947. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 

Des Jardins, Robinson & Keiser of Cincinnati, Ohio, for opposer-appellee. 
Charles W. Hills of Chicago, Illinois, for applicant-appellant. 

LeeEps, Assistant Commissioner. 

An application has been filed to register OLD STYLE as a secondary 
meaning mark for beer. Use since 1902 is asserted. Registration has been 
opposed by a brewery which claims use since 1946 of BAVARIAN’S OLD STYLE 
for beer; and opposer alleges that others have used the words OLD STYLE on 
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their beer labels; the mark is “inherently incapable of becoming distinc- 
tive ;” the mark has not become distinctive of applicant’s goods; the term 
OLD STYLE is descriptive and designates a quality of beer made by the slow 
brewing process; applicant has used the mark “only as a laudatory or 
attention attracting phrase, with its ordinary generic meaning, to give 
information as to its goods and their manner of production, and not to 
identify the source or origin of the goods ;” and having disclaimed the words 
in an earlier registration, applicant has no registrable rights in the mark. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that sometime in 1946' it commenced using on 
body labels for its bottled beer the words BAVARIAN’s BEER, displayed in two 
lines of Old English lettering, with the words oLD sTyLe appearing in a 
smaller script below BAVARIAN’s and in front of BEER. The neck label 
showed only BAVARIAN’s. In 1949 the neck label was changed to show 
A MAN’S BEER. Opposer’s advertising from January, 1946 featured Bava- 
RIAN’S in large Old English lettering, beneath which appeared in smaller 
script lettering the words OLD sTYLE, and in larger block lettering A MAN’s 
BEER. Its radio commercials featured BAVARIAN’S OLD STYLE with explana- 
tions that the brewing and aging are “slow, easy, unhurried—THAT’s THE 
OLD STYLE WAY.” 

An examination of the labels and advertising of opposer, as well as 
the testimony, shows beyond peradventure that opposer’s trademark is 
BAVARIAN’S, that its use of the term OLD STYLE is as a descriptive term to 
suggest to the consumer that the beer is made by the old style method,’ but 
this is not the case. Opposer’s Secretary testified that prior to 1946 the 
beer was sold as BAVARIAN’S MASTER BRAND BEER; when the labels were 
changed in 1946 to show oLD sTYLE, there was no change in the product 
or in the process of making it; the krausening method is not used, but the 
beer is carbonated by impregnation with COz. There is no explanation of 
why the words OLD STYLE were adopted in 1946, and none of the witnesses 
seemed to know who was responsible for it. 

Opposer’s witness Scott, a distributor of opposer’s beer, and one of 
his employes, testified that customers at bars in his territory ask for and 


1. Some of the witnesses fixed the time as January 1; the earliest advertising was 
April 1, 1946; the first labels were ordered January 17, 1946; and opposer’s Secretary 
said the term was adopted in April, 1946. 

2. It appears that there are two established methods for making beer. One is the 
“krausening method” by which highly fermenting beer is added to beer which has had 
its first fermentation (ruh beer), and under temperatures of 38 or 39 degrees Fahrenheit 
a secondary slow fermentation takes place. In this second fermentation carbon dioxide 
is formed, and the gas which remains in the beer is the natural result of the fermentation 
process. This is a slow method, requiring six weeks to two months before the beer is 
ready for marketing. This method is described in New Process Fermentation Co. v. Maus, 
122 U.S. 413 (1887). 

The other method is a more modern and faster method whereby the carbonation 
is the result of impregnating the beer with CO:. This requires only up to 48 hours after 
the first fermentation. 

Applicant uses the krausening method—and opposer uses the faster method. 
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refer to opposer’s beer aS BAVARIAN’S Or THE MAN’S BEER. Another of 
opposer’s witnesses, an advertising specialty, jobber, testified on cross- 
examination that oLD sTYLE lager meant applicant’s product and that he 
had known of it about forty-five years. 

Opposer’s advertising agency account executive testified that he had 
never heard of applicant’s OLD sTYLE lager until a few months before he gave 
his testimony; and opposer’s Secretary testified that he had not really 
known of it until 1947 or 1948 when applicant complained about opposer’s 
use of OLD STYLE (although he had known of applicant). It seems incredible 
that two people so closely associated with the brewing industry would not 
have known of applicant’s long use of OLD sTYLE in connection with its 
beer, particularly when, as will be pointed out later, applicant has long 
advertised its OLD STYLE lager widely and extensively for many years. 

It is eminently clear from the record that opposer is selling BAVARIAN’S 
—A MAN’s BEER; that its labels and advertising campaigns have been 
designed to create this impression on the public mind; and that opposer’s 
product is ordered by BAVARIAN’S Or THE MAN’S BEER, or both. Its unex- 
plained adoption and use of the term OLD sTYLE as a “descriptive” term, 
which not only is not necessary to describe its beer, but which may be 
misdescriptive, is insufficient to entitle it to prevail in these proceedings. 
There are no facts in this record from which damage to opposer can be 
presumed if a registration issues to applicant. The opposition is dismissed. 

There are, however, in the record some facts which must be con- 
sidered in connection with applicant’s right to register, apart from the 
opposition. Before considering such facts, we should examine applicant’s 
position. 

Before the turn of the century G. Heileman Brewing Company, 
applicant’s predecessor, operated a brewery in La Cross, Wisconsin. In 
1902, it apparently adopted the phrase OLD sTYLE LAGER to identify its 
beer. The ancient records of the company indicate that between 1902 and 
April 1, 1919 (the date of effectiveness of the 18th Amendment) it has sold 
$16,394,087.91 worth of OLD sTYLE LAGER beer. Its labels used before 1914 
showed a picture of monks brewing beer, and in the approximate center of 
the picture was a sign hanging from the corner of a building showing 
OLD STYLE LAGER in Old English lettering. Three barrels in a cave in the 
lower right hand side of the picture showed OLD STYLE LAGER On each barrel 
head. This picture was registered as applicant’s trademark on June 25, 
1907.2 The substance of this picture mark is still used on the applicant’s 
body labels with the addition of oLD STYLE LAGER in large Old English 
lettering at the base of the label. With the repeal of prohibition in 1933, 
applicant commenced using a neck label showing HEILEMAN’s in block letters 
with OLD STYLE LAGER in larger Old English lettering. 


3. Reg. No. 63,492; published in accordance with Sec. 12(c) on Nov. 23, 1948; 
amended to correct informalities in 1953; and affidavits under Secs. 8 and 15 filed in 
Mareh of 1954. 





THE TRADEMARK REPORTER Vol. 46 T. M. R. 


As early as 1904 applicant advertised its OLD STYLE LAGER in the English 
language and German language newspapers in Wisconsin and Minnesota. 
The focal point of such advertising was OLD STYLE LAGER displayed usually 
in Old English lettering. From 1906 to 1919 applicant spent $448,561.20 — 
in advertising its beer under the mark—an average of more than $32,000 
annually—in such media as were available at that time, including news- 
papers, magazines, signs, point of sale cards and novelties. From 1933 to 
1953, it spent a total of $8,289,854.08—an average of more than $414,492 
annually—in all of the modern media, including radio and trade periodicals. 

During the period from 1915 through 1919, oLD sTYLE LAGER was dis- 
tributed in thirty-four States; from 1933 to 1937 it was distributed in 
thirty-seven States; and from 1939 and 1945 it was distributed in 16-18 
States. It is well-known that during the war years production and dis- 
tribution were limited by government regulations. During the years of 
World War II, a considerable portion of applicant’s production was sold 
to military bases where it presumably was sold to men from all parts of 
the country. 

The president of Miller Brewing Company, and one of that company’s 
field salesmen, and the Vice-President and Director of Sales and Advertis- 
ing, and the General Sales Manager of Anheuser-Busch, Inc., two large 
competitors of the parties here, testified that oLD styLE when applied to 
beer, means applicant’s product. A salesman for P. Ballentine & Sons, 
another competitor, testified to the same effect. 

Distributors of beer brewed by several different companies in St. Paul, 
Waukegan, Des Moines and Marion (Ohio) testified that oLD styLE when 
applied to beer, means applicant’s product; that their customers (retail 
outlets) order the applicant’s product by oLD sTYLE; and that ultimate 
consumers order applicant’s product by OLD STYLE, OLD STYLE LAGER or 
HEILEMAN’S OLD STYLE. 

Bar and tavern operators in Libertyville (Illinois), St. Paul, Des 
Moines and Marion (Ohio) testified that they receive calls for OLD STYLE; 
that it means applicant’s product and that they serve applicant’s product 
in response to orders for OLD sTYLE. Operators of “beer and wine take-out 
markets” in Marion testified to the same effect. 

Consumers in St. Paul, Kenosha, Waukegan, Des Moines and Marion 
testified that they drink beer; that they drink oLp styLE which means a 
product put out by applicant; that they order it by asking for OLD STYLE; 
and that when they order oLD sTYLE, they expect to, and in fact do, receive 
applicant’s product.* 


4. Opposer moved to suppress some of these depositions on the ground that the 
names and addresses of the witnesses had not been given in the notice of taking testi- 
mony. Counsel for opposer stated in the record: 

“T want to state that I consider it most unfair to run in a lot of witnesses 

without giving the opposer the notice that the Rule contemplates so that we have a 

right to check and know something about the witnesses before we undertake to 

cross-examine them.” 
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The record fully supports applicant’s contention that distributors, 
retail dealers, bar operators, some major competitors (other than opposer), 
and consumers recognize OLD STYLE and OLD STYLE LAGER as terms which 
identify applicant’s product and distinguish it from those of others. 


Opposer’s counsel, during the taking of applicant’s testimony, stated 
the issue to be: 


“Well, I will tell you that the controversy is this; that Heileman 
Brewing Company are trying to register in the United States Patent 
Office the words OLD sTYLE alone as a trademark, and we are opposing 
it because they have not had the exclusive use of oLD STYLE during the 
critical period.” 


It is not clear just what was meant by the “critical period,” but it is 
observed that there is nothing in the statute which requires exclusive use 
during any stated period. 

Section 2(f) of the Act states, in part: 


“Except as expressly excluded in paragraphs (a), (b), (¢), and 
(d) of this section, nothing herein shall prevent registration of a mark 
used by the applicant which has become distinctive of the applicant’s 
goods in commerce.” 


The section then goes on to say that the Commissioner may accept as 
prima facie evidence that the mark has become distinctive, proof of sub- 
stantially exclusive and continuous use for the five years next preceding 
the date of filing the application. The first sentence of the Section amounts 
to a congressional mandate to register all marks which have in fact become 
distinctive, irrespective of length of use or exclusiveness of use. The second 


Counsel for applicant countered: 

“For the record, I will add that it is no more unfair for the opposer to be 
confronted with a witness for the first time than it is for the applicant; that the 
witnesses appearing here today have been taken from various walks of life; that 
they have been presented here for depositions in the presence of both counsel—neither 
counsel having had an opportunity to talk to them in advance; and they have been 
presented here openly with both counsel having the same opportunity.” 


Counsel for opposer replied: 
“T suggest that if counsel for applicant hasn’t had the opportunity to prepare 
his ease before the depositions are taken, that is his own fault. I always talk with 
my witnesses before I put them on the stand.” 


Counsel for applicant then stated: 
“This is a matter of proving secondary meaning where the straight and forward 
open opinions of the witnesses are important; and counsel believes it should not be 
prepared in advance and given as prepared testimony.” 


The position of applicant’s counsel is sound. In offering proof of secondary meaning, 
the testimony of uncoached witnesses is entitled to greater weight than is that of coached 
witnesses. The forthright statements concerning the meaning of words or terms by 
members of the consuming public are far more convincing than are prepared questions 
and answers. Opposer’s case may have been prejudiced by the testimony of the witnesses; 
but it was not prejudiced by the failure to give notice of the names and addresses of the 
witnesses. 

The depositions sought to be suppressed are cumulative, and it is not necessary in 
this case to rule on whether or not they should be suppressed. 

Since this testimony was taken, Rule 273 of the Patent Office Rules of Practice has 
been revised to permit the identification of witnesses by class or group, together with 
a satisfactory explanation of the reason why the names are not known at the time of 
giving notice. 
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sentence is procedural only, and it merely provides a method for the exercise 
of discretion in administering the Act. There is nothing in the Act or in its 
legislative history which is comparable to the so-called “ten-year proviso” 
of the Act of 1905. 

The paramount question in these secondary meaning cases is not 
whether an applicant’s use has been exclusive or substantially exclusive. 
It is: Does the mark identify the applicant’s goods and distinguish them 
from others? Evidence of use of the same word or term by others may lead 
to a conclusion that an applicant’s mark does not in fact identify his goods 
and distinguish them from those of others, but it does not follow as day 
follows night that because others may have used the same term, either in 
a trademark sense or otherwise, that applicant’s mark ipso facto cannot 
have acquired a secondary meaning. 

There is evidence in this case that some other breweries have used the 
word or term OLD STYLE. From 1942 up to the time testimony was taken, 
William Gerst Brewing Company in Nashville, Tennessee, had used on its 
labels GERST in large script lettering, below which appeared the words 
OLD ALE in Old English lettering and in tiny block type set diagonally 
between these words appeared “Style.” The commercial impression created 
by the label is GERsT OLD ALE, and if one looks closely, he will see “Style.” 
The record is convincing that beer drinkers do not examine beer labels 
closely. 

There is testimony that ale was sold under this label in Knoxville, 
Chattanooga and Middle Tennessee, and some shipments were made at one 
time into Kentucky; but there is no evidence to show the extent of sales 
or whether or not it was ever advertised, and more importantly, there is 
nothing which suggests that any consumer anywhere associates the Gerst 
product with OLD STYLE ALE. The arrangement of words on the label 
strongly suggests the contrary. Furthermore, the sales manager of William 
Gerst Brewing Company testified that his company would request its label 
manufacturers to block out the word “style” in future label orders. The 
use by William Gerst Brewing Company of oLD ALE, with the word “Style” 
set diagonally in tiny letters between, is insufficient to rebut applicant’s 
showing of secondary meaning. 

There is evidence indicating that a “predecessor” of the Schutz & 
Hilgers Jordan Brewery, located in Jordan, Minnesota, probably used 
OLD STYLE BREW as a mark for beer prior to the prohibition era. With the 
advent of prohibition, the brewery ceased operation, and in 1933 a new 
corporation was formed and resumed its operation sometime later that year. 
The Schutz & Hilger Jordan Brewery used OLD STYLE BREW until Septem- 
ber of 1946 when its business was sold to Mankato Brewing Company. 
So far as the record shows, there has been no use of the mark since 1946 
by Mankato Brewing Company. It is enough to say that such use as may 
have been made by Schutz & Hilgers Jordan Brewery is insufficient to rebut 
applicant’s showing of secondary meaning. particularly when, as here, the 
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witnesses in and around the territory which that brewery presumably 
served did not know its OLD STYLE BREW, and they testified that OLD STYLE 
meant applicant’s product. 

There is some evidence indicating use by Wm. G. Jung Brewing Co. 
of labels showing oLp couNTRY in large Old English lettering, beneath 
which appeared the word “Style” in smaller Old English lettering, for lager 
beer. The evidence also indicates cessation of use of this label in 1946, 
but the relevancy of such use is not apparent anyway. It has no bearing 
upon applicant’s showing of secondary meaning. 

There is some evidence of use in the State of Washington by Silver 
Springs Brewing Company of labels showing oLpsTYLE, displayed in Old 
English lettering, from sometime late in 1938. In 1940 and 1941 there 
was correspondence between applicant and Silver Springs Brewing Com- 
pany in which applicant sought discontinuance of use of the word. In 1948, 
following World War II, this correspondence was resumed and in 1949 
Silver Springs Brewing Company advised applicant through counsel, that 
“the amount of labels on hand should be used up by not later than the 
last of September, or possibly sooner and immediately thereupon we will 
discontinue the use of this name.” In June of 1949, Silver Springs com- 
menced using OLD PILSENER on its labels and at some later unidentified 
time—possibly in 1950—it commenced using OLDSTYLE PILSENER. There is 
no competent evidence of the extent of sales by Silver Springs except that 
a witness testified that in 1949 it sold 8,472.16 bbls.; in 1950 8,472.16 bbls. ; 
and 1951—6,264.42 bbls.; and in 1952—7,641.41 bbls. All other estimates 
of sales were mere guesses. In any event, there is nothing in the record 
which suggests any public recognition of OLDSTYLE as indicating a product 
put out by Silver Springs Brewing Company. The evidence concerning 
use by Silver Springs is insufficient to rebut applicant’s showing of second- 
ary meaning of OLD sTYLE.° 

The applicant’s evidence presents a strong showing of secondary mean- 
ing, and this showing is not rebutted by any evidence otherwise presented. 
That it originally was descriptive is conceded, but the language of Mr. 
Justice Holmes in The Coca-Cola Co. v. Koke Company of America, 254 
U. S. 143 (10 TMR 441) (1920), is not inappropriate in commenting on 
the record here—“Whatever may have been its original weakness, the mark 
for years has acquired a secondary significance and has indicated the 
plaintiff’s product alone.” Since the statute provides that nothing shall 
prevent the registration of a mark which has acquired a secondary meaning 
—i.e., has become distinctive of applicant’s goods—on the record here, 
applicant is found entitled to the registration sought. 

The Examiner of Interferences was correct in his holding that the 
contention of opposer that applicant is estopped from claiming registrable 


5. It is observed that any registration which might issue to applicant could not be 
used to interfere with any prior right acquired in good faith in the State of Washington 


by Silver Springs Brewing Company. 
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rights in view of a prior disclaimer of OLD STYLE is without merit. A dis- 
claimer shall not prejudice or affect the applicant’s or owner’s rights of 
registration on another application of later date if the disclaimed matter 
has become distinctive of the applicant’s or owner’s goods. (Sec. 6, Act 
of 1946). 

The decision of the Examiner of Interferences is reversed. 


GENERAL MILLS, INC. v. 
AMERICAN SPONGE AND CHAMOIS COMPANY, INC. 


No. 32426 — Commissioner of Patents — November 18, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 

Application to register SUPER-CEL for cellulose sponges was first rejected on 
ground of likelihood of confusion with previously registered mark SUPER-FOAM for 
sponge rubber and applicant was requested to disclaim SUPER. Disclaimer filed and 
reference withdrawn but this action of the Examiner was improper since action 
of Examiner would not lessen likelihood of confusion. If registration is finally 
authorized disclaimer should be stricken. 

Registration of SUPER-CEL opposed by successor in title to registered mark 
0-CEL-O for identical goods. The marks do not look nor sound alike nor do they 
have same significance. Dismissal of opposition affirmed. 


Opposition proceeding by General Mills, Inc. v. American Sponge and 
Chamois Company, Inc., application Serial No. 631,642 filed June 24, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Bean, Brooks, Buckley & Bean, of Buffalo, N.Y., for opposer-appellant. 
Mock & Blum, of New York, N.Y., for applicant-appellee. 
LeeEps, Assistant Commissioner. 

An application has been filed to register SUPER-CEL for cellulose sponges, 
use having been asserted since June 11, 1952.1 Registration has been 
opposed by the successor in title to the registered mark o-cEL-o for cellulose 
sponges.2, The Examiner of Interferences dismissed the opposition, and 
opposer has appealed. 

There is no question about opposer’s use of its mark first. The record 
shows that opposer has a valuable goodwill symbolized by its mark as a 
result of extensive sales and advertising. 


1. In his first action the Examiner of Trademarks refused registration on the 
ground of likelihood of confusion, mistake or deception of purchasers with a previously 
registered mark, SUPER-FOAM for sponge and cellular rubber (commonly called “foam 
rubber”). The action further stated: “The word SUPER shown as part of the applicant’s 
mark is held to be descriptive of the applicant’s goods and the word must be disclaimed 
apart from the mark as shown in the drawing”; adding that upon receipt of such 
disclaimer the cited registration would be withdrawn. The disclaimer was filed, and the 
reference was withdrawn. This action is not understood. Entering a disclaimer of a part 
of a compound word in the Patent Office cannot lessen likelihood of confusion. Appli- 
cant’s mark would still be presented to the public as suUPER-cEL. If registration is 
authorized upon final termination of the opposition proceeding, the disclaimer should be 
stricken by examiner’s amendment. 

2. Reg. No. 440,807, issued under the Act of 1905 on September 28, 1948, 
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Both parties sell cellulose sponges. 

Opposer’s mark is 0-CEL-0 which sounds like a “play” on “Othello”; and 
it is believed that if it stimulates any mental association with anything 
other than opposer’s product to the purchasing public, it would suggest 
“Othello”. 

Applicant’s mark is SUPER-CEL, which, when applied to cellulose sponges, 
is likely to suggest to the purchasing public cellulose sponges of a superior 
quality. 

The marks do not look alike—they do not sound alike—and they are 
not likely to stimulate similar mental reactions or associations in the public 
mind. 

There is nothing in the record which indicates that confusion, mistake 
or deception of purchasers is likely; and there are no other facts in the 
record from which damage to opposer can be presumed. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE SUMMIT STUDIOS 
Commissioner of Patents — December 22, 1955 


REGISTRATION PROCEDURE—APPLICATION 
Application for registration of trademark SUMMIT AGNUS DEI TABERNACLE, all 
but sumMIT being disclaimed, for tabernacle safes rejected upon the ground that 
AGNUS DEI constituted scandalous matter. Applicant’s request for deletion of said 
words was refused by the Examiner for the reason that it would result in mutilation 
of the mark as actually used. Decision reversed by the Assistant Commissioner with 
instructions to grant applicant’s request and also to require deletion of word 
TABERNACLE. 
Application for trademark registration by Summit Studios Serial 
No. 618,660 filed September 11, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 


Joseph F. O’Brien, of New York, N. Y., for applicant. 
LeEEDs, Assistant Commissioner. 


An application has been filed to register a mark, the drawing of which 
shows SUMMIT AGNUS DEI TABERNACLE, for tabernacle safes. The words 
AGNUS DEI TABERNACLE, were disclaimed. Use since 1905 is asserted, and 
use by stamping on goods since 1951 is asserted. The mark was published 
in accordance with Section 12(a) on April 28, 1953. On June 5, 1953, upon 
request of the Examiner of Trademarks, jurisdiction of the application was 
returned to him for further consideration as to registrability of the mark 
presented. The Examiner thereupon refused registration on the ground 
that the Assistant Commissioner, in 1943, had refused registration of agNUS 
DEI with an illustration of the Agnus Dei for tabernacle safes, holding it 
to be scandalous matter within the meaning of the Act of 1905’; that the 


1. Ex parte Summit Brass § Bronee Works, Inc., 59 USPQ 22 (33 TMR 564). 
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provisions of Section 2(a) of the Act of 1946 are no less restrictive than 
was the Act of 1905; and that the question of registrability was stare decisis. 


Applicant then requested the Patent Office to delete the words acnus 
DEI from the drawing. The examiner disapproved such a change in the 
drawing on the ground that it “would involve a mutilation of the mark as 
actually used.” The refusal was made final. 


Applicant then petitioned the Commissioner to authorize the change in 
drawing, but apparently the petition was denied by the examiner, and the 
final refusal was repeated. Applicant as appealed. 

For some fifty years applicant has made and sold religious and ecclesi- 
astical articles, including tabernacles. A tabernacle is a receptacle or safe 
for the consecrated elements of the Eucharist. aGNus DEI is an ecclesiastical 
term meaning “Lamb of God,” and this Latin term and a pictorial repre- 
sentation of the Agnus Dei have been used to describe and ornament the 
applicant’s tabernacles. The tabernacles are sold only for religious purposes 
in churches. 

TABERNACLE is the commonly recognized and commonly used name of 
the item. It is, therefore, not registrable. AGNUS DEI is an ecclesiastical 
term used by applicant to describe its tabernacles. As such, it is not regis- 
trable. suMMIT is applicant’s trademark for its Agnus Dei tabernacles, 
and it is clear from the appeal and from applicant’s briefs that summIr is 
the mark sought to be registered; although the examiner, in his statement 
on appeal, asserts: 


“The specimens show the unitary expression SUMMIT AGNUS DEI 
TABERNACLE. The removing of the words AGNUS DEI would obviously 
destroy the unitary nature of said expression in addition to causing 
the remaining words SUMMIT TABERNACLE to appear completely out of 
proportion. Under such circumstances it is believed that the removal 
of AGNUS DEI would clearly amount to a mutilation of the mark as 
actually used in commerce.” 

The position of the examiner is not understood. The above quoted 
statement seems to represent the thought that SUMMIT AGNUS DEI TABERNACLE 
is the mark actually used, whereas it is clear from the application record 
that applicant considers AGNUS DEI to be an ecclesiastical term used descrip- 
tively, and it is abundantly clear that TABERNACLE is the common name for 
the article for which registration is sought. It is equally clear that applicant 
seeks registration of the mark suMMIT. The examiner should have required 
deletion of the word TABERNACLE from the drawing, allowing deletion of the 
words AGNUS DEI, and allowed registration of the word summit for tabernacle 
safes. 

Upon receipt of a new drawing, showing the word summit, which draw- 
ing may be typed in accordance with Rule 2.51(d), the registration should 
issue. 


The decision of the Examiner of Trademarks is reversed. 
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FORT HOWARD PAPER COMPANY v. CRITICS ASSOCIATED 
No. 35262 — Commissioner of Patents — January 6, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Petition seeks review of action of Examiner of Interferences denying entry of 
proposed amendment to an opposition submitted after expiration of statutory period. 
Proposed amendments alleged applicant had not made a proper use of its trademark 
in commerce and if it had used its mark such use had been abandoned with no intent 
to resume but the allegations were mere legal conclusions. A pleading of nonuse or 
abandonment must affirmatively state ultimate facts. Petition is denied. 


Opposition proceeding by Fort Howard Paper Company v. Critics 
Associated. Petition from denial of entry of proposed amendment to 
notice of opposition. Petition denied. 


Morsell & Morsell, of Milwaukee, Wisconsin, for Fort Howard Paper 
Company. 


Paul Kolisch, J. Pierre Kolisch, and Eugene J. Kalil, of New York, N. Y., 
for Critics Associated. 


LEeEps, Assistant Commissioner. 


A petition has been filed for review of the action of the Examiner of 
Interferences denying entry of a proposed amendment to an opposition 
submitted after expiration of the statutory period. 


The original pleading alleges generally that the public, upon seeing 
applicant’s goods bearing the mark sought to be registered, is likely to be- 
lieve that they are additional products in opposer’s line sold under its 
family of marks having a common suffix, thereby resulting in damage to 
opposer. The pleading was filed on October 11, 1955; and it was forwarded 
for service on November 9, 1955. On December 9, 1955 applicant sub- 
mitted its proposed amendment; and on December 20, 1955 the Examiner 
of Interferences refused to enter the amendment. 


The proposed amendment is as follows: 


‘23. Opposer avers, on information and belief, that applicant 
failed to make proper use of its alleged trademark in connection with 
the sale of goods in commerce with the result that there is no proper 
supporting use for its application for registration. 


“24. Opposer further avers that if there ever was any use of 
applicant’s mark in commerce, that such use was abandoned with 
intent not to resume.” 


The proposed paragraph number 23 is an averment on information 
and belief that applicant has not made proper use of its trademark, but the 
information forming the basis for the belief does not appear; nor are any 
ultimate facts pleaded from which proper use by applicant of its mark be- 
comes an issue. 
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The proposed paragraph number 24 is an averment that if applicant 
ever used its mark, such use has been abandoned with no intent to resume, 
but there are no ultimate facts pleaded from which abandonment becomes 
an issue. 


Furthermore, there is no pleading which tends to show how opposer 
would be damaged by applicant’s nonuse or abandonment, even if proved. 


Proper trademark use and abandonment are legal, and not fact, ques- 
tions. A pleading of nonuse or abandonment, or both, either in a com- 
plaint or by way of defense, must affirmatively state ultimate facts and not 
abstract legal conclusions without more. Mere assertions, conclusions and 
suppositions cannot be substituted for facts in supporting a cause of action. 
United States v. Wagner Milk Co., 61 F.Supp. 635 (D.C. IIll., 1945) ; Bowles 
v. Schultz, 54 F.Supp. 708 (D.C. N.H., 1944); United States v. Johns- 
Manville Co., 67 F.Supp. 297 (D.C. Ill, 1941); Zimmerman v. National 
Dairy Products Corp., 30 F.Supp. 438 (D.C. N. Y., 1940); In re Duluth, 
S. 8. Ry. Co., 58 F.Supp. 733 (D.C. Minn., 1945). Abstract legal conclu- 
sions without more are insufficient. Sheridan-Wyoming Coal Co. v. Krug, 
168 F.2d 557 (C.A.D.C., 1948). 


Since the proposed amendment constitutes insufficient and improper 
pleading under Rule 8(a)(2) F.R.C.P., it is unnecessary to pass upon the 
question of whether or not an opposition may be amended under Rule 
15(a) F.R.C.P. 


The petition is denied. 
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